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THE CASE FOR ANTI-DILUTION TRADE-MARK STATUTES* 
By Beverly M. Pattishall** 


As most of you undoubtedly know, the State in which we 
are meeting today enacted in 1947 a brief addition to its trade- 
mark laws, which is, in scope and potential effect, inversely pro- 
portionate to its rather unimpressive length. It reads as follows: 


**Likelihood of injury to business reputation or of dilution 
of the distinctive quality of a trade-name or trade-mark shall 
be ground for injunctive relief in cases of trade-mark infringe- 
ment or unfair competition notwithstanding the absence of 
competition between the parties or of confusion as to the 
source of goods or services. 


291 


You may not yet have heard, however, of the enactment on 
June 25th of this year, by my own State, Illinois, of a similar, but 
even more mandatory and comprehensive, amendment to its trade- 
mark law. The Illinois statute is as follows: 


‘‘Every person, association, or union of workingmen 
adopting and using a trade-mark, trade-name, label or form of 
advertisement may proceed by suit, and all courts having 
jurisdiction thereof shall grant injunctions, to enjoin subse- 
quent use by another of the same or any similar trade-mark, 
trade-name, label or form of advertisement, if there exists a 
likelihood of injury to business reputation or of dilution of 
the distinctive quality of the trade-mark, trade-name, label 
or form of advertisement of the prior user, notwithstanding 
the absence of competition between the parties or of confusion 
as to the source of goods or services; except that the provi- 
sions of this section shall not deprive any party of any vested 
lawful rights acquired prior to the effective date. of this 
amendatory Act.’” 


Both the Massachusetts and the Illinois statutes have been 


* Paper delivered at the Trade-Mark Symposium of the American Bar Association 
meeting at Boston, Mass., August 23, 1953. 

** Member of the Illinois Bar, of the firm Rogers and Woodson, Chicago, Illinois, 
member of the Lawyers Advisory Committee, USTMA. 

1. Mass. G. L. (Ter. Ed.) ¢. 110, Sec. 7A, inserted by Mass. St. 1947, ¢. 307. 

2. Ill Senate Bill 292, approved June 25, 1953. 
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criticized by some as opening the door to abuse by large, monopoly 
inclined interests, and exposing small localized businesses to per- 
secution and harassment. It cannot be denied that both statutes 
are strong plaintiff’s trade-mark legislation. They provide a 
means for relief in Illinois and Massachusetts never before avail- 
able anywhere in the United States, since the anti-dilution provi- 
sion of both statutes is a new departure in American trade-mark 
law.® 


Recognition for the theory and protection against dilution 
has often been sought, however, by lawyers in the prosecution of 
their cases where it was felt that their clients’ trade-mark in- 
terests were damaged, but where likelihood of confusion was 
difficult or impossible to demonstrate, much less, prove. The 
theory of protection against dilution has also been urged by 
numerous text and article writers, but, until the enactment of 
these statutes, virtually to no avail. 


The theory in this country is, probably, traceable to Schech- 
ter’s well-known article, ‘‘The Rational Basis of Trade-Mark Pro- 
tection’’,* which appeared in 1927. Mr. Schechter adopted the 


theory from the German law and urged that—‘‘The preservation 
of the uniqueness of a trade-mark should constitute the only ra- 
tional basis for its protection.’’*® But even the most ardent propo- 
nents of the dilution theory are hardly inclined to such an extreme. 


3. In Tiffany & Co. v. Tiffany Productions, Inc., 147 Mise. 697, 264 N.Y.S. 459 
(1932); aff’d. 237 App. Div. 801, 260 N.Y.S. 821, 23 T.M.R. 117; aff’d. 262 N.Y. 482 
188 N.E.30 (1933), the use of ‘‘Tiffany’’ in connection with a motion picture busi- 
ness was enjoined on behalf of the famous jewelry concern. The decision is often 
cited as an example of protection against dilution, but it is almost unique among 
cases in the trade identity field. It is also significant that there were other elements 
of unfair competition present in the case, such as the use by the defendant of an 
identifying symbol in the shape of a diamond in conjunction with the word ‘‘Tiffany’’ 
and such advertisements as ‘‘ Tiffany, It’s A Gem’’. The following language found at 
p- 681 of the opinion of the New York Supreme Court is, however, interesting as a 
prelude to the recent statutes, particularly since the Court quoted the Schechter article 
(Infra, note 4.). 

‘*The real injury in such cases of non-competitive products is the gradual 
whittling away or dispersion of the identity and hold upon the public mind of 
the mark, or name by its use upon non-competing goods. The more distinctive or 
unique the mark, the deeper is its impress upon the public consciousness and the 
greater its need for protection against vitiation or dissociation from the particular 
product in connection with which it has been used. * * * 

‘* All that the plaintiff in such cases asks is the preservation of a valuable 
link between him and his consumer, that has been created by his ingenuity and 
the merit of his wares or services.’’ 

. Schechter, The Rational Basis of Trademark Protection (1927) 40 Harv. L. 
Rev. 812. 

5. Ibid. p. 831; (italics supplied). 
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Dr. Rudolph Callmann is, perhaps, the most vociferous ad- 
vocate of the dilution theory writing today. He comments in his 
recently re-edited and comprehensive text, The Law of Unfair 
Competition and Trade-Marks, that Schechter’s proposition goes 
too far, since the ‘‘ American law of unfair competition and trade- 
marks is too deeply rooted upon the concept of passing off to 
attempt to divorce it completely from the doctrine of confusion 
and public reaction to the use of the contested mark’’.6 Thus, 
Dr. Callmann’s criticism is not directed to the validity of the 
Schechter theory, but to the practical possibility of applying it 
in the United States. He offers it as the only solution for the evils 
arising through the use of a famous trade-mark on wholly diverse 
goods where confusion will undoubtedly be found to be unlikely. 
He states as follows, at page 1643 of his text: 


‘‘The gravamen of a dilution complaint is that the con- 
tinual use of a mark similar to plaintiff’s, works an inexorably 
adverse effect upon the distinctiveness of the plaintiff’s mark, 
and that, if he is powerless to prevent such use, his mark will 
lose its distinctiveness entirely. This injury differs materially 
from that arising out of the orthodox confusion; in the event 
that the similarity between the marks in question provokes 
confusion, there is an immediate or eminent loss of sales, for 
the confusion tends to divert potential customers from the 
plaintiff to the defendant. Such confusion leads to immediate 
injury, while dilution is an infection which, if allowed to 
spread, will inevitably destroy the advertising value of the 
mark. The uniqueness or singularity of the trade-mark will 
sometimes be more important to the success of an advertising 
campaign than the quality of the product with which it is 
connected. The selling power of the mark is realistically de- 
pendent upon its distinctiveness. Indeed, should the trade- 
mark owner sanction or allow the continued use by others of 
marks similar to his, he assumes the risk that the resulting 
dilution will render the mark generic or available for common 
use. That, of course, writes finis to the distinctiveness of a 
mark. The fate of a trade-mark, therefore, may be dependent 
upon the alertness of the trade-mark owner in guarding its 
uniqueness and the alacrity with which he intervenes against 
imitations.’ 


Dr. Callmann goes on to state that he, for one, advocates 


6. Ibid. p. 1645. 
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a Federal Statute patterned upon the recent Massachusetts 
statute,’ and, I would presume, he wholeheartedly approves of the 
even more recent Illinois Act. 


Whether or not Callmann, Schechter and the other proponents 
of an anti-dilution cause of action in trade-mark cases are correct 
in their reasoning, it cannot be denied that some sort of wrong 
exists when a famous mark is used on completely diverse goods; 
for instance, when capmLLac is applied to radios or sports shirts, 
And, indeed, this wrong is without a remedy under the law 
of forty-six of our states, and under the federal trade-mark act, 
as well as its contemplated amendments. But is the wrong of 
enough consequence to warrant the statutory intervention that 
has occurred in Massachusetts and Illinois? If weighed in the 
balance of all other interests, and if considered in light of possible 
exploitation by plaintiffs and mis-application by the courts, is this 
legislation truly in the public as well as the private interest? 
These are broad questions of legal theory outside the scope of this 
paper, but it seems noteworthy that the inconsistencies, contra- 
dictions, dissents, and general unpredictability which has con- 
fronted trade-mark lawyers in the past ten years of litigation, and 
which are typified in the recent HYDE PARK case,® have arisen 
through application of the traditional likelihood of confusion 
theory of trade-mark protection. On the other hand, the relatively 
few cases which have construed the Massachusetts statute do not 
seem to have demonstrated that the anti-dilution doctrine has been 
mis-used or inequitably applied. To the contrary, they indicate 
that the courts have found the statute an aid in rendering justice 
in cases where a truly fair and equitable decision might have been 
difficult without benefit of it. 


In the ease of Food Fair Stores, Inc. v. Food Fair, Inc.,° the 
United States Court of Appeals enjoined defendant’s use of the 
name Foon Farr. The decision of the District Court ?° was affirmed 
and, after reference to the 1947 Act, was quoted in part as follows: 


‘‘Defendant to some extent diluted the value of plaintiff’s 


7. Ibid. p. 1645—1646. 

8. Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 97 U.8.P.Q. 246, (C.A. 
2, 1953). 
"9. 177 F.2d 177 (C.A. 1, 1949); 39 TMR 894. 
10. 83 F.Supp. 445 (D.C.D.M., 1948); 38 TMR 1085. 
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trade-name within Massachusetts. Prior to defendant’s ad- 
vent the name carried to some actual or potential Massachu- 
setts customers, retailers, wholesalers and investors, the 
meaning that all super-markets operated under that name 
belonged to plaintiff. Defendant’s conduct has adversely af- 
fected that exclusive secondary meaning.’’™ 


In The Pep Boys, Manny, Moe and Jack v. Pilavin,!? the 
parties were conducting similar business in different states and 
there was no actual present competition and, apparently, no likeli- 
hood of confusion arising out of the defendant’s use of PEP 
Boys. The court found in favor of the plaintiff on the basis of: 
‘*Likelihood of injury to business reputation or dilution of plain- 
tiff’s good will.’* The decision appears to have been a just 
example of protecting the individual identity of the plaintiff. 


In the case of Libby, McNeill & Libby v. Andrew G. Libby, 
et al..* defendant was operating a super-market grocery store 
under the name LIBBY’s SUPER-MARKET. Although the court found 
that confusion was likely, it noted that competition was requisite 
under the Massachusetts common law and that here it was wholly 
absent. The anti-dilution statute was relied upon in enjoining the 
defendant and in requiring that he distinguish the name of his 
store from that of the well-known canned food products manufac- 
turer. The court held that ‘‘the distinctive quality of the ‘Libby’ 
name is diluted by the defendant’s use on their super-market.’’!® 


Mamn v. Parkway Motor Sales, Inc.’® was an action to enjoin 
the use of PARKWAY MOTOR SALES, Inc. It demonstrates that in the 
absence of secondary meaning, or, at least, of a unique mark, the 
plaintiff will not prevail in Massachusetts, the 1947 Statute not- 
withstanding. Evidence was introduced showing that other estab- 
lishments engaged in the service and repair of automobiles were 
using the word parkway and that the word parkway had not ac- 
quired any secondary meaning. It had been argued that the de- 
fendant had knowingly appropriated the essential features of the 


177 F.2d. 177, 183; 39 TMR 894. 
77 U.S.P.Q. 265 (D.C.D.M., 1948); 38 TMR 681. 
Ibid. p. 267; 38 TMR 681. 
. 103 F.Supp. 968 (D.C.D.M., 1952); 42 TMR 644. 
. Ibid. p. 970. 
. 85 N.E.2d 210 (1949); 39 TMR 474. 
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plaintiff’s trade-name, and evidence was offered to show that in 
the minds of ‘‘some persons’’, plaintiff’s valuable business repu- 
tation under the name of PARKWAY GARAGE was being affected. The 
evidence fell short of showing an acquired secondary meaning, 
however, and the court held that the right of the operator of the 
PARKWAY GARAGE to enjoin the PARKWAY MOTOR SALES, INC. from 
carrying on business under the name PARKWAY was not enlarged 
by the 1947 Statute.?7 


In Healer v. Bloomberg, Bros.,* the use of the name BonpD 
was denied to the defendant in view of the prior use by William 
Bond & Son in a similar business. The Supreme Judicial Court 
of Massachusetts cited the Massachusetts statute and commented 
that because of it, the case did not require a finding of competition 
between the parties, although sufficient competition could be found 
in any event.’® 


Perhaps, it is still too early to draw a conclusion that state or 
federal anti-dilution statutes are clearly desirable and in the 
public interest. Theoretically, the likelihood of confusion test 
should operate to protect all appreciable interests or rights satis- 
factorily. I suggest, however, that in actual practice it does not. 
But the root of the trouble which the anti-dilution statutes seek 
to cure lies not so much in the adequacy of the likelihood of con- 
fusion test, but in the practical application of that test, and in the 
excessive weight which has been accorded in recent years to the 
standard defense in trade-mark cases of third party usages of 
plaintiff’s mark. I question that the use of capmuac on radios or 
sport shirts, or other entirely diverse goods, actually reduces to 
an appreciable extent in the public mind the distinctiveness of 
CADILLAC as a trade-mark for automobiles. I do not question, 
however, that most courts today would conclude that it does, and 
that if capmxac sport shirts or radios become widely known, 
CADILLAC has become a ‘‘weaker’’ mark for automobiles, and thus 
the protection accorded it should be proportionately narrowed. It 
may be necessary, therefore, that the use of capm~LAc on sport 
shirts or radios be enjoined at its inception on the basis of dilution 

17. Ibid. p. 214; 39 TMR 474. 


18. 321 Mass. 476; 73 N.E. 2d 895, (S.J.C. Mass., 1947). 37 TMR 775. 
19. Ibid. p. 896; 37 TMR 775. 
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of the capmLac mark for automobiles. This may be necessary to 
avoid a judicial narrowing of the rights of the user of capILLac on 
automobiles to the point that likelihood of confusion arising from 
the use of a third party, perhaps on bicycles, will be ignored or its 
existence denied. 


In any event, I suggest that, to date, the statutes seem to be 
serving a worthwhile purpose. It should not be forgotten that 
the judicial discretion may always be exercised as to what does 
and what does not dilute. It should be remembered that there is 
a broad public, as well as a narrow private, interest served in 
maintaining the means for individual commercial identity. If the 
anti-dilution statutes can implement that purpose without inequity, 
it seems that they should be enacted elsewhere. 
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THE WORD-OF-ART TEST OF TRADE-MARK RIGHTS 
IN ENGLAND, FRANCE AND GERMANY 


By Milton Conover * 


Of the many different tests for determining the rights to use 
trade-marks, one of the most elementary in which to detect judicial 
scintillations in comparative adjudication is the arbitrary word 
test. The standard for registering a word as a trade-mark under 
both the common and the civil law is that ordinarily the word shall 
be original, inventive, fanciful, semantically meaningless, arbi- 
trary—a word of art—unless it is used with an inventive symbol 
or syllable or other device. Ordinarily the word may not be in 
common usage, necessary, descriptive, or the name of a common 
quality of the goods trademarked. It must indicate the origin of 
the commodity to which it is applied. A few cases from England, 
France and Germany illustrate the comparative harmony in the 
judicial application of this arbitrary word test. 


The English test of the arbitrary word requirement was met 
by the designation oompHies footwear after the La Marquise 
Footwear Inc., of the United States in 1944 applied to the English 
Registrar-General of Trade-Marks for registration of a trade- 
mark on that curious combination of letters. The applicant’s agent 
had suggested that while that word had been coined originally in 
Hollywood as being as descriptive of Ann Sheridan as ‘‘It’’ had 
been descriptive of Clara Bow, and meant what an indefinable 
“je ne sats quot’’ had meant to an earlier generation, i.e. signify- 
ing a ‘‘positive personality, animation, spirit, enthusiasm’’, never- 
theless ‘‘Oomph”’ was an inventive word and was not even a part 
of the English language. It was a word of ‘‘slanguage’’. Accord- 
ingly, on appeal from the registrar, the trade-mark was allowed.' 
Had the opposition been able to prove that oompH was descrip- 
tive of a common quality it might not have been registered. 


Likewise, in France, the Cour d’ Appel in Douai in holding 
that LE REGAL was a term sufficiently uncommon to be registered 
as a trade-mark, reasoned in syllogistic form that ‘‘A denomina- 

* Associate Professor of Social Science, Seton Hall University, South Orange, N. J.; 


member of Indiana Bar. 
1. 2 All England Law Reports, Annotated 497 (1946). 





Vol. 43 T. M. R. TEST OF TRADE-MARK RIGHTS 895 


tion is capable of exclusive ownership only if it is arbitrary and 
fanciful. It must be deemed such whenever it is not descriptive 
of the nature or quality of the product it designates. In the case 
at bar, the word reaGaL certainly is not a description of the 
nature or quality of the product; nor does it represent any one 
of the qualities which all manufacturers or merchants habitually 
ascribe to their product and of which every one may make use. 
The term indicates a matter essentially subjective, depending upon 
individual taste and habits; if appropriated, it may constitute a 
valid trade-mark.’’? So necessity in usage was a determinant of 
arbitrariness in the French judicial mind. With this element in 
mind, the word Tout BRILLE or “all shine” as applied to a 
cleaning fluid for metals and leather met this arbitrary word test 
in the Cour d’ Appel in Paris, which opinioned that ‘‘This de- 
nomination, although borrowed from every-day language and 
written according to current orthography, is not a necessary term 
to specify or to denote a product for polishing metals; it was 
really created by the registrant of the mark.’’* Seven years later, 
the Cour d’ Appel in Angers refined the test of arbitrariness 
further in allowing the word veGETALINE to be registered as a 
trade-mark for edible cocoa fat. This court, in reversing a lower 
court held that ‘‘A denomination which is not a necessary and un- 
avoidable description of the product and which has, for the first 
time, been used by a merchant to differentiate his goods, is clearly 
a trade-mark protected by the statute of June 23, 1857. The word 
VEGETALINE contains nothing necessary or unavoidable in the 
description of an edible fat extracted from cocoanut. Consequently, 
it is capable of exclusive appropriation; it does, in fact, distinguish 
a product manufactured by the appellants and has only that 
meaning.‘ 


In determining the originality of a trade-mark the dictionary 
use of a word may be received in evidence in France and Germany 
but its dictionary use may not be determinative ipso facto. In 
1932, the Cie.france du Gramophon who owned the trade-mark 


2. Griffon, Pappillon § Cie. v. Griset, Annales de la Propriete Industrielle, 1920, 
26. 

3. Girard v. Bourgeois, Annales 1921, 207. 

4. Rocca, Tassy and de Roux vy. Abesque, Dallos Recueil hebdomadaire de juris- 
prudence, 1929, 58. 
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GRAMOPHONE sought the cancellation of Dupont’s trade-mark 
GRAMOPHONIE. But the Cour d’ Appel in Paris in affirming 
the Tribunal Civil, Seine, declared that ‘‘It is a principle of trade- 
mark law that the denomination of an industrial product can only 
be appropriated as a trade-mark if it is novel and fanciful; in 
other words, if the name is not generic and has not become part 
of the current language. On the evidence, the word ‘gramophone’ 
had commonly been used as a generic term, serving to designate 
instruments such as the one manufactured by plaintiff long before 
he registered it. The word had previously appeared in dictionaries, 
magazines and scientific treatises. The word is therefore generic 
and not subject to exclusive appropriation.’’> But within five 
months, this same court declared that ‘‘No argument can be based 
on the fact that the word caLLatitH found its way into several 
dictionaries. There are a number of words in dictionaries which 
were subsequently held by courts to be valid trade-marks. The 
validity of a mark cannot be determined according to the opinion 
which the editor of a dictionary may have concerning a word.’’® 


In Germany, however, the dictionary test of Gramophon ap- 
parently had not been effective. For in 1926, a plaintiff had regis- 
tered GRAMMOPHON as its principal trade-mark for phono- 
graph records with cramMmarox registered as a defensive mark. 
A competitor later registered the words Grammovox. The 
Reichsgericht allowed the competing Grammarox to register 
and supported the decision with the confusion-test and the abuse- 
of-rights-test in saying that ‘‘ Danger of confusion as between them 
is inconceivable. Therefore plaintiff’s attempt to employ its de- 
fensive mark GRamMMAFOx to prevent defendant’s use of vox 
is a misuse of its formal trade-mark rights.’’? 


Standards of the arbitrary-word test are illuminated in the 
common law and civil law jurisdictions by the reasons given for 


- ‘kefusing trade-marks under this test. For instance, in 1948, the 


Pro-Phy-Lac-Tie Brush Company of Delaware, being engaged in 
the manufacture of brushes under the trade-mark word JEWELITE 


5. Cie. franc. du Gramophon v. Dupont, Annales, 1932, 301. 

6. International Gallalith Co. v. Soc. la Gallalith, Annales, 1932, 317. 

7. Grammophon-Vox Case, Entscheidungen des Reichsgerichts in Zivilsachen, 
114, 360. 
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sought to enjoin the Jordan Marsh Company of Massachu- 
setts, from selling similar products marked cemuite. But the 
United States Circuit Court upheld the District Court in denying 
the injunction because ‘‘jewel’’ was a weak word and diluted when 
adopted in JEWELITE. Already the word “jewel” in some form 
had been registered nine times while ‘‘gem’’ in various ways had 
been registered forty times. Thus registration had not pre- 
vented varied usages. 


The Linoleum Manufacturing Company, of England met a 
similar fate in the Tribunal Civil, Seine, as approved by the Cour 
d’ Appel in Paris when it sued its English Competitor, Nairn and 
Company, for infringement of LINOLEUM as its registered 
trade-mark in France. The Tribunal Civil held that ‘‘It is not a 
fanciful word but is applied to a product of which the oil of flax 
[flax-lin in French] is an essential and dominant ingredient.’’ The 
Tribunal noted the social effect of a non-arbitrary trade-mark. 
‘*E\very person in France is free to manufacture and sell linoleum 
in this country as well as abroad’’ it declared, ‘‘but the market 
would obviously be limited if the product could be offered for sale 
only under a name other than that by which it is known.’’ The 
Cour d’ Appel in Paris upheld this reasoning and added that ‘‘The 
denomination has been given to the article to indicate its nature 
and not to designate its maker or the place of manufacture. The 
word alone, without any combination of designs or emblems, can- 
not constitute an exclusive trade-mark.’” 


Similar perception was used by the Patentamt in Germany 
in denying a trade-mark for the word EMERDAUNEN-WOLLE for 
yarns made of eiderdown and wool. The name was descriptive 
and was not arbitrary nor sufficiently inventive nor meaning- 
less.1° . 


Words that are generic but used in combination with designs 
or in a way that does not describe the common ingredients of the 
product, however, may be registered, e.g. carBorUNDUM which 
is an abrasive made of carbon and silica registered in France in 


— 





8. 165 Fed (2d) 549, 1948. 
9. Annales, 1881, 290. 
10. Blatt fiir Patente 1903, 172. 
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1892 for The Carborundum Company of New York. Forty years 
after its registration, that company brought suit in the Tribunal 
Civil in Nancy for infringement. The Tribunal observed that al- 
though caRBORUNDUM appeared to be a Latin word yet “The 
denomination is arbitrary and fanciful when,—whether or not 
carried by the manufacturer—it does not forcibly call to mind the 
goods to which it is affixed. When it does not indicate either the 
nature or the kind of such goods; in a word, when it is so independ- 
ent of the article that the latter can be designated by another 
name. The mark may consist of a new word coined by the manu- 
facturer, as in the instant case; or of a word already known but 
having no relation to the article. The word carsorunpum fully 
satisfies the conditions necessary to find it arbitrary and fanciful.’’ 
In affirming this opinion, the Cour de Nancy recalled “that car- 
BORUNDUM has been an arbitrary and fanciful name given to 
a chemical body, known already before 1892, but made usable 
only under the form of carbide of crystallized silica by its inventor, 
the engineer Acheson, who, after having sent it into every coun- 
try has reserved the exploitation of his patent to The Carbo- 
rundom Company.’’ From these courts the appellant proceeded to 
the Cour de Cassation in Paris which rejected the appeal." 


The Tribunal Civil in Paris distinguished between essential 
and non-essential qualities of merchandise in upholding a trade- 
mark for the term L’EexTra-souPpLE for belts, suspenders, 
garters and hosiery. ‘‘The essential quality of caoutchouc is elas- 
ticity and not suppleness; it is a product characterized by its 
elasticity and strength,’’ said the Tribunal. ‘‘It thus appears that 
the denomination ExTRA-SOUPLE does not describe the essen- 
tial quality of the product which it designates, that that denomina- 
tion is not at all necessary to designate the manufactured products 
since the terms extra-elastic, extra-extensible, extra-resistant ap- 
pear to describe more precisely, yet with less phantasy, the articles 
listed above.’’ Furthermore, the Tribunal noted that a denial of 
the trade-mark as a common word ‘‘would have the undesirable 
and unjust consequence of holding that the most famous and best 
established marks, on the point of being adopted by the public in 


11. Annales, 1938, 146. 
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their common language to designate a certain category of prod- 
ucts, have from there on lost all legal value for the very reason of 
their success.’’ The Cour de Paris affirmed this judgment saying 
that ‘‘It is as of the date of the first registration of the mark in 
1909 that we must inquire whether the denomination, since adopted 
for the common use of the trade, called to mind the notion of the 
industrial product.’’!? 


Similarly, the Reichsgericht of Germany allowed a trade-mark 
for the word TECHNOLEXIKON after the lower court had held 
“that the word TECHNOLEXIKON is not a common definition 
of a dictionary even though TecHno is identifiable with ‘techni- 
eal’ and ‘technics’ so that the reader or bearer might possibly 
think of a technical dictionary; that the said word was not pre- 
viously a common term but was originated and employed by the 
directors of the association of German engineers; that the word, 
at the time of its registration as a trade-mark, was not a descrip- 
tive term nor one referring to a lexicon of technical sciences, but 
rather a coined catchword pointing to the particular articles of 
the said association.””* 


Sometimes words that once were inventive may become so 
common through advertising and colloquial usage as to become 
disqualified for trade-mark registration. For instance, the Cour 
d’ Appel in Toulouse refused to enjoin the use of the words ‘‘sauce 
Bordelaise’’ because this term ‘‘according to the facts revealed at 
the trial, has fallen into the public domain as a description of 
products of the same nature; a name which accordingly could 
not become the private property’’ of the appellants, and the 
Cour de Cassation in Paris dismissed the appeal.’* So “sauce 
Bordelaise’’ suffered the common fate of asprrIn and CELLO- 
PHANE. 


Likewise in Germany, applications for trade-mark words have 
been rejected because such words have become “free marks” and 
Section 4 of the Warenzeichengesetz of 1936 stipulates that “Free 
marks cannot be entered upon the register.’’ Thus the word 
DIAMANT was rejected as a trade-mark for oil, the Patentamt 

12. Annales, 1938, 125 ff. 


13. Juristische Wochenschrift, 1910, 204. 
14. Dall. Hebd., 1929, 65. 
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observing that ‘‘The word piamant has long been used in the 
oil trade. . . . It is therefore a free mark within the meaning of 
§4 WZG”.® The word cermania however, was adjudged a free 
mark for certain kinds of hose but not for all hose. In grant- 
ing the cancellation in part of the trade-mark Germania the 
Patentamt observed that ‘‘There are two distinct kinds of rubber- 
hose, those with fabric lining and those without. Before the mark 
was registered, GeRMANIA had been commonly used to indicate 
a special type of rubber-hose with fabric lining. Therefore, 
GERMANIA is a free mark for rubber-hose with fabric and 
must be cancelled to that extent. However, cermania had not, 
at the time of registration, been used with reference to rubber- 
hose without fabric lining. In regard to the latter it was capable 
of being appropriated as a mark of service. To this extent can- 
cellation is denied.’’!® 


Words other than those which inadvertently have become 
free marks in the public domain present their peculiar problems in 
the several countries. Geographical words and nicknames, words 
of similar appeal to the eye like xapur and xkaputr for 
competing trade in insect-powder; words of similar sounds like 
GARGOYLE and GARGANTOIL for oil competitors; and, words sug- 
gestive of odor like sNowprops cosmetics and CHERRY BLOSSOM 
perfumes. The world’s trade-mark vocabulary includes appeals 
to all of the five senses—to the imagination—to a coordination 
of the veriest elements of personality. Besides trade-mark words, 
there are trade-marked sizes and shapes of containers, colors of 
commodities, and a multitude of other phenomena of a sense- 
stimulation quality used in a manifold variety of devious ingenuity. 
Each has presented its unique problem for adjudication. Col- 
lectively, they have wrought applications of many different kinds 
of judicial tests for the determination of their owner’s rights. 
Many of them have been more complicated than the arbitrary 
word test. To give even an elementary sampling of each of these 
alluring tests would require voluminous indulgence. 


15. Blatt fiir Patente, 1897, 107. 
16. Ibid, 1904, 48. 
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AREAS IN WHICH REGISTRANT HAS NOT TRADED* 


Plaintiff registered its trade-mark sreRLinG, applied to ale, 
in 1936! and again in 1950? under the Lanham Trade Mark Act 
of 1946.° Its business was confined to 13 midwestern and south- 
eastern states. In 1949 defendant, having actual knowledge of 
plaintiff ’s mark, started to sell ale in New England under the name 
HACKER’S STERLING.* In a suit to enjoin infringement the court 
held, inter alia, that plaintiff’s area of use could not reasonably 
be expected to expand to New England; that its mark had not 
acquired a secondary meaning in that region, but that registration 
under the Lanham Act entitled plaintiff to an injunction regardless 
of the geographical zone of its use (Sterling Brewing Inc. v. Cold 
Spring Brewing Corp’n, 100 F. Supp. 412, D. Mass., 1951).5 


Prior to the Lanham Act it was held, in United Drug Co. v. 
Theodore Rectanus Co.® and similar cases.’ that the owner of a 
mark, registered® or not,® could not obtain an injunction against 
future infringement by one whose use had developed in good faith 
in an area in which the owner had not traded. Several writers’® 
have contended that the new act modifies the common law as ex- 
pressed in these decisions by granting a registrant the right to 


*Student comment reprinted from the University of Pennsylvania Law Review, 
May 1952; vol. 100, no. 7, pp. 1075-79. 

1. Registration No. 332,040. A descriptive word could not be registered under 
the Act of 1905 unless it had been used for ten years prior to the Act, 33 Stat., 726 
(1905). Plaintiff’s mark had been used for beer since 1895; the extension registration 
of it for ale was authorized by the Act of 1920, 41 Stat., 535 (1920), which also pro- 
hibited registration of descriptive words, 41 Stat., 533 (1920). A descriptive mark 
may not be registered under the Lanham Act unless it has become distinctive of the 
applicant’s goods. 60 Stat., 428, 15 U. 8. C., see. 1052(e) (f) (1946). 

2. Registration No. 526,392. 

3. 60 Stat., 427, 15 U. S. C., secs. 1051 et seq. (1946). 

4. Defendant’s mark was not registered. 

5. The court later allowed defendant’s motion that his acts within Massachusetts 
not affecting the interstate commerce of plaintiff should be excluded from the scope 
of the injunction. 92 U.S. P. Q., 37 (1952), 42 TMR 106. 

6. 248 U. S., 90 (1918). 

7. E. g., U. 8. Printing & Lithograph Co. v. Griggs, Cooper & Co., 279 U. 8., 156 
(1929); Griesedieck Western Brewery Co. v. Peoples Brewing Co., 149 F., 2d, 1019 
(8th Cir., 1945). 

8. United Drug Co. v. Theodore Rectanus Co., 248 U. 8., 90 (1918). 

9. Hanover Star Milling Co., v. Metcalf, 240 U. 8., 403 (1916). 

10. See, e. g., Diggins, The Lanham Trade-Mark Act, 37 TMR, 305, 317 (1947); 
Halliday, Current Problems in Concurrent Registration, 41 TMR, 3, 4 (1951) ; Liddy, The 
Lanham Act—An Analysis, 37 TMR, 87, 95 (1947); March, Territorial Scope of the 
Trade-Mark Act of 1946, 38 TMR, 955, 957 (1948); Martin, The Defense of Trade- 
Mark and Unfair Competition Cases, 41 TMR, 99, 109 (1951); Robert, The New Trade- 
Mark Manual, 129, 130 (1947). 
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pre-empt the use of the mark in all commerce subject to federal 
control. 1! The present case is the first to support that contention, 
which, if sustained, will increase incentives to register, decrease 
the number of marks available for adoption and subject to actions 
for infringement and/or cancellation persons owning marks which 
another has previously registered and used in other regions. 


The Lanham Act was designed to confer uniform substantive 
rights on registrants, and thus to avoid disparate modifications of 
common-law trade mark rights by the states.12 There is consider- 
able support in the act for the view that the right to exclusive use 
in commerce is one of the rights granted. Section 33(b)** makes 
the certificate of registration of an incontestable mark‘* conclusive 
evidence of the registrant’s exclusive right to use the mark in com- 
merece on the goods specified therein. Section 33(a)'5 makes a cer- 
tificate prima facie evidence of the exclusive right when the mark 
has not become incontestable. This section is to be read in conjunc- 
tion with section 22,!° which makes registrations on the principal 
register constructive notice of the registrant’s claim of ownership 
of the mark. Testimony at the hearings on the Lanham Bill and 
its predecessors indicates that this provision was inserted in light 
of the holding in United Drug Co. v. Theodore Rectanus Co." that 
registration was not notice to a subsequent user in a different area.’® 
It is maintained that, after the effective date of the new act, such 
subsequent use can be enjoined, since a user with constructive 
notice cannot be a user in good faith.4® According to this reading, 


11. See 60 Stat., 443, 15 U. S. C., see. 1127 (1946). 

12. See 60 Stat., 443, 15 U. 8S. C., sec. 1127 (1946), and Sen. Rep. No. 1333, 
79th Cong., 2d Sess., 5 (1946). 

13. 60 Stat., 438, 15 U. 8. C., see. 1115(b) (1946). 

14. The right to use the mark becomes incontestable five years after registration, 
provided all conditions are fulfilled, 60 Stat., 433, 15 U. S. C., see. 1065 (1946). 

15. 60 Stat., 438, 15 U. 8. C., see. 1115(a) (1946). 

16. 60 Stat., 435, 15 U. 8. C., see. 1072 (1946). 

17. 248 U.8., 90 (1918). 

18. Testimony of Karl Fenning, Edward S. Rogers and Wallace H. Martin, as 
quoted in Halliday, Constructive Notice and Concurrent Registration, 38 TMR, 111, 
117-119 (1948). 

19. In the instant case defendant had actual notice. However, since section 22 
was inserted to overrule United Drug Co. v. Theodore Rectanus Co., see text at notes 
17 and 18, supra, the result should be identical when there is only constructive notice. 
It should be noted that this court cites section 22 in support of its holding. 

It could be argued that the injunction in the instant case would have been issued 
before the act, because defendant had actual] notice and that, therefore, this case does 
not demonstrate any change in the law. However, the Rectanus case merely indicated 
that there was good faith when there was no notice; it did not state that notice alone 
would be sufficient to remove that good faith when there was no intent to profit from 





pete aehe 


Ea AR oe 


Vol. 43 T. M. R. EFFECT OF REGISTRATION 903 


sections 33 and 22 indicate a grant of an exclusive right of use in 
commerce. 


On the other hand, this view is vulnerable to at least two objec- 
tions. The first is the language in 33(a)*° to the effect that where 
the certificate is prima facie evidence of the exclusive right, it does 
not bar any defense which could have been asserted if the mark 
claimed to have been infringed had not been registered. Strictly 
interpreted, ‘‘and defense’’ would include the defense of good faith, 
i.e., lack of actual notice, where the areas of use are separate. This 
reading is questionable, since it denies to section 22, its principal, 
if not only, effect. In any event, the argument applies only when 
the mark has not become incontestable. The second and chief diffi- 
culty encountered is the apparent antinomy of section 33 to section 
32(1) (a), which, despite the ‘‘exclusive right’’ language of section 
33, authorizes an injunction only when a ‘‘reproduction, counter- 
feit, copy, or colorable imitation’’ of the mark ‘‘is likely to cause 
confusion or mistake or to deceive purchasers as to the source of 
origin of such goods * * *.’’? This is not merely a statement of 
the requirement that the marks in question be confusingly similar, 
since that element is included in ‘‘colorable imitation’’ by statutory 
definition.?? At least one reason for the insertion of the clause was 
the desire to achieve a greater degree of protection of the marks 
than had been obtained under the Act of 1905, which authorized 
an injunction only when the reproduction or imitation was affixed 
‘‘to merchandise of substantially the same descriptive proper- 
ties’’?* as that of the registrant.** It is arguable that no likelihood 
of confusion is possible when the uses occur in different areas; 


plaintiff’s reputation and no possibility of doing so, as in the instant case. The fact 
that actual notice alone may not have been sufficient basis for an injunction before 
the act does not necessarily mean that the constructive notice of section 22 is also 
insufficient for an injunction in the instant case, for section 22 has the added support 
of the ‘‘exclusive right’’ language of section 33. The status of constructive notice 
in re the good faith necessary to prevent an injunction in the present situation is to 
be distinguished from constructive notice in re the good faith usually necessary to 
assert the defense of laches when an injunction is sought against infringement in 
the same area. See 100 U. of Pa. L. Rev., 470 (1951). 

20. 60 Stat., 438, 15 U. 8S. C., see. 1115(a) (1946). 

21. 60 Stat., 437, 15 U. 8. C., see. 1114 (1) (a) (1946). 

22. ‘*The term colorable imitation includes any mark which so resembles a 
registered mark as to be likely to cause confusion or mistake or to deceive purchasers.’’ 
60 Stat., 443, 15 U. 8. C., sec. 1127 (1946). 

23. 33 Stat., 728 (1905). 

24. Lunsford, Trademark Infringement and Confusion of Source: Need for 
Supreme Court Action, 35 Va. L. Rev., 214, 223 (1949). 
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however, by implication, section 2(d) envisages the possibility that 
confusion may result from such concurrent uses.”® 


What, then, will the clause be interpreted to mean where there 
is subsequent use of a registered mark in a separate area? In the 
instant case the court found that the resemblance between the two 
marks would deceive the ordinary purchaser, but failed to explain 
how such deception could occur when plaintiff’s advertising in the 
region was negligible, his mark had not acquired a secondary mean- 
ing there,?® and defendant’s area of use was beyond his potential 
zone of expansion. 


Thus far, in cases where the two uses are in the same area 
but in connection with different goods, judicial interpretations of 
the clause have been incongruous. One court has condemned 
‘‘unconscionable efforts * * * to monopolize’’’? markets through 
exclusive use of a mark, while another has emphasized the regis- 
trant’s economic interest in preventing use of his mark on other 
products, which may prove detrimental to his business reputa- 
tion.2* The language of these courts and the varying degrees of 
protection given to the registrants in these cases indicate the 
prevalence among the judiciary of the same fundamental division 
of policy that existed between the proponents of the Lanham Act, 
who desired the greatest possible protection of trade-marks,” and 
the Department of Justice, which was apprehensive of their alleg- 
edly monopolistic effects. By analogy, it is probable that where the 
mark is used on the same goods in different areas the same policy 
division will produce incongruous interpretations of ‘‘confusion 
and mistake,’’ especially since in this problem, unlike the problem 


25. Concurrent registrations may be permitted only when there have been lawful 
concurrent uses before the filing dates of the applications involved and it is determined 
that confusion and mistake is not likely to result from continued uses of the marks. 
60 Stat., 428, 15 U. S. C., sec. 1052(d) (1946). The fact that this determination must 
be made indicates that confusion and mistake may result from concurrent uses, i. e., 
uses in separate areas. 

26. It seems more probable that there may be likelihood of confusion in separate 
areas when the mark is not descriptive, i. e., in the majority of cases. See note 1, supra. 

27. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F., 2d, 971, 
976 (7th Cir., 1947). See also S. C. Johnson & Son, Inc., v. Johnson, 175 F., 2d, 176, 
179 (2d Cir., 1949) ; 39 TMR 557. 

28. Safeway Stores, Inc. v. Dinnell, 172 F., 2d, 649 (9th Cir., 1949); 39 TMR 116. 
For a lucid discussion of the scope of protecton under the Lanham Act in cases where 
the mark is used on different goods, see Lunsford, Trademark Infringement and Con- 
fusion of Source: Need for Supreme Court Action, 35 Va. L. Rev., 214 (1949). 

29. Sen. Rep. No. 1333, 79th Cong., 2d Sess., 6 (1946). 
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of use on different goods,® there is no case law prior to the act to 
rely on. Because section 33 so clearly demonstrates an intent to 
create an exclusive right to use in commerce, it would seem that, 
purely as a matter of statutory construction, the restriction on 
injunctive remedy in section 32 should be narrowly interpreted to 
afford maximum protection in the present situation. If the instant 
case is affirmed on appeal, and its holding generally prevails, ques- 
tions may well arise as to whether the registrant may be charged 
with abandonment if he does not trade in the unexploited region 
within two years,*! and whether he may assign the right to use the 
mark in that area only.*? 

30. See Judge Hand’s opinion in 8S. C. Johnson & Son, Inc., v. Johnson, 175 F., 
2d, 176, 179 (2d Cir., 1949), and cases cited therein. Liberal interpretation of ‘‘con- 
fusion and mistake’’ may be more justifiable where the mark is used on different goods, 
since the certificate is evidence of the right to use ‘‘on the goods or services specified 
** * 9) 60 Stat., 438, 15 U. 8. C., sec. 1115 (1946). 

31. <A mark is abandoned if use is discontinued with intent not to resume. Non- 
use for two years is prima facie abandonment. 60 Stat., 443, 15 U. 8. C., see. 1127 


(1946). 
32. Registered marks are assignable. 60 Stat., 431, 15 U. 8. C., see. 1060 (1946). 
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TRADE-MARKS, UNFAIR COMPETITION, AND THE COURTS: 
SOME UNSETTLED ASPECTS OF THE LANHAM ACT* 


After considering for eight years the expansion and codifica- 
tion of federal trade-mark law, Congress passed the Lanham Act* 
in 1946. It was hoped that the Act would resolve the widespread 
conflicts in the decisions, but large areas of uncertainty still remain, 
and Senator Wiley has recently introduced legislation designed to 
elarify the Act.2, This Note will examine the scope of protection 
afforded a registered mark, the new concurrent registration system, 
and the establishment of a federal law of unfair competition. 


The Degree of Protection Accorded Marks 


Inability to agree upon a test of infringement has long been 
the primary problem in trade-mark law. The contrasting viewpoints 
concerning the possible degrees of protection may be grouped into 
four general categories. If there are to be any rights in trade- 
marks, a confusion of goods test is the minimum standard; under 
it the owner of a mark can secure relief only where the infringer 
uses it on goods so closely resembling the owner’s that the public 
will be likely to confuse the products of the two sellers. For example, 
the use of wHEATIES on a cold breakfast cereal would constitute 
infringement under this test. If confusion of source is the criterion, 
the alleged infringer’s products need only be similar enough to 
be likely to mislead purchasers into thinking that the goods were 
manufactured or sold by the owner of the mark. Thus oLDSMOBILE 
bicycles would infringe the protected mark. Even though it is clear 
that the goods were not produced by the mark owner, a confusion 
of sponsorship test would prevent use of the mark where pur- 
chasers might think that the owner had endorsed or licensed that 
use; placing the name of a fashion magazine on the labels of 
women’s clothes would be a typical case for invocation of this rule. 


“Reprinted from 66 Harvard Law Review 1094-1105, April 1953. 

1. 60 Stat. 427, 15 U.S.C. §§ 1051 et seq. (1946). 

2. 8. 1957, 82d Cong., Ist Sess. (1951). This bill was drafted and sponsored by the 
American Bar Association; (Ed. note The Bill referred to expired at the closing of the 
82nd Congress. On July 31, 1953, at the 1st Session of the 83rd Congress, Senator 
Wiley introduced a new Bill, 8-2540, which differs in some respects from the one 
mentioned here). 

The Supreme Court has not passed on any problems dealt with in the Wiley Bill 
or in this Note; the only Lanham Act case, Steele v. Bulova Watch Co., 344 U.S. 
280 (1952), 43 TMR 57, concerned the extraterritorial applicability of the Act. 
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A dilution standard, by prohibiting any use by others, even on 
unrelated commodities, seeks to protect the owner against dulling 
of consumer response to his mark. In practice, these criteria shade 
into one another; moreover, their application is complicated where 
the allegedly infringing mark is not identical with the owner’s. 
As the similarity of the marks decreases, a finding of infringement 
becomes less likely. 


Under common law before 1905 only the confusion of goods 
test was used to determine infringement.’® The first effective fed- 
eral trade-mark law, the 1905 act,* seemed to codify the common 
law standard by prohibiting use of another’s mark on goods of 
‘‘substantially the same descriptive properties.’’> But the cases 
accorded much greater protection than a literal reading of the 
statute required.® For example, in Yale Electric Corp. v. Robert- 
son" a manufacturer of locks and keys was given an injunction 
against the use of his mark yALe by a maker of flashlights. Judge 
Learned Hand admitted that some violence was done to the statu- 
tory language, ‘‘the goods not being of the ‘same descriptive prop- 
erties’ in the colloquial sense.’’® In some cases protecting trade- 
marks under the law of unfair competition, the courts invoked con- 
fusion of sponsorship; ESQUIRE,® vocuE,’® and SEVENTEEN!! mag- 





3. E.g., Godillot vy. American Grocery Co., 71 Fed. 873 (C.C.D.N.J. 1896) (‘‘A.G.’’ 
cigars and coffee infringe ‘‘A.G.’’ groceries) ; Carroll v. Ertheiler, 1 Fed. 688 (C.C.E.D. 
Pa. 1880) (‘‘Lone Jack’’ cigarettes infringe ‘‘Lone Jack’’ pipe tobacco). 

4. 33 Srat. 724. 

Earlier legislation was largely useless. The first federal trade-mark registration 
statute was enacted in 1870. Rev. Strat. §§ 4937 et seg. (1875). In 1876 criminal 
sanctions were added. 19 Strat. 141. But these acts were held unconstitutional since 
they were not limited to interstate commerce. Trade-Mark Cases, 100 U.S. 82 (1879). 
A later law, 21 Strat. 502 (1881), was limited to foreign commerce. 

5. 33 Srar. 728. 

6. E.g., Aunt Jemima Mills v. Rigney & Co., 247 Fed. 407 (2d Cir. 1917), cert. 
denied, 245 U.S. 672 (1918). 

However, since many of these cases were based on unfair competition claims as 
well as infringement, the courts gave recovery under a confusion of source test 
without relying on the 1905 act. H.g., L. E. Waterman & Co. v. Gordon, 72 F.2d 272 
(2d Cir. 1934); Wall v. Rolls-Royce of America, Inc., 4 F.2d 333 (3d Cir. 1925). 

7. 26 F.2d 972 (2d Cir. 1928). 

8. Id. at 974. 

9. Esquire, Inc. v. Maira, 101 F. Supp. 398 (M.D. Pa. 1951) (men’s clothing 
store) ; Esquire, Inc. v. Esquire Bar, 37 F. Supp. 875 (8.D. Fla. 1941). 

10. Vogue Co. v. Vogue Hat Co., 12 F.2d 991 (6th Cir.), cert. denied, 273 U.S. 706 
(1926) ; Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 (6th Cir. 1924). 

11. Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969 (2d Cir. 1948) (girdles) ; 
Hanson v. Triangle Publications, Inc., 163 F.2d 74 (8th Cir. 1947), cert. denied, 332 
U.S. 855 (1948) (dresses). But cf. Time, Inc. v. Viobin Corp., 128 F.2d 860 (7th 
Cir.), cert. denied, 317 U.S. 673 (1942) (white ‘‘Life’’ on red background used on break- 
fast cereals does not infringe magazine). 





908 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


azines and the storK cLuB’? were granted injunctions under this 
test. Finally, a few cases during the 1920’s even gave relief against 
delution.'* Although it has been argued that recent cases have 
retreated from these doctrines,'* the confusion of source test, at 
least, has remained solidly entrenched. 


It is in the light of these trends that the standard of the Lan- 
ham Act must be viewed. Section 32(1)(a) prohibits ‘‘use likely 
to cause confusion or mistake or to deceive purchasers as to the 
source of origin of such goods or service.’ This appears to be 
a complete endorsement of the confusion of source test, and it has 
been so interpreted.'® Some commentators have insisted that the 
Act affords even broader protection,'? but the courts have not 
adopted this view. 


The first case to apply the Act refused to find confusion where 
the mark sunKIsT was used on fruits and vegetables by plaintiff 
and on bread by defendant,!® even though the same circuit had 
prior to the Act prevented the use of the same mark on bottled 
soft drinks.!® The cases appear similar on their facts, but the court 


in the bread case, indicating that the Lanham Act had narrowed 
the scope of protection, stated that the plaintiff should be halted 


12. Stork Restaurant, Inc. v. Sahati, 166 F.2d 348 (9th Cir. 1948) (tavern); Stork 
Restaurant, Inc. v. Marcus, 36 F. Supp. 90 (E.D. Pa. 1941) (night club). The opinions 
in these cases indicate that the dilution test also influenced the decisions. 

13. Wall v. Rolls-Royce of America, Inc., 4 F.2d 333 (3d Cir. 1925) (automobiles; 
radio tubes); Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 
487 (S.D.N.Y. 1929) (tobacconist; shirt shop); Tiffany & Co. v. Tiffany Productions, 
147 Mise. 679, 264 N.Y. Supp. 459 (Sup. Ct.), aff’d, 51 App. Div. 801, 260 N.Y. Supp. 
821 (1st Dep’t 1932), aff’d mem., 262 N.Y. 482, 188 N.E. 30 (1933) (motion pictures; 
jewelry). 

14. E.g., Eastern Wine Corp v. Winslow-Warren, Ltd., 137 F.2d 955, 959 (2d Cir. 
1943) ; National Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 508 (D. Mass. 
1942), aff’d, 140 F.2d 618 (1st Cir. 1944). But ef. Bulova Watch Co. v. Stolzberg, 
69 F. Supp. 543 (D. Mass. 1947) (shoes; dilution alternative ground for recovery). 
See Zlinkoff, Monopoly Versus Competition, Significant Trends in Patent, Anti-Trust, 
Trade-Mark and Unfair Competition Swits, 53 YALE L.J. 514, 538-41 (1944). But see 
Lunsford, Trade-Mark Infringement and Confusion of Source: Need for Supreme 
Court Action, 35 Va. L. REv. 214, 221-22 (1949). 

15. 60 Srat. 437, 15 U.S.C. §1114(1) (a) (1946). 

16. See 8. C. Johnson & Son, Inc. v. Johnson, 175 F.2d 176, 179 (2d Cir. 1949) ; 
see ROBERT, THE NEw TRADE-MaRK MANvAL 163 (1947); Timberg, Trade-Marks, 
an and the Restraint of Competition, 14 Law & CoNTEMP. Pros. 323, 346-47 

1949). 

17. E.g., Lunsford, supra note 14, at 223-25; Callmann, Trade-Mark Infringement 
and Unfair Competition, 14 Law & CoNnTEMP. Pros. 185, 187 (1949). 

18. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 (7th 
Cir. 1947). Here the Lanham Act was applied by agreement of the parties. The 
court below, 68 F. Supp. 946 (S.D. Ill. 1946), had found infringement to exist under 
the confusion of goods test of the 1905 act. 

19. California Fruit Growers Exchange v. Windsor Beverages, Ltd., 118 F. 2d 149 
(7th Cir. 1941). 
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in its ‘‘unconscionable effort . . . to monopolize the food 
market.’’° Whatever support there may be in economic theory for 
the view that trade-mark protection is monopolistic,” Congress has 
insisted that ‘‘trade-marks defeat monopoly by stimulating com- 
petition.’ ’?? 


The Sunbeam Corporation has been involved in two cases 
which illustrate another method of effectuating the present ten- 
dency to limit trade-mark protection.” In holding that the use of 
SUNBEAM on furniture** and on fluorescent lamps sold largely to 
architects and electricians”® did not infringe the plaintiff’s use on 
household electrical appliances, the Ninth Circuit relied heavily on 
the fact that sunBEAM was not a fanciful mark.”® The idea that the 
protection of a mark increases with its novelty has substantial 
support in pre-Lanham Act litigation.?7 It is arguable that this 
distinction can be read into the word ‘‘confusion’’ in the statute 
since the more original the mark the more likely it is that a buyer 
will believe that goods bearing a similar mark came from the first 
user. 


A similar interpretation of ‘‘confusion’’ seems appropriate 
in many cases involving the use of one’s own name, although the 
courts have not adopted this analysis. In the Philco case*® the radio 
manufacturer was denied relief against riLKo automotive electric 


20. 166 F.2d at 974. 

21. See, e.g., CHAMBERLIN, THE THEORY OF MONOPOLISTIC COMPETITION 59-62 
(6th ed. 1948); Brown, Advertising and the Public Interest: Legal Protection of 
Trade Symbols, 57 Yate L.J. 1164, 1173 (1948); Timberg, supra note 16, at 325-28. 

22. Sen. Rep. No. 1333, 79th Cong., 2d Sess. 3-4 (1946). 

23. Not all of the cases under the new Act have denied infringement remedies, but 
even those granting protection generally apply a strict test of confusion of source. 
E.g., Pan American World Airways, Inc. v. Clipper Van Lines, Inc., 98 F. Supp. 524 
(E.D.N.Y. 1951) (use of ‘‘Clipper’’ on a trucking line found to infringe use by air- 
line, but airline also had a trucking service with similar markings); Safeway Stores, 
Inc. v. Dunnell, 172 F.2d 649 (9th Cir.), cert. denied, 337 U.S. 907 (1949) (use of 
‘*Safeway’’ on paper toilet seat covers enjoined as infringing ‘‘Safeway’’ on paper 
towels and toilet tissue). 

24. Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141 (9th Cir. 1951). 
However, retail sales of portable fluorescent lamps were enjoined. 

25. Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969 (9th Cir. 1950). 
The court did, however, enjoin defendant from use of the word ‘‘Master’’ in con- 
junction with ‘‘Sunbeam’’ and from employing a script print similar to plaintiff’s. 

26. 183 F.2d at 973; 191 F.2d at 144. 

27. Compare France Milling Co. v. Washburn-Crosby Co., 7 F.2d 304 (2d Cir. 
1925) (‘*‘Gold Medal’’ on wheat flour not infringed by same mark on pancake mix 
flour), with Standard Oil Co. v. California Peach & Fig Growers, Inc., 28 F.2d 283 
(D. Del. 1928) (‘‘Nujol’’ on figs infringed same mark on mineral oil as mark was 
fanciful). 

28. Philco Corp. v. F. & B. Mfg. Co., 170 F.2d 958 (7th Cir. 1948). 
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parts. The court properly emphasized that confusion was unlikely 
where the products were different and served separate markets.?® 
However, in according independent weight to the fact that the sur- 
name of the second user was Filko, the court relied on a factor 
which, although present in pre-Lanham Act cases,®° is not recog- 
nized in the statue. This same judicial reluctance to deny a man 
the use of his own name was quite evident in Judge Learned 
Hand’s decision in the second Johnson case ;*! although the court 
admitted that confusion was likely,*? it denied relief to the Johnson 
Wax Co. against JoHNSON’s CLEANER. But the importance of a com- 
mon surname would seem to arise from the non-fanciful nature of 
such a mark rather than from any inherent right to use one’s own 
name. Thus reliance on the former might have been preferable 
to the use of a ground lacking specific legislative support.** 


Where the goods are unquestionably identical and the problem 
is whether the marks are similar enough to cause infringement, 
the confusion standard must also be applied. In this context the 
courts have interpreted the test liberally. Thus the Ninth Circuit 
has held that the mark of the LANE BRYANT maternity stores was in- 
fringed by a store selling the same type of clothing under the mark 
MATERNITY LANE, LTD.** Although the court’s holding that pur- 
chasers were likely to be confused seems extreme, a Missouri dis- 
trict court reached the same conclusion as to the infringing mark 
MATERNALANE.”° 


It is interesting to note that the courts seem to be reading into 
the Act many of the standards suggested by the Restatement of 





29. Id. at 960-61. 

30. See, e.g., Thaddeus David Co. v. Davids, 233 U.S. 461, 471 (1914). 

31. S.C. Johnson & Son, Inc. v. Johnson, 175 F.2d 176 (2d Cir. 1949). This case 
was an attempt by plaintiff to broaden an earlier injunction, 116 F.2d 427 (2d Cir. 
1940), on the ground that the Lanham Act gave broader rights to trade-mark owners. 

32. 175 F.2d at 176; see also 116 F.2d at 429. But cf. Lane Bryant, Inc. v. Ma- 
ternity Lane, Ltd., 173 F.2d 559 (9th Cir. 1949), where the court prevented the 
defendant’s use of his own name, Lane. 

33. Judge Clark, dissenting, stated that the court was imposing its policy views to 
deny effect to an obvious expression of congressional desire to expand protection. 
175 F.2d at 180-84. 

See also Federal Telephone & Radio Corp. v. Federal Television Corp., 180 F.2d 
250 (2d Cir. 1950) (use of ‘‘Federal’’ on television sets does not infringe prior use on 
radios). However, this case did not arise under the Lanham Act. Judge Learned 
Hand emphasized plaintiff’s attempt to monopolize. 

34. Lane Bryant, Inc. v. Maternity Lane, Ltd., 173 F.2d 559 (1949). 
35. Lane Bryant, Inc. v. Glassman, 95 F. Supp. 320 (E.D. Mo. 1951). 
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Torts.°® Although the Restatement is rarely cited, courts have fol- 
lowed it in defining confusion in terms of the identity of purchasers 
and markets,*’ the distinctiveness of the plaintiff’s mark,®* and the 
attention given trade-marks by prospective purchasers.*® 


The amendment proposed by Senator Wiley would make the 
Act read simply that any use ‘‘likely to deceive, or to cause confu- 
sion, or to cause mistake’’ is actionable,“ omitting the reference to 
confusion of souree.*! The intent of this change is by no means 
clear. Senator Wiley’s statement does not mention this as a sub- 
stantive change, implying perhaps that it is only a ‘‘clarification 
of obvious language errors which obscure the intent and purpose of 
the Act.’’** Since the qualifying phrase is removed, it is arguable 
that any action which may result in confusion would be illegal; 
such an interpretation would remove any remaining doubts as to the 
validity of the confusion of sponsorship cases. But in view of the 
strict interpretation which the present wording of the Lanham 
Act has received, it will certainly take stronger language to bring 
any concept of dilution into federal legislation.*® In any event, it 
does not seem that the statutory test should be amended without a 
clearer indication of the change intended. 


Concurrent Registration. 


Under the Lanham Act the Commissioner of Patents for the 
first time was given authority to: 


register as concurrent registrations the same or similar marks 
to more than one registrant when they have become entitled to 
use such marks as a result of their concurrent lawful use thereof 
in commerce prior to any of the filing dates of the applications 
involved and .. . confusion or mistake or deceit of purchasers is 
not likely to result. 


36. RESTATEMENT, Torts §§715.40 (1938). 
Id. §§ 731(¢), (d). 
Id. §731(f). 
Id. §731(g). 
S. 1957, 82 Cong., Ist Sess. §10 (1951). 
See p. 1096 supra. 
97 Cona. Rec. 9469 (1951). 

43. The Massachusetts statute clearly provides protection against dilution. Mass. 
Ann. Laws ec. 110, §7A (1947). Yet even this has been restrictively interpreted. 
Food Fair Stores, Inc. v. Food Fair, Inc., 83 F. Supp. 445, 451 (D. Mass. 1948), 
aff’d, 177 F.2d 177 (1st Cir. 1949). 

44. 60 Srat. 428, 15 U.S.C. §1052(d) (1946). 
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Commentators have agreed*® that the provision was designed to 
make the statutory protection nearly coextensive with the common 
law rights afforded simultaneous users of the mark under the Rec- 
tanus*® and Tea Rose*’ cases. There the prior users were denied 
infringement remedies against those innocently employing the 
same mark in different geographical areas. However, a series of 
decisions by the Commissioner has restrictively interpreted the 
scope of this section. 


In Ex parte Stauffer Chemical Co.*® the Commissioner held 
that to be registrable a concurrent use must have antedated the 
filing of the already registered owner, even if the latter’s registra- 
tion was under the 1881 or 1905 statutes. Although justifiable 
under the statutory language, this result denies registration to 
users who established a protected interest under the earlier acts,*® 
which did not give the registrant national protection without na- 
tional use.°° This restrictive interpretation would be changed by 
the Wiley Bill, which specifically provides that a concurrent use 
need only antedate the effective date of the Lanham Act to qualify 
for registration.®+ 


In Flintkote Co. v. Merriam & Co.* the defendant first used 
its mark in New York, Maryland, and the District of Columbia, 
but before he filed his application for registration, plaintiff 
established use of the mark in Arizona and California. After 
defendant’s application was filed, plaintiff extended its use to 
Washington, Utah, and Oregon. The examiner ruled that plaintiff 
had established a right to concurrent registration only in Cali- 
fornia and Arizona; the defendant thus received exclusive rights 
for the rest of the country. The Commissioner refused the plain- 


45. See, e.g., 4 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS § 98.3(b) 
(2d ed. 1950); Derenberg, The Lanham Trade-Mark Act of 1946, 38 TMR 831, 849 
(1948). 

46. United Drug Co. v. Rectanus Co., 248 U.S. 90 (1918). 

47. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (1916). 

48. 80 U.S.P.Q. 180 (1949), 39 TMR 272. 

49. Section 49 of the Lanham Act, 60 Star. 446, 15 U.S.C. §1051 (1946), states: 
‘<Nothing herein shall adversely affect the rights or the enforcement of rights in 
marks acquired in good faith prior to the effective date of this Act.’’ 

50. Registration of a mark now gives constructive notice of the registrant’s claim 
of ownership, 60 Srat. 435, 15 U.S.C. § 1072 (1946); the 1905 act had no such 
provision. 

51. 8. 1957, 82d Cong., Ist Sess. § 2 (1951). There was a similar provision in 
S. 1919, 80th Cong., 1st Sess. (1947). 

52. 88 U.S.P.Q. 390 (1951), 41 TMR 358. 
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tiff registration in any area, remarking that concurrent registra- 
tion should be limited to ‘‘the most unusual situations.’’*? Although 
the plaintiff seemed to satisfy the statutory requirements and his 
good faith and lack of knowledge were evident, the result is justi- 
fiable in terms of the statute since the Commissioner is not re- 
quired to grant a request for concurrent registration.** The deci- 
sion of the Commissioner was based nominally on his inability to 
find that no confusion could result.°° However, his implication 
that only long-continued use will permit a finding of no confusion®® 
is questionable. Since the prior applicant’s mark is generally, as 
in this case, of recent origin, there seems to be no reason to 
require that the other use be long-established. 


It has been argued that even the examiner’s decision in Flint- 
kote was too strict and that it would have been better to employ 
the statutory language allowing the Commissioner to prescribe 
‘*conditions and limitations as to the mode or place of use’’>” to 
permit registration covering all five states.°® It appears that this 
phrase permits the Commissioner, once lawful concurrent use has 
been established, to apportion the areas as seems fair. Thus, 
rather than limiting the concurrent user to his area of operation 


prior to the first application, the allocation might be made on the 


basis of the potential expansion of activities of each applicant.®® 
While the proposed revision makes no substantive changes in this 


53. Id. at 393. 

54. Section 2(d) of the Lanham Act, 60 Strat. 428, 15 U.S.C. § 1052(d) (1946), 
merely provides that the Commissioner ‘‘may register’’ such marks. However, an 
appeal may be taken from a denial of concurrent registration under 35 U.S.C.A. 
§ 146 (Supp. 1952), replacing Rev. Star. § 4915 (1875); or a court may order con- 
current registration under § 37, 60 Strat. 440, 15 U.S.C. § 1119 (1946). 

55. 88 U.S.P.Q. at 393, 41 TMR 358. 

56. Ibid. 

57. 60 Srar. 428, 15 U.S.C. § 1052(d) (1946). 

58. Derenberg, The Fourth Year of Administration of the Lanham Trade-Mark 
Act of 1946, 41 TMR 893, 900-02 (1951). 

59. An alternative solution, which may be the most equitable to all concerned, 
would be for the Commissioner to register each concurrent user only to the extent 
of his actual use at the date of registration; in subsequent proceedings, the Com- 
missioner could reopen the registrations and extend their coverage as substantial 
use developed in other states. This suggestion, however, presents the considerable 
difficulty that there seems to be no procedure for such partial registrations. More- 
over, it would in effect force the parties into an artificial race to extend their areas 
of use. The first objection may be partially met by analogizing the reopening to a 
cancellation proceeding, for which well-established rules have been developed. 37 
Cope Ferp. Rees. §§ 100.211-.213 (1949). 
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area, the language is clarified,® and the sponsor has indicated that 
concurrent registration should receive more liberal treatment.* 


The examiner decided in Rohm & Haas Co. v. C. P. Hall Co. 
that concurrent registration will not be granted where a similar 
mark is used on different goods in the same area. This conclusion 
was based on the sound argument that if no confusion will result 
from such use, then the mark qualifies for full registration; and if 
it is determined that there is a likelihood of confusion, then the 
mark cannot be registered concurrently anyway.® Yet the pro- 
posed revision may be read to provide for concurrent registration 
in the same area.“ Under the argument of the Rohm case it is 
difficult to visualize a situation where this provision will be opera- 
tive unless the requirements for confusion are less strict for con- 
current registration than for full registration. Such an inter- 
pretation is difficult since both confusion tests appear in a single 
section and use identical language.®* 


Did the Lanham Act Create a Federal Law of Unfair Competition? 


In 1945, before the enactment of the Lanham Act, the federal 
courts were required by the Erie rule to decide unfair competition 
claims in diversity cases according to state law.°* The United 
States courts applied federal law only where an unfair competition 
claim was joined with a substantial and related claim under the 
copyright, patent, or trade-mark statutes.*’ Since state law on 


60. S. 1957, 82d Cong., Ist Sess. § 2 (1951). 

61. ‘‘Substantively, the amendatory bill will make possible concurrent registration 
of all marks which are in lawful use in commerce. The legislative history of the 
Act domonstrates clearly that the appropriate provisions of the Act had such a 
purpose, but because of language difficulties a different interpretation has resulted.’’ 
97 Cone. Rec. 9468 (1951). 

62. 91 U.S.P.Q. 69 (1951), 41 TMR 1109. 

63. Id. at 71. 

64. §S. 1957, 82d Cong., Ist Sess. §2 (1951): ‘‘Concurrent registrations may be 
granted under conditions and limitations as to the mode or place of use and the goods 
and services in connection with which such marks are used.’’ 

65. Ibid. Any mark shall be registered unless it is likely to cause confusion 
or mistake or to deceive: ‘‘Provided, That when the Commissioner or a court on 
appeal determines that confusion, mistake or deception is not likely to result . . . con- 
current registrations may be granted.’’ 

66. E.g., Pecheur Lozenge Co. v. National Candy Co., 315 U.S. 666 (1942). 

67. Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 (D. Mass. 1947), following 
the argument suggested by Zlinkoff, Erie v. Tompkins: In Relation to the Law of 
Trade-Marks and Unfair Competition, 42 Cou. L. Rev. 955 (1942). But see National 
Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 503-04 (D. Mass. 1942), 
aff’d, 140 F.2d 618 (1st Cir. 1944). 

After Erie, there were doubts as to which law governed cases involving federally- 
registered trade-marks, but federal law was soon held to control. H.g., Time, Inc. 
v. Viobin Corp., 128 F.2d 860 (7th Cir.), cert. denied, 317 U.S. 673 (1942). 
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unfair competition was generally undeveloped® and since a single 
claim often involved wrongs committed in many states,®® commen- 
tators were generally in agreement that there was a need for fed- 
eral question jurisdiction for all unfair competition claims in 
interstate commerce.”® 


It is not at all clear whether the Lanham Act established a 
federal law of unfair competition.“1 The arguments insisting that 
the Act had such a broad effect rely exclusively on the section de- 
signed to carry out American obligations under international con- 
ventions on the protection of industrial property” Section 44(h) 
gives nationals of countries signatory to these conventions ‘‘effec- 
tive protection against unfair competition,’’ and the remedies for 
infringement of marks are made available ‘‘so far as they may be 
appropriate in repressing acts of unfair competition.’’”* And 
Section 44(i) provides that ‘‘citizens or residents of the United 
States shall have the same benefits as are granted by this section’’ 
to nationals of signatory countries.7* The view that Subsection 
(h) creates a federal law of unfair competition for foreigners, and 
by consequence of Subsection (i) for American citizens, is but- 
tressed by the description of the general purposes of the Act: 
‘‘The intent of this Act is . . . to protect persons engaged in [com- 
merce controlled by Congress] against unfair competition.’’”® 


Supporters of this interpretation’ have also relied on the 


68. See Chafee, Unfair Competition, 53 Harv. L. Rev. 1289, 1300 (1940) ; Zlinkoff, 
supra note 67, at 968. 

69. See Note, 60 Harv. L. Rev. 1315 (1947). 

70. Id. at 1323; Chafee, supra note 68, at 1301. 

71. It has been argued that a federal law of unfair competition was created be- 
fore the Lanham Act. Thus, Professor Bunn claims that the Federal Trade Com- 
mission Act, 38 Strat. 717 (1914), as amended, 52 Srar. 111 (1938), 15 U.S.C. §§41 
et seq. (1946), created such a federal law. The National Law of Unfair Competition, 
62 Harv. L. Rev. 987 (1949). Edward 8. Rogers has suggested that various inter- 
national treaties gave us such a national law without further legislation. Unfair 
Competition, 35 TMR 126 (1945). 

72. § 44, 60 Stat. 441, 15 U.S.C. § 1126 (1946). 

73. 60 Srat. 443, 15 U.S.C. § 1126(h) (1946). 

74. 60 Strat. 443, 15 U.S.C. § 1126(i) (1946). It is clear from the hearings that 
this subsection was intended to extend to Americans all benefits accorded foreigners 
under Section 44. Hearings before Committee on Patents, Subcommittee on Trade- 
Marks on H.R. 4744, 76th Cong., 1st Sess. 164 (1939). The language of this section 
remained unchanged from 1938 to the enactment of the Lanham Act. 

75. 45, 60 Srat. 444, 15 U.S.C. § 1127 (1946). 

76. e RoBpert, THE NEw TRADE-MARK MANUAL 177 (1947). Miss Robert seems 
to believe that § 44(h) gives protection against all types of unfair competition 
only to those who have registered marks, while those having unregistered marks have 
no federal rights. No such distinction is drawn by any other writer. See, e.g., Lunsford, 
Unfair Competition: Scope of the Lanham Act, 13 U. or Pitt. L. Bev. 533, 540, 542 


(1952). 
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intent expressed by the drafters of the Act during a 1939 House 
hearing.””7 This argument seems questionable, however, since at 
that time the provision corresponding to the present Section 44(h) 
read ‘‘all acts of unfair competition in commerce are declared to 
be unlawful... .’’® In the same hearing these words were criti- 
cized as creating too broad a federal right.” The 1941 draft nar- 
rowed this subsection somewhat and introduced the present word- 
ing.8° In the 1943 hearings, the last before the law was enacted, 
there were numerous discussions of the changes which would be 
achieved, but the creation of a federal unfair competition law was 
not mentioned.*! It would seem reasonable for the witnesses to 
have emphasized this aspect if it existed. The possibility that the 
experts did not consider such a change important seems to be 
precluded by their insistence on its significance now. 


The passage of Section 1338(b) of the Judicial Code* in 1948 
also casts doubt upon the conclusion that a federal law of unfair 
competition was created by Section 44 in 1946. Section 1338(b) 
gives district courts original jurisdiction, without regard to diver- 
sity or amount in controversy, of claims ‘‘of unfair competition 
when joned with a substantial and related claim under the. . 
trade-mark laws.’’ Since Section 39 of the Lanham Act*® had 
already given the district courts original jurisdiction of all actions 
arising under that Act, Section 1338(b) would appear superfluous 
if Section 44 of the Act had created a federal unfair competition 


77. Hearings, supra note 74, at 164-69. Even stronger language is found in 
Hearings before Committee on Patents, Subcommitiee on Trade-Marks on H. R. 9041, 
75th Cong., 3d Sess. 25 (1938). This argument is also supported by the recent publica- 
tion of a letter written in 1938 by one of the drafters of § 44, Dr. Stephen Ladas, 
to Mr. Rogers, the Act’s chief proponent. This letter indicates that at least Dr. Ladas 
intended to create a federal unfair competition law. Ladas, Trade-Marks and Foreign 
Trade, 38 TMR 278, 288 (1948). 

78. H.R. 4744, 76th Cong., Ist Sess. § 45(g) (1939). 

79. Hearings, supra note 74, at 167, 190. See also Hearings before Committee 
on Patents, Subcommittee on Trade-Marks on H.R. 9041, 75th Cong., 3rd Sess. 34, 
114-15 (1938) (same wording of section). 

80. H.R. 5461, 77th Cong., Ist Sess. §44(h) (1941). H.R. 102, 77th Cong., 1st 
Sess. § 44(h) (1941), had slightly different wording, but the language of H.R. 5461 
was followed in later bills. 

81. Miss Daphne Robert was the only witness to discuss §44 in testifying on 
changes made in the existing law; she stated that § 44 was designed to carry out our 
international conventions, but did not suggest that it created a federal law of unfair 
competition. Hearings before Subcommittee of the Committee on Patents on H.R. 
82, 78th Cong., 2d Sess. 20, 25-26, 126 (1944). 

82. 28 U.S.C. § 1338(b) (Supp. 1952). This section codified the rule established 
by judicial decision in Hurn v. Oursler, 289 U.S. 238 (1933). 

83. 60 Srar. 440, 15 U.S.C. § 1121 (1946). 
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action. As a possible reconciliation, it has been suggested®* that 
even if Section 44(h) created a federal right, Section 1338(b) 
would still have independent significance as to pendent claims 
arising from transactions not affecting interstate commerce. But 
it is difficult to visualize a significant number of cases where such 
wholly intrastate claims would involve ‘‘substantially the same’’® 
facts as federal trade-mark claims, which must affect interstate 
commerce.*° Thus a broad reading of Section 44(h) seems impos- 
sible under any meaningful interpretation of Section 1338(b). 


However, the contention that no federal law of unfair com- 
petition has been created would seem to leave Section 44(h) with 
little meaning. Perhaps it can be argued that Section 44(h) does 
not enlarge the jurisdiction of the federal courts but merely pro- 
vides additional remedies against unfair competition once juris- 
diction is established by diversity of Section 1338(b).87 The diffi- 
culty with this interpretation is that it may narrow the protection 
accorded foreigners ;** but access to the federal courts’ diversity 
jurisdiction is easier for foreign nationals than for natives,®® and 
the availability of Lanham Act remedies may be more important 
than federal question jurisdiction in the fulfillment of our treaty 
obligations. 


Moreover, a broad interpretation of Section 44(h) seems diffi- 
cult in view of Section 43(a).°° Courts and writers have generally 
said®! that the latter section merely enacts the rule of the 1920 act 
against false designation of origin,®? omitting the requirement of 
proof of intent. But the Lanham Act adds to ‘‘any false desig- 


84. See Stauffer v. Exley, 184 F.2d 962, 965 (9th Cir. 1950). 

85. This is the Supreme Court’s formulation of the relationship which must exist 
to give rise to pendent jurisdiction. See Armstrong Paint & Varnish Works v. Nu- 
Enamel Corp., 305 U.S. 315, 325 (1938). 

86. See 64 Harv. L. Rev. 1209 (1951). 

87. See Ross Products, Inc. v. Newman, 94 F. Supp. 566 (S.D.N.Y. 1950). 

88. This might occur because foreigners would be given protection only under the 
undeveloped state law applicable in diversity cases; however, it may be that, even 
without a federal law of unfair competition, ample protection would be given because 
of the recent developments in both federal and state courts. See pp. 1104-05 infra. 

89. There is diversity jurisdiction whenever a foreigner sues an American. 28 
U.S.C. § 1332(a)(2) (Supp. 1952). 

90. 60 Srat. 440, 15 U.S.C. § 1125(a) (1946). 

91. See, e.g., California Apparel Creators v. Wieder of California, Inc., 162 F.2d 
893, 900-01 n.12 (2d Cir.), cert. denied, 332 U.S. 816 (1947); see Ropert, THe NEw 
TRADE-MARK MANUAL 187-88 (1947). 

92. 41 Srat. 534. 
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nation of origin’’ the words ‘‘or any false description or represen- 
tation.’’*? This addition seems broad enough to include misrepre- 
sentation by use of unregistered marks, one of the actions 
supposedly within Section 44(h).%* If Congress had intended to 
create a federal substantive law of unfair competition, it would 
seem more natural to have done so directly by expanding Section 
43 than by the ambiguous route of Section 44.%° 


The courts are divided on the existence of a federal right 
against unfair competition. However, the cases supporting a fed- 
eral right are not strong authority; in some, the finding of federal 
question jurisdiction is merely an alternative holding,®® and the 
rest involve trade names.®? Since Section 44(g) provides that 
‘‘Trade names or commercial names of [nationals of signatory 
countries] shall be protected,’’®* and it is made equally applicable 
to American citizens by Section 44(i), the reference to Section 
44(h) in the trade name cases seems unnecessary. Moreover, there 
would be no need for Section 44(g) if Section 44(h) created a 
broad federal law, since protection of trade names is a part of the 
law of unfair competition. 


93. 60 Srar. 440, 15 U.S.C. § 1125(a) (1946). 

94. Some cases adopted a broad interpretation of this section. See, e.g., Dad’s 
Root Beer Co. v. Doc’s Beverages, Inc., 193 F.2d 77, 80 (2d Cir. 1951) (remedy) ; 
Chamberlain v. Columbia Pictures Corp., 186 F.2d 923, 924 (9th Cir. 1951) (juris- 
diction). 

It has been suggested that the section gives protection against all forms of false 
advertising. See Callmann, False Advertising as a Competitive Tort, 48 Cou. L. Rev. 
876, 886 (1948); Bunn, The National Law of Unfair Competition, 62 Harv. L. Rev. 
987, 998-1000 (1949). 

95. ‘‘If Congress had intended to work so radical a change in the law, it un- 
doubtedly would have embodied that purpose in clear, and unmistakable language.’’ 
Ross Products, Inc. v. Newman, 94 F. Supp. 566, 567 (S.D.N.Y. 1950). 

96. Perhaps the strongest case is Pagliero v. Wallace China Co., 198 F.2d 339 
(9th Cir. 1952), where, although § 43(a) was suggested as a ground for jurisdiction, 
the entire discussion was based on § 44. See also Lane Bryant, Inc. v. Glassman, 95 
F. Supp. 320 (E.D. Mo. 1951). 

97. Chamberlain v. Columbia Pictures Corp., 186 F.2d 923 (9th Cir. 1951); In re 
Lyndale Farm, 186 F.2d 723 (C.C.P.A. 1951); Stauffer v. Exley, 184 F.2d 962 (9th 
Cir. 1950). 

There have been four cases clearly denying the existence of a federal right under 
§ 44. Ross Products, Inc. v. Newman, 94 F. Supp. 566 (S.D.N.Y. 1950); Old Reading 
Brewery, Inc. v. Lebanon Valley Brewing Co., 102 F. Supp. 434 (M.D. Pa. 1952); 
Hosid Products, Inc. v. Masbock, Inc., 108 F. Supp. 753 (N.D.N.Y. 1952); Ronson 
Art Metal Works, Inc. v. Gibson Lighter Mfg. Co., 108 F. Supp. 755 (S.D.N.Y. 1952). 
The last three cases denied removal of unregistered trade-mark suits. A number of 
cases have decided there is no federal question jurisdiction without citing the Act. 
E.g., Kaplan v. Helenhart Novelty Corp., 182 F.2d 311 (2d Cir. 1950); Hodgson v. 
Fifth Ave. Plastics, Inc., 94 F. Supp. 160 (8.D.N.Y. 1950). The courts have been 
avoiding a decision on this question whenever possible. E.9., Cutting Room Appliances 
Corp. v. Empire Cutting Mach. Co., 186 F.2d 997 (2d Cir. 1951). 

98. 60 Srat 442, 15 U.S.C. § 1126(g) (1946). 
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99. See Note, 60 Harv. L. Rev. 1315 (1947). 
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The strongest argument invoked to support a federal law of 
unfair competition is the desirability of replacing undeveloped 
and diverse state doctrines with national protection against wrongs 
that usually have a multi-state aspect.®® It is chiefly because of this 
contention that there is substantial support for the rather strained 
construction of the Lanham Act necessary to find a national law 
of unfair competition. However, this policy would seem less 
strong at the present time than it has been in the past. 


Several of the conditions responsible for the weakening of this 
policy have arisen from the Lanham Act itself. The Act provides 
new categories and relaxed qualifications for registration.’ These 
provisions have increased the number of registered marks’ and 
consequently the number of infringement and unfair competition 
actions over which the federal courts have direct or pendent 
jurisdiction. Moreover, the applicability of federal law has been 
widened by the trade name and misrepresentation sections of the 
new Act.!°? The need for expanding the jurisdiction of United 
States courts has also been lessened by certain trends in both state 
and federal decisions. The federal courts have increasingly lib- 
eralized requirements for pendent jurisdiction; in these cases 
the federal law of unfair competition applies.‘ And in diversity 
eases involving unfair competition, the federal courts have often 
assumed without discussion that the state law is the same as the 
federal.°° The state courts, on the other hand, have shown a 









100. Service marks, 60 Srar. 429, 15 U.S.C. § 1053 (1946), collective and certifica- 
tion marks, 60 Stat. 429, 15 U.S.C. § 1054 (1946), and concurrent marks, 60 Srar. 
428, 15 U.S.C. § 1052(d) (1946), are new classes of marks that may be registered. In 
addition, the requirements for registration are relaxed to permit registration of sur- 
names, geographical names, and descriptive names if they become distinctive. 60 
Srat. 428, 15 U.S.C. §§ 1052(e), (f) (1946). But the standards are stiffened in the 
institution of a confusion of source standard. See pp. 1096-97 supra. 

101. See Derenberg, The Fourth Year of Administration of the Lanham Trade- 
Mark Act of 1946, 41 TMR 893 (1951). 

102. See pp. 1103-04 supra. 

103. See, e.g., Telechron, Inc. v. Parissi, 197 F.2d 757, 761 (2d Cir. 1952); 
Schreyer v. Casco Products Corp., 190 F.2d 921, 924 (2d Cir. 1951), cert. denied, 342 
U.S. 913 (1952). 

104. See p. 1101 supra. 

105. See Clark, State Law in the Federal Courts, 55 YALE L.J. 267, 283 (1946) ; 
Note, 60 Harv. L. Rev. 1315, 1317 (1947). 












920 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


definite tendency to follow federal precedents.’°* Thus it appears 
that even without the authority of Section 44(h) federal law will 
become increasingly important in unfair competition. However, in 
view of the uncertainty in the cases, it is unfortunate that the Wiley 
Bill'°? does not clarify the meaning of that section. 


106. See Zlinkoff, Erie v. Tompkins: In Relation to the Law of Trade-Marks and 
Unfair Competition, 42 Co. L. Rev. 955, 969 (1942). Zlinkoff also notes that, since 
trade-mark decisions depend largely upon questions of fact, state court decisions are 
easily distinguishable in actions in the federal courts. 

107. 8S. 1957, 82d Cong., lst Sess. (1951). 


a  — 
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NOTES FROM THE PATENT OFFICE 
Affidavits Under Sec. 15 of the Trade-Mark Act of 1946 


By Katharine |. Hancock* 


The provisions of Sec. 15 of the Trade-Mark Act of 1946 rela- 
tive to incontestability, have now, like the provisions of Sec. 8 of 
the Act, been brought into effect by the passage of time, and nu- 
merous affidavits under Sec. 15 are being presented to the Patent 


Office. 


Under both See. 15 and Sec. 8 a basic period of five years, plus 
one year for execution of the affidavits, is involved, but beyond that 
there is little similarity between the two Sections. This can readily 
be seen by comparing this Note on Sec. 15 with the Note on See. 8 
in the September issue of The Trade-Mark Reporter. The subjects 
in the two Notes are presented in parallel order. 


The provisions of Sec. 15 apply only to registrations issued 
on the Principal Register of the Trade-Mark Act of 1946, and to 
registrations issued under the Acts of 1881 and 1905 which have 


been republished under Sec. 12(c) of the Act of 1946. Specifically 
excluded by the 1946 statute from the provisions of Sec. 15 are 
marks registered on the Supplemental Register of the Act of 
1946, marks registered under the Act of 1920, and marks registered 
under the Acts of 1881 or 1905 which are not republished under 
See. 12(c) of the Act of 1946. This non-eligibility applies to 1920 
Act marks and un-republished 1881 and 1905 Act marks even 
though such marks are renewed under Sec. 9 of the 1946 Act. 


Each eligible registrant has the option of deciding whether 
or not to take advantage of the provisions of Sec. 15. A registrant 
may choose to claim the benefits of incontestability and file an affi- 
davit to that end, or he may elect to retain the registration without 
those benefits. The term of the registration is not affected in either 
event. 


If a registrant elects to file the necessary affidavit to take 
advantage of the provisions of Sec. 15, the time of filing the affi- 
davit becomes an important point. The affidavit must be both exe- 


*Trade-Mark Examiner, U.S. Patent Office; Member of District of Columbia Bar. 
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cuted and filed during the sixth year following continuous use for 
a five year period which registrant specifies in the affidavit. This 
five year period must, in turn, be subsequent to the date of regis- 
tration on the Principal Register or subsequent to the date of re- 
publication under Sec. 12(c). 


No particular five year period is specified in Sec. 15. The five 
years do not necessarily have to be the first five years after regis- 
tration or after republication. A registrant may use his own dis- 
cretion as to the date on which he wishes to avail himself of See. 15, 
provided the date of filing the affidavit is within the sixth year 
after the five year period which registrant sets forth in his affidavit 
and provided the specified five year period is subsequent to the 
registration or republication date of the registration. 


As in connection with Sec. 8, affidavits under See. 15 will no 
doubt be accepted on the anniversary date at the end of the sixth 
year. 


The affidavit under Sec. 15 may be combined with the affidavit 
under Sec. 8 into one document. This is possible when a registrant 
elects to use the first five years after registration or republication 
as the five year period of continuous use for See. 15, for in that 
situation the elected time for filing the Sec. 15 affidavit coincides 
with the required time for filing the Sec. 8 affidavit. 


Suitable forms for the combined affidavit, as well as for sepa- 
rate affidavits under Sec. 8 and Sec. 15, are included among the 
forms in the booklet ‘‘ Rules of Practice in Trade-Mark Cases, with 
Forms and Statutes’’, available from the Government Printing 
Office, Washington 25, D. C. 


If a See. 15 affidavit is not executed and filed within the pre- 
scribed time limits, or is filed for a registration which is not eligible 
for the benefits of Sec. 15, the affidavit will be returned. 


The Patent Office does not examine the merits of affidavits 
under Sec. 15. These affidavits are not ‘‘accepted’’ or ‘‘refused’’ 
in the usual Patent Office sense. If the affidavit is presented at the 
proper time as to an eligible registration, it is placed in the file’ 
without regard to its sufficiency and the Patent Office then merely 
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notifies the registrant that the affidavit has been placed in the file. 
The affidavits are, however, inspected, and if an inconsistency or 
error is observed in the affidavit, this fact is called to registrant’s 
attention in the letter of notification, although the Patent Office 
makes no requirement for correction. 


Sec. 15 requires that the specified information be merely ‘‘set 
forth’’ in the affidavit. No showing or proof beyond registrant’s 
sworn statement is required. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Denmark 
German Owned Trade-Marks 


Correction: Please strike out the word ‘‘Berlin’’ from the 
last paragraph on page 584 of the June-July 1953 issue of the 
Reporter. 


Finland 
International Convention 
Finland has adhered to the London (1934) text of the Inter- 
national Convention, as from May 30, 1953. 
France 


Home Registration Not Required for French Registration by 
Foreign Applicant 


The following French Decision is considered of sufficient 
importance to warrant full briefing thereof: 


Societé Omega Louis Brandt et Frére v. Societé Omega (Cour 
d’Appel de Paris, March 14, 1953). Plaintiff Swiss Company, a 
manufacturer of watches, clocks, and jewelry associated with time 
pieces, adopted the trade-mark omega, consisting of the word 
oMEGA, and the Greek letter omEGa, separately and in various com- 
binations, to distinguish its products. Plaintiff had obtained two 
Swiss trade-mark registrations in 1907, covering all goods of all 
kinds with the exception of certain stated items, not relevant to 
the case. These registrations were allowed to expire in 1927. In 
1911 Plaintiff obtained a further Swiss registration, covering 
watches, clocks, articles related thereto, and jewelry; this registra- 
tion was duly renewed in 1931. In 1934, plaintiff obtained another 
Swiss registration also covering watches, clocks, parts thereof and 
accessories thereto and jewelry. A fifth Swiss registration was 
obtained in 1924 and duly renewed in 1944, also covering time 
pieces and goods related thereto, and jewelry. Plaintiff had ob- 
tained a French registration, in 1922, to cover all goods in all 
French classes, again with certain exceptions not relevant to the 
case; this registration was renewed in 1937. The French registra- 
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tion was obtained without any reference to any of the Swiss regis- 
trations, and the French Certificate of Registration accordingly 
showed no such reference. 


Defendant French company adopted the trade-mark omeca 
in 1948 to distinguish ‘‘electrical apparatus and accessories, par- 
ticularly all apparatus and instruments for science, optometry, 
photography, phonographs, cinematographs, weights and meas- 
ures, scales, and especially all instruments of industrial physics’’. 
Defendant obtained three French registrations in 1948 in respect 
of the quoted goods, for the trade-mark omrca (the word), the 
Greek letter omeca, and combinations of the two. 


Plaintiff sued for infringement and unfair competition on the 
basis of its French registration, which included the articles in 
respect of which defendant had adopted and registered the trade 
mark omeca. Defendant pleaded, as affirmative defense, that under 
Article 6 of the International Convention plaintiff’s protection in 
France could not exceed plaintiff’s protection in Switzerland; that 
plaintiff’s only Swiss registrations in force at the time the suit was 
brought covered time pieces and their parts and accessories, and 
jewelry; that defendant’s goods fell outside of plaintiff’s scope of 
protection as thus limited; and defendant further counterclaimed 
for partial cancellation of plaintiff’s French registration, to the 
extent that the same exceeded the scope of the Swiss registrations 
then subsisting. 


Held: Article 2 of the International Convention grants the 
right of national treatment to non-French nationals, i.e., entitles 
non-French nationals to obtain registration on the same terms as 
French nationals, and the latter of course cannot be required to 
have a prior ‘‘home’’ registration in order to obtain a French 
registration. Article 6 of the International Convention entitles 
non-French nationals to obtain registration of a mark in France 
telle quelle the mark is registered in their home country. A regis- 
tration under Article 6 must therefore be based upon a prior home 
registration. However, Article 6 does not act as a limitation upon 
Article 2, but rather was designed to create, without prejudice to 
Article 2, a right additional to Article 2, so as to enable non- 
nationals to obtain registrations on trade marks technically un- 
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registrable under their domestic law. The rights created by 
Articles 2 and 6 are independent of each other. Plaintiff could not 
claim a valid French registration under Article 6 of the Conven- 
tion, because at the time the cause of action arose plaintiff had no 
Swiss registrations covering the goods on which defendant used 
the mark. Plaintiff’s French registration, however, was valid 
under Article 2 of the Convention, because under that article plain- 
tiff was entitled to obtain a French registration without any refer- 
ence to its home registrations, this being necessary to give effect 
to the national treatment principle of Article 2. Therefore, plain- 
tiff’s French registration validly covered the goods for which 
defendant had adopted the trade mark omzca. Judgment for plain- 
tiff; defendant’s counterclaim dismissed. 


The above decision is being appealed to the Cour de Cassation, 
the highest Court of France. If it is upheld, a radical change in 
in French practice will be effected, since non-French nationals 
thenceforth will be able to obtain French registrations without any 
reference to their ‘‘home’’ registrations. French jurisprudence 


prior to the omeca decision had held that non-French nationals 
could not obtain by registration of their trade marks in France 
any protection broader than that conferred by their ‘‘home”’ 
registrations. 


Germany 
Design Registrations 


Under the Fifth Transitional Law of July 18, 1953, foreign 
applicants may apply for design protection with the Copyright 
Division of the German Patent Office in Munich. Prior to the 
promulgation of this law, which became effective on August 1, 1953, 
foreign applicants, in accordance with the provisions of the old 
German Design Law, had to file applications with the District 
Court of Leipzig. Since Leipzig is in the Eastern zone of Germany, 
and therefore not under the control of the West German Govern- 
ment, it was thus impossible for foreign applicants to obtain 
design registration in Western Germany. Under the same law, 
foreign applicants may also obtain a reinstatement of their prior- 
ity rights, which they had been unable to exercise as a result of 
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force majeure. Such applications for reinstatement must be filed 
prior to January 31, 1954, 


Hashemite Jordan 
Merchandise Marks Law 


A Merchandise Marks Law, similar to that in force in the 
United Kingdom, has been effective in Hashemite Jordan as from 
February 17, 1953. 


India 
Word Descriptive or Mis-Descriptive 

Glaxo Laboratories (India) Ltd. opposed an application by 
Alembic Chemical Works Co. Ltd. for registration of the word 
pyopin for a pharmaceutical preparation. The Deputy Registrar 
of Trade-Marks held that the subject word is similar to the generic 
non-proprietary name DIODONE, and hence unqualified for registra- 
tion under Section 6. He also held that since the application for 
DYODIN covers a pharmaceutical preparation, broadly, it might be 
applied to some substance other than piopong, and in that event 
confusion and deception might arise so that the application should 
be rejected under Section 8. In short, the application was rejected 
on the basis that the word pyoprn is either descriptive or misde- 
scriptive of pharmaceutical preparations. 


Italy 
Descriptive Marks 


The word netratutto (meaning ‘‘cleans everything’’) held 
to be invalidly registered as being descriptive of the product to 
which it is applied. 

The word untversat held validly registered as being a fanciful 
word when used for bicycles and accessories therefor, because its 
meaning is unrelated to such goods. 


Japan 
International Convention 


Japan has declared its adherence to the Madrid Arrangement 
for the Suppression of False Dedications of Origin on Merchan- 
dise, as from July 8, 1953. 
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WHOLESALE SERVICE SUPPLY CORPORATION v. WHOLESALE 
BUILDING CORP. 


C. A., N. Y.—December 4, 1952 


Action for unfair competition by Wholesale Service Supply Corpora- 
tion v. Wholesale Building Materials Corp. Plaintiff appeals from reversal 
of judgment for plaintiff. Affirmed. Lewis, Judge, dissents with opinion. 


George R. Fearon of Syracuse, New York for plaintiff-appellant. 


Martin F. Kendrick, Laurence Sovik, and William J. Mackay of Syracuse, 
New York for defendant-appellee. 


Before LouaHrRAN, Chief Judge, and Lewis, Conway, Dresmonp, Dye, 
Fup and FROEsSEL, Judges. 


Per CURIAM. 
Judgment affirmed, with costs; no opinion. 
Lewis, Judge (dissenting). 


I read this record as establishing that the plaintiff has so used the 
word WHOLESALE in its corporate name and in advertisements and facili- 
ties by which its business is promoted, that the word itself has acquired a 
secondary meaning entitling it to protection. There is evidence of con- 
fusion in the past resulting from the defendant’s use of the word WHOLE- 
sALE—confusion to which reference is made in the opinion by the Appel- 
late Division (280 App. Div. 189, 190) — and likelihood that, in the 
future, the defendant’s continued use of that word in the promotion 
of its business is liable to lead to further confusion. In a competitive 
field ‘‘* * * it is the duty of a subsequent trader not to market his 
goods in such a manner as ultimately to cause actual or likely con- 
fusion between the operation of his own business and that of a prior 
trader. Where there is either an actual or probable tendency toward pub- 
lie deception, the absence of a fraudulent intent on the part of the subse- 
quent trader affords no basis upon which to predicate a denial of the prior 
trader’s application for equitable intervention in protection of his rights.’’ 
Rainbow Shops v. Rainbow Specialty Shops, 176 Misc. 339, 340 [36 TMR 
416]. In that connection it is established law that an injunction lies to 
restrain simulation and use by one corporation of the name of another 
which tends to lead to confusion and enables the imitator to obtain busi- 
ness or other advantage as a result of the confusion. Higgins Co. v. Higgins 


928 
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Soap Co., 144 N. Y. 462, 468-471; American Foundries v. Robertson, 269 
U.S. 372, 381; Standard Oil Co. of New Mexico v. Standard Oil Co. of 
Cal., 56 F.2d 973, 977 [22 TMR 363]. 


Mindful, as I am, that ‘‘It is the liability to deception which the 
remedy [of injunction] may be invoked to prevent”’ (7. A. Vulcan v. 
Myers, 139 N. Y. 364, 367, and see 2 Nims, Unfair Competition and Trade- 
Marks [4th ed.], p. 1049) and that the plaintiff in the present case is not 
required to wait until the stimulated use by the defendant of the word 
WHOLESALE has been ‘‘* * * continued for such a length of time as to cause 
some substantial pecuniary loss’’ (7. A. Vulcan v. Myers, supra, p. 368) ; 
and there being no rule of law which requires the plaintiff to prove bad 
faith or monetary loss as a basis for injunctive relief to prevent the use of 
a name which is likely to lead to confusion (Tiffany & Co. v. Tiffany Pro- 
ductions, 147 Misc. 679, 681 aff’d. 237 App. Div. 801, aff’d. 262 N. Y. 482; 
New York World’s Fair 1939 v. World’s Fair News, 163 Misc. 661, 664- 
666), I dissent from the decision about to be made and vote for reversal 
and reinstatement of the judgment entered upon the order of Special Term. 


AMERICAN CHICLE COMPANY v. TOPPS CHEWING GUM, INC. 


No. 10443—D. C. E. D. N. Y.—April 1, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Plaintiff’s trade-mark comprising an O shaped figure colored red having a 
parallelogram of light shade, usually white, extending horizontally from the central 
right portion of such figure, together with parallel bands over and under such 
figure and parallelogram, of a dark color contrasting with that of the parallelo- 
gram, for gum is infringed by defendant’s partial appropriation of the essential 
elements of plaintiff’s trade-mark for identical goods. 


Action for trade-mark infringement and unfair competition by Am- 
erican Chicle Company v. Topps Chewing Gum, Inc. Defendant counter- 
claims for cancellation of plaintiff’s trade-mark registration. 


Judgment for plaintiff. 


Frank Makara (W. Lee Helms and A. J. Nydick) of New York for plain- 
tiff, American Chicle Company. 

Pennie, Edmonds, Morton, Barrows & Taylor and George E. Middleton 
of New York, for defendant, Topps Chewing Gum, Ine. 


Byers,’ District Judge. 


This is an unfair competition cause in which is involved a charge of 
trade mark infringement. The respective parties manufacture and sell 
candy coated chewing gum, but only that in which peppermint flavor is 
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used is involved in this controversy, and seemingly that is the sole flavor 
used by the defendant. 


The issues, though somewhat elaborately pleaded, are as substantially 
stated above. 


The defendant’s counterclaim prays for cancellation of the plaintiff’s 
mark as being invalid and having been abandoned; as to the latter, the 
argument is unsupported by the testimony and as to the former—if the 
contention really survived the trial—it is found to be without support. 


The testimony and exhibits clearly reveal defendant’s adaptation of a 
somewhat distorted form of the plaintiff’s registered trade mark herein- 
after described, as applied to containers of ten or twelve peppermint 
flavored candy coated pieces of chewing gum; the same box color as used 
for many years by the plaintiff was chosen for the defendant’s purposes, 
and the general appearance of the competing containers is substantially 
similar, except for the prominent use by the defendant of the word Topps 
to identify its confection in contrast to the plaintiff’s trade mark Chiclets. 


As to those words, obviously there can be no question of simulation, 
for as used the color and type and general ocular impact are completely 
dissimilar. 
If the defendant had chosen a color other than yellow in which to 
purvey its product instead of the same shade and tint in which plaintiff’s 
peppermint gum is offered to the public, it would not have revealed an 
apparent purpose to come as close to the plaintiff’s package as the law 
might close its eyes to, so long as Topps is used instead of Chiclets. 


Plaintiff’s case is not based upon color imitation and for good reason, 
but no one is forbidden to understand that there was nothing inadvertent 
in that aspect of the defendant’s selection of a costume for its wares. 


The issues being thus clearly drawn, the testimony as illuminated by 
the exhibits, yields the following 


FINDINGS 


1. The plaintiff is a corporation of the State of New Jersey, having 
a principal office in the Borough and County of Queens, City and State of 
New York, and within the jurisdiction of this court. 


2. The defendant, Topps Chewing Gum, Inc., is a New York corpora- 
tion, having its place of business in the Borough of Brooklyn, City and 
State of New York. The complaint named the individuals, Joseph E. 
Shorin, Philip Shorin and Abram Shorin, as defendants but at the trial 
the complaint as to them was dismissed without opposition. 


3. The court has jurisdiction by reason of the trade-mark aspect of 
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the controversy and by reason of diversity as to the unfair competition 
alleged by the plaintiff. 


4. The trade mark in suit is the plaintiff’s trade mark No. 382,280, 
registered in the United States Patent Office on October 22, 1940, for 
chewing gum in Class 46, described as follows: 


‘‘The trade mark consists of an O shaped figure colored red having 
a parallelogram of light shade, usually white, extending horizontally 
from the central right portion of such figure, together with parallel 
bands, over and under such figure and parallelogram, of a dark color 
contrasting with that of the parallelogram, as shown in the drawing. 
The lining on the O shaped figure denotes the red color, and the lining 
on the bands indicates shading only. No claim is made to the repre- 
sentation of a carton apart from the other features of the mark 
shown on the drawing.’’ 


5. Said trade mark was adopted by the plaintiff in 1939 and has been 
continuously used in its general business, and for the purposes of this 
case, on cardboard boxes containing ten or twelve pieces of peppermint 
flavored candy coated chewing gum. 


6. The boxes portray also the plaintiff’s trade mark Chiclets printed 
in black Old English letters, in the parallelogram referred to in Finding 4. 


7. The boxes are yellow in color, which provides a striking contrast 


to the O shaped figure which is colored red; the words PEPPERMINT and 
CANDY COATED GUM appear in white at the top and bottom respectively 
thereof. 


8. The combination of the O shaped figure and the parallelogram as 
presented are in the general conformation of a key. 


9. Peppermint Chiclets alone are so marketed by plaintiff, its other 
flavored Chiclets being purveyed in boxes of different colors. 


10. The center of the O shaped figure is composed of a transparent 
material, whereby it serves as a window through which some of the con- 
tents of the box are to be observed. 


11. The competing boxes of the parties are usually to be found on 
the counters of retail stores, accessible to customers who make their pur- 
chase by placing a coin on the counter and picking up the box, sometimes 
without the intervention of the salesman. 


12. Prior to 1949, the defendant’s product was offered to the public 
in small packets containing perhaps two nuggets, which in turn were con- 
tained in canisters from which sales were made. Those packets were 
entirely different in color scheme, title and wording. 


13. In 1949, the defendant adopted a box in which a dozen of its 
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peppermint candy coated chewing gum nuggets were offered for sale in 
competition with the product of the plaintiff. 


14. The defendant’s box is slightly larger than that of the plaintiff, 
as are the individual nuggets. The defendant’s box is 4” long by 2” wide, 
while plaintiff’s is 354” long by 134” wide. 

15. The defendant’s box is the same color and tint as that of the 
plaintiff, and on the top and bottom there appears a design composed of 
a roughly circular element comparable to the O shaped figure of the plain- 
tiff’s box, and extending from the side thereof is a parallelogram smaller 
in size than that of the plaintiff but serving as a white background for 
its designation, Topps. 

16. The word Topps is printed in red with black lines and is clearly 
to be distinguished from the word Chiclets as used by the plaintiff. 


17. The cireular design roughly corresponding to the plaintiff’s O 
shaped figure is green on top, containing the word PEPPERMINT and red on 
the bottom, containing the words CANDY COATED GuM, all words appearing 
in white. 
18. In addition, the printed words ‘‘Refreshing’’ and ‘‘Flavorful’’ 
appear on the top and bottom of the defendant’s box, above and below 
the words Topps. 

19. The presentation of the combination of the circular element and 
the panel on the defendant’s box is roughly comparable but not strikingly 
similar to the configuration of the key which appears on the plaintiff’s 
box, and the circular element which has been described is not accurately 
a circle since the upper and lower elements flare out from the cirecumfer- 
ence. 

20. The center of the circular element of the defendant’s box is 
likewise of transparent material, whereby the contents of the box are 
somewhat revealed. 

21. The adaptation of the plaintiff’s said trade mark by the defend- 
ant is not complete but it is recognizable as a partial appropriation of the 
somewhat distorted form, of the essential elements thereof. 

22. The use by the plaintiff of its trade mark Chiclets on the boxes 
which also portray the registered trade mark heretofore described, does 
not affect the issues in this cause. 

23. The plaintiff has not abandoned its trade mark registered in the 
United States Patent Office, bearing Number 382,280. 

24. Defendant’s peppermint flavored candy coated pieces of chewing 
gum are ammoniated as stated on the sides of the boxes, which is not 
true of plaintiff’s product. 
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25. There is no proof in this case of actual confusion on the part of 
purchasers of the competing products. 








26. The usual purchases of these boxes are made from counters in 
Z retail establishments, such as news and cigar stand counters and shops, 
on which all similar wares are displayed for sale at retail, and it is unusual 
for a customer to ask for such a candy coated chewing gum by name; the 
practice is for the buyer to select a box and pay for it. 







27. A brief visual observation by such a customer might well fail to 
appraise him of the different sources of manufacture of these competing 
products. 







28. The modest cash outlay involved and the informality of the 
transaction of purchase are not calculated to lead to protest on the part 
of a purchaser who had in fact so acquired the defendant’s product when 
he may have intended to buy that of the plaintiff’s. 











29. In the usual retail purchase of one of such boxes the similarity 
in appearance of the respective boxes here in suit is such as to be likely 
i to cause confusion on the part of an appreciable number of ordinarily 
: prudent purchasers, namely, purchasers of chewing gum who are more 
concerned with buying a peppermint flavored piece of chewing gum than 
with the designated product of a given manufacturer. 


CoNcCLUSIONS OF LAW 





The plaintiff is entitled to judgment against the defendant for an in- 
junction as prayed and dismissal of the counterclaim with costs. 


dB 2 5 he 





There will be no award for damages and profits, in view of the paucity 
of the record in this respect. 












Pe ee 





CoMMENT 


Little would be justified by way of exposition of the foregoing. The 
test announced in the case of Miles Shoes, Inc. v. R. H. Macy & Co., 199 
F.2d 602 and 603 [42 TMR 911], has been applied in making the findings 
and reaching the conclusion above stated. 


Sty i Metin neat acai saul Le 


The reliance by defendant upon the case of the Life Savers Corp. v. 
Curtiss Candy Co., 182 F.2d 4, 8 [40 TMR 520], is deemed to be unavail- 
ing for the reason that this cause does not involve a claim to a particular 
style of multi-colored wrappers such as are described in that opinion, parti- 
cularly in view of the practice on the part of many manufacturers of 
small candies sold in cylindrical packages as therein described. That opin- 
ion, in referring to ‘‘impulse buyers,’’ in quoting the District Court, 87 
F.Supp. 16 [89 TMR 590], represents the following: 
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‘‘* # * Tt is just as probable that the confusion can be attributed 
to the size and shapes of the various packages as to the exact wording 
and coloring of the labels. * * *”’ 


That language clearly distinguishes the facts then under examination 
from those presented by this record. 


The opinion goes on to discuss the bearing of color in such matters, 
and as to that no issue is here adjudicated. 


Again that opinion observes in reference to unfair competition [40 
TMR 520]: 


‘*Plaintiff’s and defendant’s labels lack any similarity in ap- 
pearance except that the background of each has multi-colored stripes 
and, as we have seen, this is a functional aspect of each label. * * * 
We agree with the trial court that the defendant has taken every 
reasonable precaution to prevent a confusion of its goods with the 
product of plaintiff or others.”’ 


The contrast between the two cases is clearly revealed in the language 
just quoted. 


This defendant urges reliance upon a somewhat unguarded observa- 
tion made by this court in the course of the trial with respect to alleged 
confusion on the part of a salesman of the plaintiff, and it seemed then 
and now that anyone who was selling the plaintiff’s goods ought to be able 
to detect the difference between the products of these two parties, but 
that does not touch the likelihood of confusion on the part of the casual 
purchaser, as is sought to be explained in Findings Nos. 26 to 29 above. 


It has not been overlooked that the defendant’s assertion of abandon- 
ment by plaintiff of the trade mark in question, is perhaps an unconscious 
plea in avoidance which would not have been resorted to except as a tacit 
admission of attempted appropriation. In any ease, the evidence does not 
bear out the contention. 


Settle judgment. 


HYDE PARK CLOTHES, INC. v. HYDE PARK FASHIONS, INC. 
No. 24—C. A. 2—April 29, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
Dismissal of complaint for unfair competition affirmed where plaintiff failed 
to prove actual confusion of public or trade, fraudulent intent of defendant, 
diversion of trade or actual damage. HYDE PARK for men’s clothing is not 
infringed by HYDE PARK for women’s clothing or as part of trade name. 
CourTts—CONFLICT OF LAWS 


Federal law of unfair competition in related fields requires same result as 
application of state law. 
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Action for trade-mark infringement and unfair competition by Hyde 
Park Clothes, Inc. v. Hyde Park Fashions, Inc. Plaintiff appeals from 
judgment dismissing complaint. Affirmed; Circuit Judge Clark dissents 
with opinion. 


Case below reported at 42 TMR 650. 


Truman A. Herron of Cincinnati, Ohio (Wood, Herron & Evans of Cincin- 
nati, Ohio, and Hays, Wolf, Schwabacher, Sklar & Epstein of New 
York, N. Y. of counsel) for plaintiff-appellant. 


Oscar Levine of New York, N. Y. for defendant-appellee. 
Before Swan, Chief Judge, and CLARK and Frank, Circuit Judges. 
Swan, Chief Judge. 


This is an appeal by the plaintiff from a judgment dismissing its 
complaint on the merits, after a trial, in a suit charging infringement of 
a registered trade mark and unfair competition. Federal jurisdiction 
was based on the Trade Mark Act of 1946, 15 U. S. C. A. §§ 1114, 1121, 
with pendent jurisdiction under 28 U. S. C. A. § 1338(b) as to the claim 
of unfair competition, and also on diversity of citizenship, 28 U. S. C. A. 
§ 1332. Plaintiff’s trade mark, registered January 2, 1923 as No. 163,111 
under the Act of February 20, 1905, showed the words HYDE PARK 
in combination with a golfing scene. The trial court found no infringe- 
ment of this trade mark, and this finding is not challenged by the appel- 
lant.1 The court also found that the plaintiff had a good common-law trade 
mark in the words HYDE PARK for men’s clothes manufactured by it 
and that this mark was not infringed by the defendant either by the 
use of its corporate name, ‘‘Hyde Park Fashions, Inc.,’’ or by using the 
words HYDE PARK in its advertising and on the labels its attaches to 
the garments it manufactures and sells. The trial court further held that 
the defendant in the manufacture and sale of its ladies’ suits and coats 
does not compete unfairly with plaintiff in its manufacture and sale of 
men’s suits and coats. Only this conclusion as to the non-existence of 
unfair competition is attacked by the appeal. 


The trial court made detailed findings of fact and wrote an opinion 
[42 TMR 650]. The appellant does not object to the court’s findings 
on factual questions; it disputes only the legal conclusions drawn there- 
from. The parties are not in direct competition. Plaintiff and its pred- 
ecessors in the business have been engaged in the manufacture and 
sale of men’s clothing, particularly suits, and since 1922 have used the 
words HYDE PARK on their labels. Plaintiff has never manufactured 


1. The appellant’s brief states: Appellant is not here urging the cause of action 
on the registered mark and is entirely content that it be ignored. If it is ignored, 
then this court has nothing before it except an action in which the jurisdiction is 
predicated solely on diversity.’’ 
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or sold women’s garments. Defendant was incorporated in 1945 and 
deals exclusively in women’s clothing, classified in the garment trade 
as ‘‘Junior Miss Sizes and Models.’? When defendant adopted its cor- 
porate name it had no knowledge of the existence of plaintiff. It chose 
a name which its predecessor had used in his business and which the 
New York Secretary of State informed it was available.? Both plaintiff 
and defendant sell their garments nationally in practically all the states. 
They deal with retailers who sell to the public. As applied to both 
plaintiff and defendant the trade mark HYDE PARK does not have a 
geographical connotation but has a secondary connotation connoting 
style or quality. Persons engaged in the manufacture and retailing of 
men’s suits and coats associate the words HYDE PARK in the men’s 
clothing field with the plaintiff; those engaged in the manufacture and 
retailing of women’s suits and coats associate the words in the women’s 
clothing field with the defendant. The defendant has not attempted to 
palm off its product as the product of the plaintiff. It has not diverted 
any of the plaintiff’s customers; nor has the plaintiff sustained any 
loss or damage as the result of any similarity in the corporate names 
of plaintiff and defendant. Such similarity has caused no ‘‘confusion’’ 
in the trade and the purchasing public has not been misled into be- 
lieving that plaintiff is the source or orgin of defendant’s merchandise. 
The plaintiff’s garments are priced somewhat higher than defendant’s, 
but this difference in price does not adversely affect plaintiff’s reputation 
or good will. The defendant has spent more, in proportion to gross sales, 
in advertising than has the plaintiff; and its product is highly considered 
among department and specialty store buyers, because of its quality 
and its patented style of skirt. In its advertising and merchandising de- 
fendant refers to its suits as ‘‘Drum Skirt’’ suits. 


The appellant urges that the first question for determination is 
whether federal law or state law is controlling in a cause of action for 
unfair competition in which federal jurisdiction rests solely on diversity, 
although jurisdiction was also claimed as pendent to an action on a 
federally registered trade mark which the court found valid but not 
infringed. It is said that the question is ‘‘so controversial’’ that it 
should be decided ‘‘even though in appellant’s view the result of the 
ease should not turn on the decision,’’ because it is entitled to prevail 
regardless of whether federal or state authorities are applied.* Judge 
Clark is of opinion that because of the Lanham Act federal law controls, 
but a majority of the court thinks that a decision as to which law should 
be applied is unnecessary, since in our opinion the application of either 
federal or state law requires affirmance. 


2. The plaintiff did not qualify itself to do business in New York State until 1950. 

3. In support of applying federal law, the appellant cites Grocers Baking Co. v. 
Sigler, 6 Cir., 1382 F.2d 498.[33 TMR 130]; and Jewel Tea Co., Inc. v. Kraus, 7 Cir., 
187 F.2d 278 [41 TMR 134]. 
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If it be assumed that federal law is to be applied, there is no need 
to add anything to Judge Leibell’s opinion. He analyzed the principal 
cases in this circuit involving competition in related fields. As these 
cases point out, the interests of the owner of a trade mark who seeks 
to extend it to cover goods on which he has never used it are two: (1) 
the possibility that trade practices of the defendant may stain the re- 
putation of the plaintiff in the minds of his customers; and (2) the 
possibility that some time in the future the plaintiff may wish to extend 
his business into the market which the defendant has already begun to 
exploit. These interests must be weighed against the interests of the 
defendant to preserve whatever good will he has acquired by selling his 
goods under the name and marks he has adopted.5 Judge Leibell then 
demonstrated by a discussion of the facts that the plaintiff had not shown 
any basis for injunctive relief. We agree. Our recent decision in Ad- 
miral Corporation v. Penco, Inc. (decided April 1, 1953) [43 TMR 616] 
involves a different situation for there the court found intentional palm- 
ing off and actual confusion. 


Nor do the New York eases, if state law rather than federal be 
applicable, lead to a different conclusion when no intentional palming 
off exists and no actual or likely confusion has been found.” According 
to the appellant ‘‘the latest pronouncement of the Now York courts on 


this subject’’ is Time, Inc. v. Life Color Laboratory, Inc., 101 N.Y.S.2d 


4. 8.C. Johnson & Son v. Johnson, 2 Cir., 116 F.2d 427 [36 TMR 82]; 8S. C. John- 
son & Son Vv. Johnson, 2 Cir., 175 F.2d 176 [39 TMR 537] cert. den. 338 U.S. 860; 
Federal Telephone and Radio Corporation v. Federal Television Corp., 2 Cir., 180 F.2d 
250 [40 TMR 219]. 

5. Our recent decisions in Miles Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 F.2d 
602 [42 TMR 911], cert. den. 345 U.S. 909, and Pastificio Spiga Societa, Etc. v. De 
Martwni Macaroni Co., 2 Cir., 200 F.2d 325 [42 TMR 149], are not concerned with goods 
in related fields; they cannot be regarded as in any respect inconsistent with the 
doctrine expounded in the Johnson and Federal cases. 

6. The concluding paragraph reads as follows: 

‘*T have concluded that defendant does not infringe plaintiff’s trade mark and 
does not unfairly compete with plaintiff. No harm has come to plaintiff by way 
of ‘confusion’; nor any damage to plaintiff’s reputation by defendant’s use of 
the words HYDE PARK in its corporate name or on its women’s suits. And there 
is no likelihood of any damage to plaintiff. Defendant has taken nothing from 
plaintiff; the fact is defendant has paid its own way in acquiring a good will of 
its own in the women’s field. Plaintiff has stated that it does not ask damages. 
It proved none. Nor has it shown any threat of damage which could be the 
basis for asking for injunctive relief. The complaint will accordingly be dis- 
missed on the merits.’’ 

7. See, for example, Eastern Construction Co. v. Eastern Engineering Corp., 246 
N. Y. 459, 462: 

‘‘ Justification, if any, for the injunction, must rest upon a finding that the 
corporate name which the defendant has adopted, with the sanction of the state, 
is so similar to the name under which the plaintiff conducts its business that the 
public may be confused, and that some persons may do business with the defendant 
in the belief that they are dealing with the plaintiff. * * *’’ 

Neva-Wet Corp. v. Never Wet P. Corp., 277 N.Y. 163, 169 [28 TMR 167]: 

‘¢* * * But the equity power of the court should not be exercised to interfere 
with freedom of conduct of trade and general business competition, but only to 
restrain fraud and imposture.’’ 
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586. There the trial judge found that there had been no palming off, 
no confusion, no inferiority in the defendant’s work which might dis- 
credit the plaintiff if confusion existed, and no damage to the plaintiff. 
Yet he felt constrained to grant an injunction, saying ‘‘Upon such facts, 
it would appear that an injunction ought not to issue, but the law of 
‘unfair competition’ is otherwise.’’® But in relying on this decision the 
appellant was evidently unaware that the judgment had been reversed 
by the Appellate Division and its decision affirmed by the Court of 
Appeals. This disposition of the case by the appellate courts confirms 
our view that on this subject the state law is not at odds with our own 
eases and that under either state or federal authorities affirmance of 
the judgment on appeal is required. 


Judgment affirmed. 
CuaRK, Circuit Judge (dissenting). 


Plaintiff-appellant has had the misfortune—so it seems to me—to 
come before a panel of this court allergic to the doctrine historically 
associated with us because of its nurture by our most illustrious judges! 
of protecting trade names against competition which will create con- 
fusion as to source of goods sold under such names. The chance of 
the assignment calendar which has so operated against plaintiff might 
as easily have brought it success, to judge by the three most recent cases 
on this issue before us, the unanimous decision in each instance—two 
in fact reversing decisions below—of another panel. Miles Shoes, Inc. 
v. R. H. Macy & Co., 2 Cir., 199 F.2d 602 [42 TMR 911], certiorari denied 
345 U.S. 909, 73 S.Ct. 650; Pastificio Spiga Societa per Azioni v. De 
Martini Macaroni Co., 2 Cir., 200 F.2d 325 [42 TMR 149] ; Admiral Corp. 
v. Penco, Inc., 2 Cir., April 1, 1953 [43 TMR 616]. These cases all pre- 
sent the issue of confusion as to source, but to my mind no more and 
even perhaps less sharply than does this.2, And many earlier cases may be 


8. Judge Nathan’s opinion indicates, 101 N.Y.S.2d at pp. 586-7 that he followed 
what he considered to be the doctrine of Triangle Publications v. Rohrlich, 2 Cir., 167 
F.2d 969 [38 TMR 516]. 

9. Time, Inc. v. Life Color Laboratory, Inc., 107 N.Y.S.2d 957 [42 TMR 56], aff’d 
303 N.Y. 965. 

1. What is called the ‘‘federal’’ rule or is ‘‘ popularly known as the Hand doc- 
trine’’ from its original impulse in the Second Circuit, Lunsford, Trade Mark Infringe- 
ment and Confusion of Source; Need for Supreme Court Action, 35 Va. L. Rev. 214, 
217, is discussed in my dissent in 8. C. Johnson § Son v. Johnson, 2 Cir., 175 F.2d 
176, 182 [39 TMR 557] n. 7; it is in substance the basis of our decision in Admiral 
Corp. v. Penco, Inc., 2 Cir., April 1, 1953 [43 TMR 616]. 

2. The Miles case involved competition between retailers of shoes, extended to 
hosiery by the ultimately successful defendant, where the trade mark included a 
distinguishing feature of a growing tree, in addition to some combination of the word 
GRO; further there were several other discovered uses of the word. Pastificio Spiga 
was a case of competition between manufacturers of a food product where the plaintiff 
had not entered into the manufacture of the particular product at all in this country. 
The Admiral case involved competition between a manufacturer of radio and television 
sets, refrigerators, electric ranges, with a retailer of electric vacuum cleaners and sewing 
machines; and there were many uses in other lines of the mark ADMIRAL. The first 
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cited, ranging from the settled view disclosed in Aunt Jemima Mills Co. 
v. Rigney & Co., 2 Cir., 247 F. 407, certiorari denied 245 U.S. 672, and 
Landers, Frary & Clark v. Universal Cooler Corp., 2 Cir., 85 F.2d 46 [26 
TMR 591], through the holding, somewhat questioned, it is true, in the 
concurrence, of Standard Brands v. Smidler, 2 Cir., 151 F.2d 34 [35 
TMR 277]; to the majority decisions in such striking cases as La 
Touraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115 [36 
TMR 271], certiorari denied 329 U.S. 771, and Triangle Publications v. 
Rohrlich, 2 Cir., 167 F.2d 969 [88 TMR 516]. True, there are other recent 
ceases reflecting the apparently developing wave which the opinion herewith 
represents and adequately illustrated by the two cases it particularly 
cites: Federal Telephone & Radio Corp. v. Federal Television Corp., 2 
Cir., 180 F.2d 250 [40 TMR 219] (in theme, if not necessarily in result), 
and S. C. Johnson & Son v. Johnson, 2 Cir., 175 F.2d 176 [89 TMR 557] 
(where I stressed in dissent the effect of the holding in falsifying our earlier 
finding of wrongdoing, 2 Cir., 116 F.2d 427, by refusing any realistic relief). 
Differences of view on such issues seem to me not unnatural and, while 
inconvenient, need no apology. I think we ourselves should recognize the 
existence of such divergence, just as others are doing, e.g., Lunsford, Trade 
Mark Infringement and Confusion of Source: Need for Supreme Court 
Action, 35 Va. L. Rev. 214; Pattishall, Trade Marks and the Monopoly 
Phobia, 50 Mich. L. Rev. 967, 52 TMR 588, and as the opinion below dem- 
onstrates by its careful selectivity in choice of precedents. This natural 
development could be somewhat ameliorated if we adopted the practice I 
have urged of sitting en bane on special occasions, 28 U.S.C. § 46(¢), though 
obviously it cannot really be controlled until the Supreme Court decides 
to exercise its constitutional power in these premises.* Since it will tend to 
postpone that day and to increase the confusion of counsel, I think it regret- 
table that the opinion here tends to obscure and even to deny this clear-cut 
schism. 


Actually plaintiff’s counsel has been so acutely aware of these confu- 
sions that he has made some damaging concessions which, however, seem- 
ingly compelled by the immediate tactical situation, nevertheless are inimi- 
eal to the proper long-run clarification of this important branch of the law. 
I refer to his withdrawal on appeal from any immediate attempt to save 
his client’s registered marks and his acceptance of state law as controlling 
on the issue of unfair competition. As he frankly states, he does it in each 
instance to obtain the benefit of the more inclusive protection thought to 
be found in the state precedents. The result shows that his strategy has 
failed, as I believe it should, no matter how much I may sympathize with 


722 
two were reversals of the decisions below; hence only in the Admiral case were there 
findings of direct and intentional competition; the decision accepts these findings, but 
also stresses the broad principles of the Lanham Act. 

3. The Court has already adverted to the general problem. Steele v. Bulova Watch 
Co., 344 U.S. 280, 283 [43 TMR 57] nn. 6, 7. 
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the purpose of his endeavor. For, after all, this problem concerns nation- 
wide business and industry; and any attempt to untwine the inextricably 
intermeshed elements of trade mark infringement and unfair competition is 
to transfer the case out of the realm of business practicalities and into that 
of legal dialectics. We have already given effect to the announced pur- 
pose of Congress to establish a national law in the Lanham Act so far as 
concerns the issue of infringement, 15 U.S.C. § 1114(1). 8S. C. Johnson & 
Son v. Johnson, supra, 175 F.2d at page 178 [39 TMR 557] ; Admiral Corp. 
v. Penco, Inc., supra. I think we should do the same on the issue of unfair 
competition, 15 U.S.C. § 1125(a). See Dad’s Root Beer Co. v. Doc’s Bev- 
erages, 2 Cir., 193 F.2d 77, 80 [42 TMR 37] ; Admiral Corp. v. Penco, Inc., 
supra. In the controversy between these parties the issue of trade mark 
infringement seems to me obviously involved with respect not only to that 
one of plaintiff’s registered marks which is referred to in the majority opin- 
ion, but also to another for the name Hyde Park alone—which though ex- 
pired appears to have been replaced by a new and similar one after the trial 
below.* I think we only confuse and store up future trouble by trying to 
separate issues or postpone full decision here. For the single question here 
seems to me to come down simply to this: Does the defendant’s use of the 
name confusingly mislead purchasers as to the source of the goods? 


This counterstatement of the case will show why I think the enactment 
of the Lanham Act affords the definite solution of our problem. So far as I 
can understand myself, I did not feel any particular bias originally in the 
premises ; if anything, I felt equal repugnance for the excesses of American 
advertising as for the attempts at a ‘‘free ride’’ upon a business reputation 
built up by others. In other words, the situation was one where a declara- 
tion of public policy by the constitutional body having that responsibility 
should be weleome. And since the background of congressional action 
included not only the development of the ‘‘federal’’ rule in this and other 
circuits,> but its very careful formulation in one of the most admired 
of all the restatements, 3 Restatement, Torts, Division 9, and notably 
§§ 715-740 (1938), I felt and still feel that we should accept the con- 
gressional mandates on the whole rather gratefully. The Act was under 
consideration for several years and by several Congresses. We have 


4. Plaintiff’s registration of June 12, 1923, of the words HYDE PARK alone 
expired in 1948; according to plaintiff’s brief, ‘‘An application for a similar registra- 
tion was pending at the date of the trial and has since been issued by the Patent Office 
as Registration No. 558494.’’ Were this case to be reversed, it would seem that these 
matters could be pleaded in a ‘‘supplemental’’ pleading. F. R. 15(d). The other 
registration using the name for men’s suits in connection with a golfing scene would 
seem as much infringed here as the GRO with a growing tree in the Miles case 
referred to in my note 2 supra. Here as to either registration it would be necessary 
to show the defendant’s injury to the plaintiff in interstate commerce; but that would 
follow from the facts presented as to the defendant’s use without necessary resort to 
the additional grounds discussed in Dad’s Root Beer Co. v. Doc’s Beverages, 2 Cir., 193 
F.2d 77, 79-83 [42 TMR 37]; see also Sterling Brewers, Inc. v. Cold Spring Brewing 
Corp., D.C. Mass., 100 F.Supp 412 [41 TMR 990], with note thereon in 100 U. of Pa. 
L. Rev. 1075. 

5. See my note 1 supra and references given in the cases there cited. 
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already quoted and relied—in the Johnson case, supra—on the final 
statement of its purpose in the Report of the Senate Committee on 
Patents, No. 1333, May 14, 1946, U.S. Code Cong. Serv., 79th 
Cong., 2d Sess. 1274, 1277 (1946), to establish a national law in the field. 
I think we should also take heed of its statement of ‘‘ Basic Purposes’’ and 
particularly of the one it mentions first, ‘‘to protect the public so it may 
be confident that, in purchasing a product bearing a particular trade mark 
which it favorably knows, it will get the product which it asks for and 
wants to get.’’® I stress this particularly because the vital consumer inter- 
est, perhaps the most durable of any in the ease, is significantly overlooked 
in the statement of interests to be protected approvingly quoted by my 
brethren from the Federal Television case.? I think it important that 
women, when being led to buy the somewhat lower priced goods of defend- 
ant, should not be also led to think that they are getting goods backed up 
with the plaintiff’s long established reputation in the garment industry. 
And it is not without significance, too, that the Senate Committee thought 
to meet head on that specter of monopoly relied on to defeat trade marks in 
some of the cases—though not here; this it does in a considerable section, 
citing, inter alia, decisions of Justices Holmes and Pitney, under the rubric, 
‘‘Trade Marks Defeat Monopoly by Stimulating Competition.’’ U.S. Code 
Cong. Serv., supra at pages 1274, 1275. 


As we have often pointed out, most recently in the Admiral case with 
appropriate citation of authorities, the test is the likelihood of confusion, 
not the number of specific instances of customer mistake which can be piled 
up. When we approach the case from this standpoint I submit the answer 
cannot really be in doubt. For here we have the two competitors—the one 
with long established reputation, the other breaking in—manufacturing and 
selling in the same way in what seems to me the one industry, referred to in 
the opinion as ‘‘the garment trade.’’ The connection seems to me much 
closer than, e.g., razor blades and fountain pens, L. E. Waterman Co. v. 
Gordon, 2 Cir., 72 F.2d 272, 273 [24 TMR 347], or refrigerators and sewing 
machines, Admiral Corp. v. Penco., Inc., supra, or other precedents therein 


6. The full quotation is as follows: 

‘‘Basic Purposes of Trade Mark Legislation 

‘‘The purpose underlying any trade mark statute is twofold. One is to protect 
the public so it may be confident that, in purchasing a product bearing a par- 
ticular trade mark which it favorably knows, it will get the product which it 
asks for and wants to get. Secondly, where the owner of a trade mark has spent 
energy, time, and money in presenting to the public the product, he is protected 
in his investment from its misappropriation by pirates and cheats. This is the 
well-established rule of law protecting both the public and the trade mark owner. 
It is succinctly stated by Mr. Justice Frankfurter in Mishawaka Rubber and 
Woolen Company v. S. 8. Kresge Company, decided on May 4, 1942 [32 TMR 254]: 

‘¢ ‘The protection of trade marks is the law’s recognition of the psychological 
function of symbols.’ 

‘Your committee believes the proposed bill accomplishes these two broad basic 
principles.’’ U. 8. Code Cong. Serv., 79th Cong. 2d Sess. 1274 (1946). 


7. In note 4 of the opinion supra. 
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cited. If we take the nine factors bearing on the issue of infringement and 
the ‘‘limitation of protection with reference to kind of goods’’ so carefully 
formulated in 3 Restatement, Torts, § 731, I suggest that practically every- 
one argues against limitation here. I shall not take space to go through 
them seriatim, but might stress such highlights as the general likelihood that 
the goods of one will be mistaken for those of the other, the extent to which 
the goods are marketed through the same channels, the relation in function 
between them, the degree of distinctiveness of the trade mark or trade 
name, the length of time of use, ete. I rather deprecate the seizing on small 
distinctions in the goods—of a kind not quickly occurring to a shopping cus- 
tomer—to justify this form of competition. By making ever finer distine- 
tions between products, we could easily do away with all possibility of 
protection to an established trade reputation. For instance, I should take 
this decision for authority to sell any of the new and increasingly popular 
synthetic materials for summer and sport wear under the name of any of the 
older manufacturers of woolen suits. But see Rosenberg Bros. & Co. v. 
Elliott, 3 Cir., 7 F.2d 962; Blek Co. v. Mishawaka Rubber Co., D. C. Cir., 
18 F.2d 191; Long’s Hat Stores Corp. v. Long’s Clothes, 224 App. Div. 497, 
231 N.Y.S. 107. 


The majority’s view of the statutory test seems to me to encourage an 
element of partiality in this field based on a wholly irrelevant consideration, 
namely, the trier’s response to the apparent fairness or unfairness of the 
acts of a defendant considered from his own standpoint. This I fear is too 
subjective a reaction to be anything but a pitfall for the court. Under such 
a concept it will be comparatively easy for most competitors to shield them- 
selves from any challenge by ostentatious ignorance of their own business 
and its ramifications until they have successfully appropriated another’s 
title. Meanwhile the confusion of customers and the destruction of an- 
other’s business can go on with impunity so long as the competitor can show 
a purity of his own purpose. Further he is aided by substantially a pre- 
sumption in his favor; for if we believe in a considerable degree of free 
competition, we must consider his efforts praiseworthy unless carried to ill- 
defined predatory extremes. I cannot avoid wondering if the defendant is 
as innocent of what was so generally and so widely known as it is pictured 
in this record. Even more, I think this too untrustworthy a basis upon 
which to make decision involving important business relations turn. We 
have rejected it as late as the other decisions in this term cited above and we 
should do the same here. 


I think the plaintiff entitled to an injunction. 
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CHAMPION SPARK PLUG COMPANY v. SANDERS et al. 
No. 267—C. A. 2—May 6, 1953 


Action for trade-mark infringement and unfair competition by 
Champion Spark Plug Company v. Harry Sanders, doing business as The 
Perfect Recondition Spark Plug Company. Samuel and Harry Sanders 
appeal from judgment for plaintiff on accounting. Affirmed. Case below 
reported at 43 TMR 264. 

Elliott L. Biskind, of New York, N. Y. for defendants-appellants. 
Ward, Crosby & Neal, of New York, N. Y. (Wilber Owen and Carl F. 

Schaffer, of Toledo, Ohio of counsel) for plaintiff-appellee. 

Before Auaustus N. Hann, Coase and Cuark, Circuit Judges. 

Per CurRIAM. 


Order and judgment affirmed in open court. 


SPANG et al. v. WATSON, COMMISSIONER OF PATENTS 
No. 11508—C. A. D. C.—May 7, 1953 


TRADE-MarRK Act oF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


CUBE STEAK for meat tenderizing machines is not registrable under 
Section 2(f) of the Lanham Act where applicant failed to prove that the mark 
means the producer and not the name of the goods of the producer. 


R. S. 4915 action by William F. Spang, Carl F. Spang, Robert L. 
Spang, Marie F. Spang, John Spang, Joseph P. Spang, ITI, Thomas Spang, 
Anna M. Peck, Virginia MecMana, Barbara Lamothe, and Cube Steak Ma- 
chine Company, Serial No. 535,686, filed September 25, 1947, against Robert 
C. Watson, Commissioner of Patents. Plaintiffs appeal from judgment dis- 
missing complaint. Affirmed. Case below reported at 42 TMR 643. 


Cedric W. Porter, of Boston, Mass. (Nathan Heard, Boston, Mass., and 
Lee L. Townshend, Washington, D. C. on the brief) for applicant- 
appellants. 

H.S8S. Miller, (E. L. Reynolds on the brief) for the Commissioner of Patents- 
appellee. 


Before EpGERTON, Fany and WasHInerTon, Circuit Judges. 


Fany, Circuit Judge. 


Appellants sued the Commissioner of Patents under Rev. Stat. § 4915,! 


1. Rev. Stat. § 4915 (1875), as amended 35 U.S.C. § 63 (1946), has since been 
repealed by Section 5, Act of July 19, 1952, c. 950, 66 Stat. 815. It has been replaced 
by 66 Stat. 803, 35 U.S.C.A. §§ 145, 146 (Supp. 1952). 
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to register the words CUBE STEAK as a trade mark for meat tenderizing 
machines. Appellants say the term is ‘‘a mark used by the applicant which 
has become distinctive of the applicant’s goods in commerce’’ within the 
meaning of § 2(f) of the Lanham Trade Mark Act, 60 Stat. 429, 15 U.S.C. 
§ 1052 (f) (1946). 


The District Court found [42 TMR 643] in substance that this term 
has not become distinctive of appellants’ goods. It found that appellants’ 
predecessor used it before them; and appellants ‘‘have made great efforts 
toward policing’’ it; but it now designates a type of meat that comes from 
many different sources. The evidence supports these findings. Appellants 
do not deny that the term CUBE STEAK is often used to designate a type 
of meat regardless of source. Notwithstanding that the term originally 
designated appellants’ machines and the product of these machines, appel- 
lants did not acquire an exclusive right to apply the name after it became 
generic and no longer distinctive of their goods. Singer M’f’g Co. v. June 
M’f’g Co., 163 U.S. 169 (1896) ; Kellogg Co. v. Nat. Biscuit Co., 305 U.S. 
111 [28 TMR 569] (1938). 


We need not consider whether, as the District Court thought, it neces- 
sarily follows that, ‘‘Sincee CUBE STEAK is the generic name of a variety 
of meat, it is equally the generic name of the machine which makes that 
variety of meat.’’ If the use of the words CUBE STEAK as a trade mark 
were limited to the machines and if it were found, on sufficient evidence, 
that customers for the machines regarded the mark as pointing distinctly 
to appellants as the producers, perhaps a limited registration might be pos- 
sible. As a common law ease affording protection of this limited character, 
see Bayer Co. v. United Drug Co., 272 F. 505 (S.D. N.Y. 1921). The cases 
of Singer M’f’g Co. v. June M’f’g Co., supra, and Kellogg Co. v. Nat. 
Biscuit Co., supra, read with Hanover Milling Co. v. Metcalf, 240 U.S. 403 
(1916), and United Drug Co. v. Rectanus Co., 248 U.S. 90 (1918), are not 
preclusive of such limited registration, particularly when they are consid- 
ered in the light of the liberalizing provisions of the Lanham Trade Mark 
Act.2 In a proper case the statute itself authorizes limitations and condi- 
tions upon registration: 60 Stat. 430, 15 U.S.C. §1057(a) (1946). See, 
also, Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F.2d 956, 960 
(8th Cir.), cert. denied, 311 U.S. 708, rehearing denied, 311 U.S. 730 (1940). 
But, as indicated in Kellogg Co. v. Nat. Biscuit Co., 305 U.S. at p. 118 
[28 TMR 569], the application of this doctrine of secondary meaning re- 
quires that not merely ‘‘a subordinate meaning’’ but ‘‘the primary signi- 
ficance of the term in the minds of the consuming public,’’ here those in the 
market for the machine, ‘‘is not the product but the producer.’’ Appellants 





2. ‘*No trade mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the principal register on 
account of its nature unless it’’, so far as here pertinent, ‘‘* * * is merely descriptive’’; 
and even if descriptive the mark may be registered if it ‘‘* * * has become distinctive 
of the applicant’s goods in commerce. * * *’’ (§2(f)) 
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failed to show clearly that this is the factual situation. On the contrary, 
the finding of the court that appellants ‘‘have not shown that the mark 
CUBE STEAK as used by them, has become distinctive of plaintiffs’ 
[appellants’] goods in commerce,’’ is entirely consistent with the evidence, 
even though ‘‘goods in commerce’’ be considered as the machines only and 
not the tenderized meat, and the public be considered only as those who 
might purchase the machines. 


Affirmed. 


BURGESS VIBROCRAFTERS, INC. v. ATKINS INDUSTRIES, 
INC., et al. 


No. 10643—C. A. 7—May 15, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
3-IN-1 is merely descriptive of a jig saw’s three functions: sawing, sanding 
and filing; hence defendant’s counter-claim for trade-mark infringement must fail 
where plaintiff uses 3-IN-1 and 4-IN-1 for identical goods. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


In the absence of passing off and of secondary meaning, plaintiff does not 
compete unfairly by using 3-IN-1 and 4-IN-1 together with BVI in black letters on 
a yellow octagonal design for a jig saw which has three or four functions where 
defendant uses 3-IN-1 to describe the three functions of its jig saw. 


Appeal from the District Court for the Northern District of Illinois, 
Perry, J. 


Action by Burgess Vibrocrafters, Inc. v. Atkins Industries, Inc. and 
Allen L. Atkins for declaratory judgment of patent invalidity and non- 
infringement. Defendants counterclaim for patent and trade-mark in- 
fringement and unfair competition. Plaintiff appeals from judgment for 
defendants. Reversed and remanded; counterclaim and supplemental 
counterclaim dismissed. 


A. Trevor Jones, Kenneth F. Burgess, and George I. Haight of Chicago, 
Illinois, for plaintiff-appellant. 


I. Irving Silverman and Myron C. Cass of Chicago, Illinois, for defend- 
ants-appellees. 


Before FINNEGAN, LINDLEY and Swarm, Circuit Judges. 
Swarm, Cireuit Judge. 


(Only that portion of the decision pertaining to trade-mark infringe- 
ment and unfair competition is printed below.) 


We have likewise concluded that the findings of the District Court 
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with respect to trade-mark infringement and unfair competition are clearly 
erroneous. 


The term 3-1N-1 is claimed by the defendants as the trade-mark for 
the Atkins saw, though it was never registered as such. This designation 
did not appear on the saw itself, nor on any carton or box for the saw. It 
did appear on order blanks and instruction sheets packed with each indi- 
vidual saw, and it was used extensively in advertising copy. It is said that 
the plaintiff was guilty of trade-mark infringement and unfair competition 
arising out of its use of the terms 3-1n-1, 4-IN-1 and ALL-IN-ONE in adver- 
tising the Burgess saw. 


There can be no dispute that the claimed trade-mark, as it was used, 
described the three purposes of the Atkins saw, namely, sawing, sanding 
and filing. Atkins admitted that the designation ‘‘refers to the fact that 
our jig saw is a saw, sander, and filing machine.’’ The manager of 
National Scientific Products Co. stated that the significance of the term 
3-1n-1 to him. The District Court, though it found the term not to be 
descriptive, did state that it ‘‘suggested to the buyer and prospective buyer 
the three functions of the saw, namely, sawing, sanding and filing.’’ Most 
significant is the manner in which this designation was used in descriptive 
literature and advertising copy. There, the Atkins device was widely 
characterized as the 3-IN-1 jig saw-sander-filer.’’ 


The defendants contend that the term 3-1-1, alone, is not descriptive. 
But we do not consider the effect of its use in a vacuum. Here, it was 
employed in combination with the words ‘‘jig saw-sander-filer.’’ It was 
universally understood to have reference to those three operations of which 
the machine was capable. As the term was used, we think it obviously was 
merely descriptive, and it therefore cannot constitute a valid trade-mark. 
Wilhartz v. Turco Products, 7 Cir., 164 F.2d 731, 732-33 [388 TMR 195]; 
De Long Co. v. Hump Hairpin Co., 297 Ill. 359, 465. 


Since we have held that the defendants did not have a valid trade-mark 
in the words 3-1n-1, the use by the plaintiff of those or similar words in its 
advertising could amount to unfair competition only in the event, first, 
that such use was calculated to mislead the public and thus enable Burgess 
to ‘‘pass off’’ its saws as those manufactured by Atkins; or, secondly, that 
the term used by the defendants had acquired a secondary meaning. 
Wilhartz v. Turco Products, 7 Cir., 164 F.2d 731, 733 [388 TMR 195]. 


We may disregard the latter point. There is no finding, nor is there 
any evidence, that the words had acquired a secondary meaning. The only 
question, then, is whether the plaintiff has attempted to create public con- 
fusion as to the identity of its saw by using descriptive terminology in its 
advertising similar to that used in describing the Atkins saw. 


Advertising layouts were used in the sale of the Burgess saw which 
were similar in many respects to those employed in promoting the Atkins 
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saw. As we have stated, however, the shape and configuration of the 
Burgess saw is sufficiently different in significant detail as to readily dis- 
tinguish it in appearance from the Atkins design. Moreover, it carries, 
prominently displayed on the front of the black housing which encloses 
the motor of the saw, the Burgess trade-mark, an octagonal design, with a 
background of bright yellow, bearing the letters BVI in black. The various 
advertising layouts not only pictured the saw, but referred also to its ‘‘built- 
in automatic blower,’’ a feature not found on the Atkins saw and one 
which was not advertised in connection with its sale. There is no evidence 
that the plaintiff, by its advertising methods, attempted to deceive the 
public with regard to the identity of the Burgess saw. Indeed, the District 
Court expressly determined that Burgess had not ‘‘passed off’’ its jig saws 
as those of the defendants when, at the conclusion of the trial, the court 
granted the plaintiff’s motion to strike that allegation from the counter- 
claim. 


Neither can the charge of unfair competition be sustained on the 
theory that Burgess violated any fiduciary duty owing to Atkins, or that 
Burgess acquired or was in a position to use any trade secrets relating to 
the design and manufacture of the Atkins saw. Atkins expressly ad- 
mitted, and the District Court found, that there was no confidential or 
fiduciary relationship existing between the parties. 


Despite this specific admission and finding, and despite the District 
Court’s determination that there had been no ‘‘passing off’’ of its saws 
as Atkins saws by the plaintiff, the defendants’ brief is replete with exag- 
gerated statements imputing to the plaintiff sinister motives and unlawful 
methods in designing and marketing the Burgess saw. These inferences 
are without foundation in the record. 

The plaintiff, of course, had no obligation to undertake the manu- 
facture of the Atkins saw under a royalty arrangement with Atkins, or to 
continue selling the saw after negotiations to purchase the business had 
failed. On the contrary, the plaintiff had every legal and moral right to 
introduce to the public a competitive product and to capture whatever 
share of the market it was able by legitimate means too acquire. The 
argument that Burgess had ‘‘slavishly’’ reproduced the Atkins design is 
nothing less than fantastic. The motor housing on the Burgess saw and 
the BVI trade-mark are just two of its obviously distinguishing features, 
and it requires but a cursory examination of the two saws to refute this 
exaggerated claim. We conclude that the record is devoid of any indication 
that the plaintiff was guilty of improper conduct. 

The judgment of the District Court is reversed, and the cause is 
remanded with instructions to dismiss the counter-claim and supplemental 
counterclaim and to enter a judgment that the Atkins Design Patent 
D-161,025 is invalid. 
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SUNBEAM CORPORATION v. PAYLESS DRUG STORES et al. 
No. 31068—D. C. N. D. Cal. S. Div.—May 15, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 





Defendant’s acts in advertising and selling plaintiff’s trade-marked products 
at less than prices stipulated by plaintiff is not an unlawful appropriation of plain- 
tiff’s good will where persons attracted into defendant’s stores by bargain prices 
on plaintiff’s products buy other products not made by plaintiff. 

































Action by Sunbeam Corporation v. Payless Drug Stores et al. for 
interference with contract, violation of anti-trust laws, and trade-mark 
infringement and unfair competition. Motion by Skaggs Payless Drug 
Stores, Payless Drug Store, L. Justin Skaggs, Mary Skaggs, Glynn E. 
Tucker, and L. H. Vierk to dismiss the complaint granted in part (for 
violation of anti-trust laws and for trade-mark infringement and unfair 
competition) and denied in part (interference with contract). 


Herman T. Van Mell of Chicago, Illinois and Landels & Weigel and 
Stanley A. Weigel of San Francisco, California for plaintiff. 


Fitzgerald, Abbott & Beardsley, M. W. Dobrzensky, Edward B. Kelly, 
and Robert 8. Rutledge of Oakland, California for Skaggs Payless 
Drug Stores, L. H. Vierk, Glynn E. Tucker, L. J. Skaggs, Mary Skaggs, 
and Payless Drug Store, defendants. 


Edward J. Ruff, George Black, Jr., and Thelen, Marrin, Johnson & Bridges 
of San Francisco, California for defendants. 


Carter, District Judge: 


(Only that portion of the opinion pertaining to trade-mark infringe- 
ment and unfair competition is printed below.) 


Plaintiff, Sunbeam Corporation, is an Illinois corporation which manu- 
factures and sells electrical household appliances. Defendants are cor- 
porations, a partnership and persons engaged in the retail drug and variety 
store business in a number of cities in the States of California and Wash- 
ington. 

Plaintiff’s alleged ‘‘third cause of action’’ sounds in trade-mark in- 
fringement and unfair competition. It is the theory of the complaint that 
defendants’ acts in advertising and selling Sunbeam products at less than 
the prices stipulated by plaintiff accomplished an unlawful appropriation 
of plaintiff’s property rights existing in the trade-marks and trade names 
used in the advertising and marketing of Sunbeam products. 


To support the conclusion that an appropriation of property rights 
in trade marks has been effected, it is alleged that defendants have used 
plaintiff’s trade-marks as an aid in selling ‘‘headache remedies, nostrums, 
tonics, sundries, cigars, cameras, fountain pens, toys and defendants’ vast 
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array of other merchandise which is not manufactured by Sunbeam at all.’’ 
The aid in selling other goods which defendants gain from the advertising 
and sale of Sunbeam products at cut prices—as outlined in the complaint— 
is that customers are attracted into defendants’ stores by the desire to 
purchase Sunbeam products at bargain prices and that while in defendants’ 
stores these customers purchase other products which are not manufac- 
tured by Sunbeam. 


Plaintiff contends that the owner of trade-mark rights in the product 
which he manufactures can require any retailer not specifically authorized 
to use such trade-mark, who subsequently acquires a clear title to any of 
such products, to remove from such products the trade-mark thereto 
attached and to refrain from using the trade-mark in connection with the 
advertising, offering for sale or sale of such products. Such a doctrine, 
however, is not a part of the law. 


A trade-mark symbolizes business good will. Beech Nut Packing Co. 
v. P. Lorrilard Co., 273 U.S. 629, 632; Old Dearborn Co. v. Seagram Corp., 
299 U. S. 183, 194-95 [27 TMR 3]; 52 Am. Jur. Trade-Marks, etc., See. 2, 
p. 508. There is no property in a trade-mark apart from the business or 
trade in connection with which it is employed. United Drug Co. v. Theodore 
Rectanus Co., 248 U.S. 90, 97; Hanover Star Milling Co. v. Metcalf, 240 
U.S. 403, 413-14. The law of trade-marks is but a part of the broader law 
of unfair competition, the general purpose of which is to prevent one person 
from passing off his goods or his business as the goods or business of another. 
American Steel Foundries v. Robertson, 269 U.S. 372, 380. 


A trade-mark only gives the owner thereof the right to prohibit its use 
to deceive the public in a manner which injures his goodwill. Prestonettes, 
Inc. v. Coty, 264 U.S. 359; Champion Plug Co. v. Sanders, 331 U.S. 125 
[37 TMR 323]. In the Prestonettes case, supra, Mr. Justice Holmes, at 
page 368, said: ‘‘A trade-mark only gives the right to prohibit the use of it 
so far as to protect the owner’s good will against the sale of another’s goods 
as his * * *. When the mark is used in a way that does not deceive the 
public we see no such sanctity in the word as to prevent its being used to 
tell the truth. It is not taboo.’’ 


The allegations of the complaint indicate no more than that defendants 
told the truth in connection with the use of plaintiff’s trade-marks. The 
products which defendants advertised and sold as Sunbeam products were 
in fact Sunbeam products. There is no allegation that other products not 
manufactured by Sunbeam were sold in connection with Sunbeam products 
with such combination being sold as a single unit of merchandise.” 


1. To this effect, see Chafee, ‘‘Equitable Servitudes on Chattels,’’ 41 Harv. L. 


R. 945. 

2. In this connection see Sears Roebuck § Co. v. Federal Trade Comm., 7 Cir., 258 
F. 307, wherein it was held that it was an act of unfair competition for Sears Roebuck 
& Co. to offer for sale a limited amount of sugar at a very low price in connection with 
a required purchase of other commodities. 
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All that is here alleged is that persons attracted into defendants’ stores 
by the advertising or display of Sunbeam products, offered at bargain prices, 
may, while in such stores, buy other products not made by Sunbeam. The 
probability of this occurrence is not higher than that of the converse situa- 
tion—where the persons going into defendants’ stores to purchase ‘‘head- 
ache remedies, tonics, ete.’’ become interested in and purchase Sunbeam 
products while in such stores. No credibility whatsoever can be given to the 
argument that because members of the public see Sunbeam products adver- 
tised by or displayed in a retail store they will be deceived into believing 
every article of merchandise in the store is manufactured by Sunbeam.® 


The complaint fails to allege any deception of the public which could 
reasonably be expected to injure plaintiff’s goodwill. There has been no 
actionable interference with its trade-mark rights. Thus, the ‘‘third cause 
of action’’ is dismissed for failure to state a cause for which relief can be 


granted. 


JEWEL TEA CO., INC. v. KRAUS 
No. 10795—C. A. 7—May 21, 1953 


CourTS—CONTEMPT PROCEEDINGS 

Punishment for contempt rests in the sound discretion of the trial court whose 
judgment will not be disturbed except where such discretion has been grossly 
abused. Where court enjoined defendant’s use of JEWEL as a trade name but per- 
mitted defendant’s use of JEWEL FINE ICE CREAM on ice cream, held, trial court did 
not abuse its discretion in denying plaintiff’s motion for contempt because de- 
fendant complied the injunction by eliminating JEwEL from its trade name and by 
using KRAUS MILK STORES in easily read letters in close proximity to every use of 
JEWEL. 


CourTS—APPELLATE PROCEDURE 


Findings of fact and conclusions of law or a memorandum opinion thereof 
should be filed in contempt motions; where a defendant is held in contempt, the 
findings should clearly point out the conduct held to be contemptuous. 


Appeal from the District Court, Northern District of Illinois, 
La Buy, D. J. 


Action by Jewel Tea Co., Inc. v. Charles Kraus for unfair competition. 
Plaintiff appeals from order denying plaintiff’s motion that defend- 


3. Only occasional cases of confusion or thoughtless errors by very inattentive 
purchasers are of little or no significance in determining whether sufficient confusion 
of the public exists to justify a finding of trade mark infringement. Kellogg Co. v. 
National Biscuit Co., 305 U.S. 111, 121 [28 TMR 569]; Quaker Oats Co. v. General 
Mills, 7 Cir., 134 F.2d 429, 432 [33 TMR 178]; Valvoline Oil Co. v. Havoline Oil Co., 
S.D.N.Y., 211 F. 189, 194. See also Pennzoil Co. v. Crown Central Petroleum Corp., 
D.Md., 50 F.Supp. 891, 900 [33 TMR 440]; Restatement, Torts, § 728, Comment A. 

4. For an example of the sort of deception of the public which does give rise to 
a right of action see Paramount Pictures v. Leader Press, 10 Cir., 106 F.2d 229 [28 


TMR 582]. 
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ant be adjudged in contempt. Affirmed; Lindley, C. J. concurs with 
opinion. 


Leslie M. Parker, Malcolm 8S. Bradway, and Avern B. Scolnik of Chicago, 
Illinois, for plaintiff-appellant. 


Francis V. Healy and Melvin B. Lewis of Chicago, Illinois, for defendant- 
appellee. 


Before Durry, FINNEGAN and LinbLeEy, Circuit Judges. 
Durry, Circuit Judge. 


This is an appeal from an order of the district court denying plaintiff’s 
petition asking that defendant be adjudged in contempt for failing to 
comply with the terms of an injunction which had been entered in this 
cause. 


Plaintiff brought this action, alleging unfair competition. At the time 
of the trial plaintiff operated a chain of 150 retail food stores in the 
Chicago area. Defendant operated 8 stores in three Chicago suburbs, using 
the trade name JEWEL MILK STORES, and selling dairy products pri- 
marily. Ice cream was the only product sold by defendant to which he 
applied the name JEWEL, and he had done so for at least five years prior 
to the date when plaintiff first sold ice cream. 


The district court issued an injunction restraining defendant from 
using the word JEWEL in the name of his stores, and in connection with 
the operation of his business. On appeal, 187 F.2d 278, 284, [41 TMR 134] 
this court directed: ‘‘The injunction will be modified so as to preserve to 
the defendant the right to sell ice cream under the words JEWEL FINE 
ICE CREAM but without referring to JEWEL as any part of defendant’s 
trade name,’’ and the judgment of the district court was modified accord- 
ingly. Thereafter defendant eliminated the word JEweE. from its trade 
name and placed the words KRAUS MILK STORES upon every window of 
the stores operated by it. In some instances the name appeared twice on a 
window. On a very large sign on the side of a building at 1120-A West 
Chicago Avenue, the word JEWEL was painted out. In a large neon 
sign used at 1918 South Cicero Avenue, the word JEWEL was eliminated, 
and at the same address the word JEWEL was apparently painted out of 
the name previously appearing on the awning. 


Plaintiff now objects to the use by defendant of signs in the windows 
of his stores bearing the slogan, JEWEL FINE ICE CREAM. These signs 
usually appear at least once and in several places twice in each window. 
At the hearing in the district court plaintiff’s counsel insisted that defend- 
ant should not be permitted to use the word JEWEL on any signs that 
appear either in front of defendant’s stores or in the windows. 


In our opinion we had ruled, p. 284 [41 TMR 134]: ‘‘* * ® by rea- 




















952 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


son of his prior public use, extending for a period of more than five years, 
the defendant is entitled to use the term JEWEL FINE ICE CREAM on 
ice cream cartons sold in his stores or distributed by him.’’ We determined 
that the plaintiff and defendant each had property rights in the trade-mark 
JEWEL but that defendant’s rights were in the limited field of the sale 
of ice cream. Defendant had the right to utilize the word JEWEL in 
advertising his ice cream, but under the judgment was required to take 
precautions so that the public would not be led to believe that JEWEL was 
any part of his trade name. The trial court held defendant was not lim- 
ited to using the word JEWEL only on its ice cream cartons. We hold it 
thus correctly interpreted our ruling. 


Complaint is made that the district court did not make formal findings 
of fact and conclusions of law pursuant to Rule 52(a), Federal Rules of 
Civil Procedure. But this was a proceeding for civil contempt upon a 
motion in the principal action. Rule 52(a) provides that findings are 
unnecessary on motions except as provided in Rule 41(b) relating to 
involuntary dismissal. Furthermore, Rule 52(a) provides, ‘‘If an opinion 
or memorandum of decision is filed, it will be sufficient if the findings of 
fact and conclusions of law appear therein.’’ Here the district court did 
file a memorandum opinion. 


We do not wish to be understood as announcing that findings of fact 
and conclusions of law need not be filed on contempt motions as a matter 
of general procedure. We think that such findings would usually be 
appropriate, and especially when a defendant is held in contempt. It is 
desirable that the findings clearly point out the conduct held to be con- 
temptuous. 


Many of the arguments made on appeal by plaintiff might well have 
been and probably were presented to the trial court, but the only question 
before us is whether that court abused its discretion. The rule has been 
stated, ‘‘ * * * punishment for contempt rests in the sound discretion of 
the trial court in the absence of legal restriction, it is not ordinarily re- 
viewable, and where the court has jurisdiction in contempt proceedings its 
judgment will not be disturbed except where such discretion has been 
grossly abused * * *.’’? 17 C. J. S., Contempt, See. 124(e), p. 170. In In re 
Sobol, 2 Cir., 242 F. 487, 489, the court said, ‘‘* * * it is also settled, in 
the absence of statutory regulation, that the matter of dealing with con- 
tempts and how they should be punished are within the trial court’s sound 
discretion, and that such discretion will not be interfered with, unless it 
has been grossly abused.’’ In Miller v. Zaharias, 7 Cir., 168 F.2d 1, 3, 
certiorari denied 335 U.S. 823, this court said, ‘‘As we have frequently 
held, the action of the trial court upon a charge of contempt is discretion- 
ary in character and is not to be reversed except for abuse of such dis- 
cretion or unless clearly erroneous.’’ 
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Defendant has used and is using for advertising purposes in his win- 
dows neon light signs of two types: (1) the outline of a milk bottle with 
the words attached, KRAUS MILK STORES; and (2) the outline of an 
ice cream cone with the words attached, JEWEL ICE CREAM. The letters 
in each sign are of approximately the same size, and in at least six 
of defendant’s stores both signs are used simultaneously. The record does 
not contain any evidence that a cone sign with the words JEWEL ICE 
CREAM was used separately in the window of any of defendant’s stores. 


In plaintiff’s advertising using the word JEWEL on its store fronts, 
it uses heavy block letters. Nevertheless its principal complaint as to 
defendant’s use of the word JEWEL is where it appears in script. Plain- 
tiff argues that in the signs used by defendant the letters ‘‘J’’ and ‘‘L’’ in 
the word JEWEL are larger than any letters in the name of KRAUS 
MILK STORE. The photographs in evidence show this to be true, but 
in every instance where defendant has used the word JEWEL in script 
in its store windows, it has also used in close proximity the words KRAUS 
MILK STORES in letters, which are easily read. The trial court found ‘‘* * * 
that the style of advertising adopted and used by the defendant in adver- 
tising its ice cream identifies the source of this product as being that of the 


> 9) 


defendants’. 


A trial court has much power and wide discretion in enforcing its 
decree and judgments. The trial judge herein has had much trial experi- 
ence in both the state and federal courts. Were the defendant guilty of not 
complying with the injunction in this case, the trial judge is fully capable 
of fashioning a remedy and seeing to it that the judgment is enforced. 
Surely we cannot say on the record before us that the denial of the petition 
to adjudge the defendant in contempt was an abuse of the discretion 
reposing in the trial court. Order affirmed. 


LINDLEY, Circuit Judge, concurring. 


I agree that the record does not disclose that gross abuse of discretion 
necessary to reverse a trial court’s order in a contempt proceeding. How- 
ever, I think we should observe, for the benefit of the respective parties, 
that the plain intent of our original opinion, as I interpret it, and of the 
memorandum of the trial court is that, in its advertising, defendant, in 
order to avoid confusion, should not print the words JeweL in larger 
letters than the words KRAUS MILK STORES and make it obvious to 
him who reads that the product is KRAUS JEWEL ICE CREAM. This is, I 
understand, the trial judge’s thought and in thorough accord with 
our earlier opinion. But, as I have said, adherence to this standard of 
conduct impinges in no way on the soundness of our refusal to interfere 
with the exercise of judicial discretion by the District Court in passing 
upon the motion to find defendant guilty of contempt. 
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BROWN & BIGELOW v. EUGENE DIETZGEN CO. 
No. 5960—C. C. P. A.—April 15, 1953 









REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


REDIRULE for slide rules is not confusingly similar to REDIPOINT for 
magazine-pencils or REDILITE for pyrophorie cigar lighters. 









REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposer’s registrations bearing filing dates subsequent to filing date of appli- 

cation are not pertinent where opposer’s alleged date of first use is not prior 

to applicant’s date of first use. 











Opposition proceeding No. 28894 by Brown & Bigelow v. Eugene Dietz- 
gen Co., Serial No. 531,452 filed August 15, 1947. Opposer appeals from 
dismissal of opposition. Affirmed. O’Connell, Judge, dissents without 
opinion. 


Case below reported at 42 TMR 324. 
Almon 8S. Nelson of Washington, D. C., for opposer-appellant. 


Spencer, Johnston, Cook & Root, Junius F. Cook, Jr., and Lloyd C. Root of 
Chicago, Illinois, for applicant-appellee. 








Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Co.z, Associate Judges. 






Garrett, Chief Judge. 





This is an appeal from the decision of the Assistant Commissioner, 
acting for the Commissioner, reversing the decision of an Examiner of 
Trade Mark Interferences in a trade mark opposition proceeding. 






The application of appellee is for the registration on the principal regis- 
ter established by the Trade Mark Act of July 5, 1946, 15 U.S.C. 1051 (here- 
inafter referred to as the Lanham Act) of REDIRULE as a trade mark 
for slide rules. The application, serial No. 531,452, was filed in the Patent 
Office August 15, 1947. First use of the word as a trade mark was alleged 
to have been ‘‘on or about July 29, 1944.’’ There is, therefore, no claim 
by appellee that Section 2(f) of the Lanham Act is applicable here. 









Appellant’s notice of opposition was filed October 3, 1949. Therein, 
appellant pleaded ownership of several registered marks for different prod- 
ucts having REDI as a prefix. Five of such registrations bear filing dates 
subsequent to the filing date of the application of appellee, and in no one 
of the five is there an allegation of use on the product named therein earlier 
than July 29, 1944, the date alleged by appellee of first use of its notation. 
In each of the five, the statement is made that appellant owned the two 
earlier registrations pleaded, but that does not render the five pertinent 
as a basis of opposition. 
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The first of the two registrations of appellant, which antedate the appli- 
cation of and date of first use by appellee, was that of REDIPOINT, Regis- 
tration No. 144,356. It was registered July 5, 1921 under the Act of Febru- 
ary 20, 1905, as a trade mark for ‘‘magazine-pencils,’’ upon an application, 
serial No. 116,831, filed March 24, 1919, in which first use was alleged ‘‘on 
or about November 1, 1917.’’ It was renewed to appellant, which is a cor- 
poration of Minnesota, July 5, 1941, and was republished by it under the 
Lanham Act February 24, 1948. 


The second early registration of appellant was that of REDILITE, 
Registration No. 266,667. It was registered January 28, 1930, under the 
February 20, 1905 Act, as a trade mark for ‘‘Pyrophorie Cigar Lighters’’ 
upon an application serial No. 283,713, filed May 9, 1929, use being alleged 
‘‘since April 1, 1929.’’ It was republished under the Lanham Act Febru- 
ary 24, 1948, and renewed January 28, 1950. 


From the foregoing statement of facts it is apparent that at an early 
date appellant selected as trade marks for certain articles of merchandise 
words having a misspelled, or phonetically spelled, prefix meaning ‘‘ready,’’ 
which must have been intended to be descriptive of the articles whose char- 
acter was indicated by the suffix. Thus, REDIPOINT applied to pencils 
obviously means pencils having a point ready for use, and REDILITE 
(‘‘lite’’ being a phonetic spelling, or a misspelling, of ‘‘light’’) which, 
when applied to a pyrophoric cigar lighter, means a device ready for use 
in spontaneously igniting a cigar. 


The validity of appellant’s registrations is not in question here, but we 
do not think they are entitled to establish a monopoly upon the use of 
‘‘Redi’’ as a prefix and thereby prevent others from using it in a trade 
mark otherwise registrable upon goods differing in character from the goods 
of appellant and, certainly, we are unable to discern any similarity in ap- 
pearance or use between pencil points and cigar lighters on the one hand 
and slide rules on the other. The fact that slide rules may be used as guides 
in drawing lines with pencils is not, in our opinion, an association which 
creates a resemblance such as the Lanham Act contemplates, nor does the 
fact that the goods of the respective parties may be sold in the same stores 
have any particular relevance upon the question of resemblance. 


‘‘Redi’’ is not a coined term having an arbitrary meaning peculiar to 
appellant’s products. 


The phraseology of the Lanham Act here pertinent reads: 


No trade mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on the 
principal register on account of its nature unless it— 

o . * * * 


(d) Consists of or comprises a mark which so resembles a mark 
registered in the Patent Office * * *, as to be likely, when applied to 
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the goods of the applicant, to cause confusion or mistake or to deceive 
purchasers. * **. 


The ‘‘confusion’’ or ‘‘mistake’’ or ‘‘deception’’ so referred to, of 
course, has reference to origin. 


In our opinion, REDIRULE does not so resemble either REDIPOINT 
or REDILITE as to cause confusion, or mistake, or to deceive purchasers 
who possess ordinary intelligence, with respect to origin, when applied to 
the applicant’s (appellee here) slide rules. 


The decision of the Assistant Commissioner is affirmed. 


O’CoNNELL, Judge, dissents. 


IN RE THE DIAMOND FERTILIZER COMPANY 
No. 5949—C. C. P. A.—April 15, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
EZ FLO is descriptive of insecticides in dust form, plant and horticultural 
parasiticides, agricultural, crop and animal sprays, fungicides, and plant hormones 
for agricultural use. 


Application for registration, serial No. 567,763 filed October 28, 1948 
by The Diamond Fertilizer Company. Applicant appeals from decision 
denying registration. Affirmed. 


Case below reported at 42 TMR 157. 


Slough & Slough (J. Helen Slough of counsel), of Cleveland, Ohio for 
applicant-appellant. 


E. L. Reynolds for Commissioner of Patents—appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorLEY and 
Co.se, Associate Judges. 


O’CoNNELL, Judge. 


This is an appeal from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Trade Marks denying appellant’s 
application for registration on the Principal Register under the Act of 1946 
of the mark ‘‘EZ FLO’’ for use on insecticides (dusts), plant and horticul- 
tural parasiticides, agricultural, crop and animal sprays, fungicides, and 
plant hormones for agricultural use. 


The sole rejection advanced by the examiner and approved by the 
commissioner is that the mark as a whole is descriptive within the purview 
of section 2(e) of the character or quality of the goods with which it is 
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used,! because the letters EZ together with the misspelled word FLO, are 
merely the phonetic equivalent of the words ‘‘Easy Flow.’’ 91 USPQ 343, 
(42 TMR 157). 


The Solicitor for the Patent Office in support of the decision appealed 
from properly urges that the involved dust is one which is sprayed; that 
the passage of dust through a spraying device, either in a solution of liquid 
or entrained in a gas, such as air, would ordinarily be described as a flow; 
and that the only reasonable impression which could be derived from the 
words ‘‘Easy Flow’’ when applied to material designed to be sprayed, is 
that such material would flow easily, uniformly, and without clogging the 
spraying device.” 


Appellant’s contention that the words which constitute its mark are 
not descriptive but merely suggestive of the desirable character or quality 
of the goods with which the mark is used cannot therefore be sustained. 


For the reasons stated, the decision of the Commissioner of Patents is 
affirmed. 


HANCOCK v. THE AMERICAN STEEL & WIRE 
COMPANY OF NEW JERSEY 
(UNITED STATES STEEL COMPANY, assignee, substituted) 


No. 5947—C. C. P. A.—April 15, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

TORNADO for wire fencing is confusingly similar to CYCLONE for identical 
goods. Similarity in meaning alone is sufficient to sustain a finding of likelihood 
of confusion where marks are arbitrary. 

In determining likelihood of confusion, courts take judicial notice of words 
and may refer to standard dictionaries or other recognized authority to refresh 
its memory and understanding as to the common meaning and understanding of 
language. 

One who adopts a valid mark and establishes a large business in which the 
mark is used should have all doubts resolved in his favor as against newcomers 
in an opposition proceeding; depending on nature of marks and goods involved 
and particular facts of each case. 


Opposition No. 28,795 by The American Steel & Wire Company of 
New Jersey (United States Steel Company, assignee, substituted) v. Paul 
P. Hancock, Serial No. 556,262 filed May 5, 1948. Applicant appeals from 


1. Citing, Ex parte Jeffrey Mfg. Co., 60 USPQ 382; (34 TMR 187); Ez parte 
Welch, 64 USPQ 310, (35 TMR 65). 

2. Citing, Webster’s New International Dictionary, Second Edition; Beckwith 
v. Commr. of Patents, 252 U.S. 538; Andrew J. McPartland, Inc. v. Montgomery Ward 
§ Co., Inc., 35 C.C.P.A. (Patents) 802, 164 F.2d 603, 76 USPQ 97, (38 TMR 60) 
certiorari denied, 333 U.S. 875; In re Swan & Finch Co., 49 D.C. 95, 259 F. 991. See also 
Celanese Corporation of America v. E. I. DuPont de Nemowrs §& Co., 33 C.C.P.A, 
(Patents) 948, 154 F.2d 146, 69 USPQ 101. 
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decision sustaining opposition. Affirmed. Case below reported at 42 
TMR 137. 


Hugh P. Carter and Jennings & Carter of Birmingham, Alabama for 
applicant-appellant. 


Donald G. Dalton (Matthew P. McDermitt of counsel), of Pittsburgh, Pa. 
for opposer-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Coie, Associate Judges. 


JOHNSON, Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 91 USPQ 350, 42 TMR 137, 
affirming the decision of the Examiner of Trade Mark Interferences sus- 
taining appellee’s opposition to registration of the mark sought by appel- 
lant. 


On May 5, 1948, appellant Paul P. Hancock, filed his application, 
serial No. 556,262, in the Patent Office for registration, under the Trade 
Mark Act of 1946, of the mark TORNADO in association with a pictorial 
representation of a whirlwind for use upon ‘‘wire fencing.’’ Continuous 
use of the mark since April 9, 1948, was alleged in the application. 


August 5, 1949, appellee filed notice of opposition to the registration 
so sought, alleging prior use of the trade mark CYCLONE as applied to 
‘‘wire fencing, fence posts and gates, ete.’’ Opposer alleged in its notice 
ownership of Registration No. 212,792 for the mark CYCLONE as applied 
to ‘‘wire fencing, etc.,’’ issued May 11, 1926, to its predecessor in title and 
duly renewed by the opposer under the Act of 1946. As grounds of opposi- 
tion, appellee alleged that the mark sought by appellant is applied to 
identical goods and so nearly resembles its own mark that confusion or 
mistake or deception of purchasers is likely. 


Both parties filed stipulated facts in lieu of testimony. 


It is stipulated by the parties that the goods involved are identical, 
namely, wire fencing of the heavy chain link type which is used largely 
for enclosing industrial plants, playgrounds and the like, and to some 
extent by home owners. The opposer’s prior use of its mark CYCLONE 
for these products is established by the stipulated facts and conceded by 
appellant. 


Essentially, the position taken by the opposer before the examiner 
and the commissioner, and before this court, is that appellant’s mark 
TORNADO has an identical or substantially identical popular meaning 
as CYCLONE, particularly in view of the pictorial representation of a 
whirlwind in the former mark; and that simultaneous use of these marks 
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on wire fencing is therefore likely to cause confusion as to origin, especially 
since the marks are arbitrary as applied to this type of goods. To support 
his position, appellee has relied upon certain dictionary definitions which 
he has called to the attention of the Patent Office tribunals and this court. 


In Webster’s New International Dictionary, 2nd Ed., we find the 
following : 


eyclone * * * 1. a) A wind blowing circularly, esp. in a storm. 
b) Popularly, a tornado. See TORNADO, 2b. [Italics supplied. ] 


2. A violet rotary storm in the solar photosphere. * * * 


4. Meteorol. A storm or system of winds, often violent in the 
tropics and moderate elsewhere, * * *. Called also hurricane in the 
West Indies and typhoon or baguio in the Philippine Islands and the 
China Sea. * * * The term cyclone should not be applied to the tornado, 
water-spout, or twister. * * * 


tornado * * * 3. Any violent or destructive windstorm ; a whirlwind. 


Funk & Wagnalls New Standard Dictionary of the English Language 
(1938) contains the following definition : 


cyclone * * * 3. Popularly, any violent and destructive wind- 
storm, especially (in the United States) a tornado. [Italics supplied. ] 
* * * Syn.: hurricane, tornado, typhoon, whirlwind. 


Other definitions of similar import are called to our attention by 
appellee’s counsel in his brief. 


The examiner sustained appellee’s opposition holding the marks were 
likely to cause confusion for the following reasons: 


Irrespective of what meteorological differences there might be be- 
tween a tornado and cyclone, they are commonly understood by most 
persons to be circulatory windstorms of violent proportions, and to 
them they are synonymous in meaning and convey the same mental 
impression. As applied to fencing the notations TORNADO and 
CYCLONE are obviously arbitrary terms, with a possible remote sug- 
gestiveness of strength, and while these terms are unlike in appearance 
and sound they are nevertheless deemed to be so nearly identical in 
meaning as to be clearly likely to give rise to confusion, or mistake, or 
deception of purchasers as to the origin thereof when applied con- 
temporaneously thereto. 


Upon appeal, the assistant commissioner affirmed the examiner’s deci- 
sion holding the marks sufficiently alike in connotation so that confusion 
was likely, notwithstanding that he thought there was an obvious distinction 
in appearance and sound between the two words. His reasons for so 
holding were substantially the same as those expressed in the above-quoted 
excerpt from the examiner’s opinion, with the assistant commissioner par- 
ticularly stressing that he regarded the appellee’s mark as an arbitrary 
one when applied to the goods here involved. 
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Appellant contends (1) that the expressions TORNADO and CY- 
CLONE are wholly different in sound and appearance and are not even 
closely related in meaning in the minds of purchasers of the parties’ goods; 
and (2) that even if this is not so, the Commissioner of Patents has no right 
whatever, in view of the burdens upon an opposer, to rely solely upon dic- 
tionary definitions to determine the factual issue of the popular meaning 
of words. We shall consider the latter contention first. 


The meaning of these two words is the crux of the case. Courts take 
judicial notice of the meaning of words, Nix v. Hedden, 149 U.S. 304, and 
the court may always refer to standard dictionaries or other recognized 
authorities to refresh its memory and understanding as to the common 
meaning of language. United States v. Doragon Co. et al., 12 Ct. Cust. 
Appls. 524, T. D. 40732, modified on other grounds, 13 Ct. Cust. Appls. 
182. This court has often resorted to dictionary definitions to determine 
the ordinary significance and meaning of words in issue. See Lever 
Brothers Company v. Babson Brothers Company, 39 C. C. P. A. (Patents) 
1021, 197 F.2d 531, 94 USPQ 161 (42 TMR 847), Eureka Williams Corp. v. 
Willoughby Machine & Tool Co., 39 C. C. P. A. (Patents) 832, 194 F.2d 543, 
93 USPQ 12, (42 TMR 423) ; also Cheek-Neal Coffee Co. v. Hal Dick Mfg. 
Co., 17 C. C. P. A. (Patents) 1103, 40 F.2d 106, 5 USPQ 55, (20 TMR 274). 
It is our opinion, therefore, that when opposer called to the attention of the 
examiner and the commissioner the above-quoted definitions in such recog- 
nized authorities as the Webster’s and Funk & Wagnalls dictionaries re- 
ferred to supra, those tribunals might properly rely upon these dictionary 
definitions as indicating the popular meaning of the terms in issue, in the 
absence of any sufficient reason why they should not do so. If appellant is 
of the opinion that these dictionary definitions are in error, he should 
have introduced pertinent recognized authorities, or other suitable evidence, 
for the consideration of the Patent Office tribunals and this court. Aeccord- 
ingly, we regard this contention as being without merit. 


We turn now to appellant’s first contention. In determining likelihood 
of confusion between marks on identical goods, it is proper to consider 
their appearance, sound and meaning. Firestone Tire & Rubber Co. v. 
Montgomery Ward & Co., 32 C.C. P. A. (Patents) 1074, 150 F.2d 439, 66 
USPQ 111 (35 TMR 135). Clearly the involved marks TORNADO and 
CYCLONE do not look or sound alike. But a combination of all three 
factors need not necessarily exist, and an opposition to registration may be 
sustained if the marks are identical or so similar in meaning that confusion 
as to origin is deemed likely. See Norris Inc. v. Charms Co., 27 C. C. P. A. 
(Patents) 1174, 111 F.2d 479, 45 USPQ 442, (30 TMR 349). 


On the basis of the dictionary definitions and similar authorities called 


1. We think this view is not inconsistent with Niz v. Hedden, supra, cited by 
appellant to support this contention. 


2 DO PENS RL ORR IL 

















<A Sit GBT Ae a a NAITAK EAD I Ne in hth wt sei 







oka Om cee oat 














Oa Tis alc al Sop Lies rinse 







oe 
























Vol. 43 T. M. R. HANCOCK v. AMERICAN STEEL 961 





to our attention, we think that the examiner and commissioner properly 
held that the marks were identical, or substantially so, in ordinary meaning. 
We concur also with those officials in the opinion that the mark CYCLONE 
is essentially an arbitrary mark as applied to wire mesh fencing of the 
type here involved, although we think it is remotely suggestive of strength, 
as pointed out by the examiner. In view of this, we think that contempora- 
neous use of appellant’s and appellee’s marks on wire fencing is likely to 
result in confusion or mistake in trade, notwithstanding that there is a 
distinction between the technical meteorological meanings of the two terms. 
We are primarily concerned with the meaning of the marks to members of 
the public at large who are prospective purchasers of such wire, and not 
to meteorological experts. 


Appellant has cited certain cases to support his contention that the 
marks are not confusingly similar. Prior decisions are persuasive but not 
necessarily determinative in opposition proceedings wherein the question is 
whether marks are confusingly similar. Holland-Rantos Co., Inc. v. Henry 
Laboratories, Inc., 39 C. C. P. A. (Patents) 877, 195 F.2d 325, 93 USPQ 
168, (42 TMR 577). Similarity of the marks must be determined largely 
as a matter of opinion, Lever Bros. v. Babson Bros., supra, and each case 
must rest on its own distinctive facts. North Star Manufacturing Co. v. 
Wells Lamont Corp., 39 C. C. P. A. (Patents) 764, 193 F.2d 204, 92 USPQ 
128, (42 TMR 220). 


All but one of the cases cited by appellant are, in our opinion, clearly 
inapposite because they involved marks which are highly suggestive, rather 
than arbitrary, and the marks did not have identical ordinary meanings; 
hence we think it unnecessary to discuss those cases. 


The most pertinent case cited by appellant is Lever Bros. v. Babson 
Bros. Co., supra. In that ease the question before us was whether confusion 
in trade was likely if applicant’s mark SURGE and opposer’s mark SURF 
were both applied to cleaning detergents. Opposer relied considerably on 
the fact that one of six dictionary definitions of ‘‘surge’’ was similar to 
the dictionary definition of ‘‘surf.’’ We affirmed the concurrent holdings 
of the Patent Office tribunals that the marks were simple, well known 
words which do not look or sound alike when considered in their entirettes. 
We also agreed with their concurrent holdings that the two words do not 
have the same ordinary connotation or meaning to the average person, not- 
withstanding that one of the six dictionary definitions of ‘‘surge’’ is similar 
to the definition of ‘‘surf.’’ Our holding in this case that confusion is likely 
is based on our belief that the popular or ordinary meanings of TORNADO 
and CYCLONE are identical, although there are certain technical distince- 
tions between the two terms. We see no inconsistency between this holding 
and our decision in the Lever Bros. case, and we do not regard that case as 
determinative in appellant’s favor. 
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Even if we were in doubt as to likelihood of confusion in trade due to 
concurrent use of TORNADO and CYCLONE on wire fencing, we would 
resolve such doubt in favor of appellee in this case. Opposer’s trade mark 
was registered in 1926, 22 years before appellant first used his mark in 
1948. The parties stipulated that during the period from 1940 through 1949 
opposer sold about $90,000,000 worth of CYCLONE wire fence and spent 
about $1,250,000 for advertising; that about 90% of its advertising expen- 
diture was directed to retail consumer advertising; and that as a result of 
long and extensive use of its mark in the advertising and sale and erection 
of CYCLONE brand fence, and related products, opposer has a nationwide 
good will in the said mark as used in connection with such goods. According 
to the stipulations, appellant had spent about $10,000 from April, 1948, to 
September, 1950, to advertise his goods sold under the mark TORNADO, 
and had bid on 1400 jobs and filled contracts in approximately 900 of the 
same; appellant’s dollar volume is not disclosed. This court has stated that 
one who adopts a valid mark and establishes a large business in which the 
mark is used should have all doubts resolved in his favor as against new- 
comers in an opposition proceeding. Kroger Grocery & Baking Company v. 
Blue Earth Canning Co., 24 C. C. P. A. (Patents) 1098, 88 F.2d 725, 33 
USPQ 137. We think the latter rule must be applied with discretion, de- 
pending on the nature of the marks and goods involved and the particular 
facts of the case; yet, we think it is particularly applicable when, as here, 
the marks are essentially arbitrary as applied to the goods involved, and 
applicant has entered the field considerably later than the opposer. 


























We note also that appellant’s position is materially different from that 
of the applicant in the Lever Bros. case, supra, upon which appellant relies 
heavily. In that case, opposer first used SURF on detergents in 1935 and 
the applicant first used SURGE on detergents in 1947. However, the ap- 
plicant had used SURGE on milking machines since 1925; had continuously 
expanded use of its mark to related products and owned 23 registrations for 
the mark SURGE for use on such products; had sold its milking machines 
in cartons labelled SURGE and had included therein an unlabelled package 
of detergent prior to and after 1935; and had expended large sums for 
advertising SURGE products and sold large quantities of merchandise to 
the dairy industry. 

In view of the foregoing, the decision of the commissioner is hereby 


affirmed. 
















IN RE HERCULES FASTENERS, INC. 
No. 5964—C. C. P. A.—April 15, 1953 










TRADE-MarRK Act oF 1946—CONSTRUCTION—SECTION 6 


Legislative history of Lanham Act shows Section 6 thereof to be declaratory of 
Patent Office disclaimer practice sanctioned by Beckworth v. Commissioner of 
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Patents, except that under the Lanham Act, disclaimed matter which later 
acquires distinctiveness may be registered. 
TRADE-MarRK Act oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


Composite mark consisting of FASTIE superimposed on fanciful background 
comprising ends of three tubular elements, apparently sausages, each having a 
fastener attached to its end is not registrable for machines to seal flexible tube 
ends by barrel fasteners unless FASTIE is disclaimed because FASTIE is 
descriptive of the goods. 


Application by Hercules Fasteners, Inc., Serial No. 556,338 filed May 
6, 1948. Applicant appeals from decision denying registration. Affirmed. 
Case below reported at 42 TMR 357. 


John L. Seymour, of New York, N. Y. for applicant-appellant. 


E. L. Reynolds (Clarence W. Moore of counsel) for Commissioner of Pat- 
ents—appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorLEY and 
Co.z, Associate Judges. 


JOHNSON, Judge. 


This is an appeal from a decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner (42 TMR 357), affirming the 
conditional refusal of the Examiner of Trade Marks to register the trade 
mark sought by appellant. 


Appellant seeks to have registered on the Principal Register, under 
the Trade Mark Act of 1946, a composite mark ‘‘for Tube sealing machines, 
which apply barrel fasteners, sometimes called eyelet fasteners to seal the 
ends of flexible tubes,’’ such as sausage casings. The mark sought consists 
of the notation FASTIE, which appears, in the application drawing, in 
black letters superimposed upon a fanciful black and white background 
comprising the ends of three tubular elements, apparently sausages, each 
having a fastener attached to its end. Although it seems that the notation 
might be pronounced ‘‘fas-tee,’’ counsel for appellant stated during oral 
argument that the pronunciation used by applicant is ‘‘fas-tie.’’ 


The examiner regarded the notation FASTIE as the phonetic equiva- 
lent of ‘‘fast-tie,’’ and he was of the opinion that this notation was descrip- 
tive of the function of the machine and therefore unregistrable. He held 
further, however, that the design portion of the composite mark was distine- 
tive and hence the mark as a whole was registrable, provided appellant 
disclaimed the descriptive portion FASTIE. With respect to the question 
of disclaimer the examiner stated: 

* * * it is considered that the proposed mark is registrable, pro- 
vided the descriptive word FASTIE is disclaimed under the provisions 


of Section 6 of the Trade Mark Act of 1946. At an interview on April 
23, 1951 applicant’s attorney voiced the opinion that, giving proper 
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weight to the word ‘‘merely’’ in Section 2 (e) (1), a mark, a substan- 
tial portion of which is descriptive but which also includes a substan- 
tial portion which is fanciful, should be registrable without a dis- 
claimer of the descriptive portion, Section 6 notwithstanding. It is the 
Examiner’s opinion that Section 6 cannot be disregarded, and that, 
in accordance with its provisions, disclaimer of the descriptive portion, 
or any portion which is not registrable per se under Section 2 (e), 
must be required as a condition precedent to registration. The lan- 
guage of the statute leaves no choice but states ‘‘The Commissioner 
shall require unregistrable matter to be disclaimed.’’ * * * 


In the absence of such a disclaimer by appellant, the examiner con- 
tinued to refuse registration and an appeal was taken to the commissioner. 


The commissioner affirmed the examiner’s holding that the notation 
FASTIE was descriptive, stating [42 TMR 357]: 


* * * In its advertising applicant refers to the ‘‘tie’’ which the 
fastener makes when applied by the machine, the verb ‘‘tie’’ in its 
transitive form being defined under the second definition in Webster’s 
New International Dictionary, Second Edition, as ‘‘to unite or join 
firmly ; to connect.’’ The notation FASTIE obviously connotes that 
which ties or fastens quickly, and it is entirely clear from the appli- 
eant’s advertising that such is the intended meaning of the notation 
since it is stated that applicant’s machine does casing-end ties two to 
three times faster than human hands. Thus the applicant refers to the 
cperation of its machine in terms of the broad definition of the word 
pis 


The commissioner also affirmed the examiner’s ruling that the descrip- 
tive and hence unregistrable portion of the mark, the notation FASTIE, 
must be disclaimed in accordance with section 6 of the 1946 Act, as a con- 
dition precedent to registration. 


Appellant contends that the notation FASTIE is not descriptive within 
the prohibition of section 2 (e) (1). He contends also that even if the 
notation FASTIE were descriptive and unregistrable per se, he need not 
disclaim it because the composite mark sought is not ‘‘merely descriptive’’ 
of the goods to which it is applied, and therefore the Patent Office errone- 
ously and arbitrarily refused registration. 


We think appellant’s latter contention is clearly in error. 


Section 2 of the Trade Mark Act of 1946, 15 U.S.C. § 1052, provides 
that: 
No trade mark by which the goods of the applicant may be dis- 


tinguished from the goods of others shall be refused registration on the 
principal register on account of its nature unless it— 


* * ~*~ * & 
(e) Consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive or deceptively misdescriptive of 
them. * * * 
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Clearly the examiner and the commissioner have recognized that the 
composite mark as a whole is not ‘‘merely deseriptive’’ and hence is regis- 
trable under section 2 (e) (1). However, (assuming now that the nota- 
tion FASTIE was properly held descriptive) it does not necessarily follow 
from this, as appellant appears to contend, that those tribunals were errone- 
ous and arbitrary in refusing to register the composite mark in the absence 
of disclaimer of FASTIE. 


Section 6 of that Act, 15 U.S.C. § 1056, provides: 


The Commissioner shall require unregistrable matter to be dis- 
claimed, but such disclaimer shall not prejudice or affect the appli- 
cant’s or owner’s rights then existing or thereafter arising in the 
disclaimed matter, nor shall such disclaimer prejudice or affect the 
applicant’s or owner’s rights of registration on another application of 
later date if the disclaimed matter has become distinctive of the ap- 
plicant’s or owner’s goods or services. 


Prior to the Act of 1946 there was no statutory provision authorizing 
or requiring the disclaimer of unregistrable subject matter which was part 
of a composite mark containing other registrable matter in combination 
therewith. Such a composite mark, for example, might contain registrable 
subject matter in combination with matter which is merely descriptive, or 
geographically descriptive, and therefore unregistrable. The practice grew 
up in the Patent Office of allowing such unregistrable matter to be dis- 


claimed, so that the mark as a whole might be registered. This practice 
was sanctioned by the Supreme Court in Beckwith v. Commr. of Patents, 
252 U.S. 538, and this court, following the rule of the Beckwith case, also 
upheld the Patent Office’s disclaimer practice. In re American Cyanamid 
& Chemical Corp., 26 C.C.P.A. (Patents) 712, 99 F.2d 964, 39 USPQ 445 
(28 TMR 595) ; In re Effervescent Products, Inc., 30 C.C.P.A. (Patents) 
762, 132 F.2d 142, 56 USPQ 163, (33 TMR 84). 


Under the disclaimer practice prior to the 1946 Act, however, if an 
applicant disclaimed certain subject matter as unregistrable he and his 
successors in interest were held estopped from later securing registration 
of such matter, even though the disclaimed portions subsequently became 
distinctive and protectible in the Federal courts as valid, common-law trade 
marks. See In re Canada Dry Ginger Ale, Inc., 24 C.C.P.A. (Patents) 872, 
87 F.2d 736, 32 USPQ 255 (27 TMR 84), and Jn re Canada Dry Ginger Ale, 
Inc., 24 C.C.P.A. (Patents) 879, 87 F.2d 737, 32 USPQ 256, (27 TMR 84). 


A study of the legislative history of the 1946 Act convinces us that the 
part of section 6 stating ‘‘The Commissioner shall require unregistrable 
matter to be disclaimed, * * *’’ is essentially declaratory of the disclaimer 
practice as then existing under the sanction of the Beckwith decision. 
However, the then existing practice has been modified by the latter part 
of the section, not here involved, which provides that a disclaimer will not 
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prejudice or affect the applicant’s rights then existing or thereafter arising 
in the disclaimed matter. See Hearings, Committee on Patents, House of 
Representatives, H.R. 9041, 75th Congress, 3rd Session, pages 137 to 141; 
and Hearings, Committee on Patents, House of Representatives, H.R. 4744, 
76th Congress, 1st Session, pages 61 to 64. See also Jn re Servel, Inc., 37 
C.C.P.A. (Patents) 977, 181 F.2d 192, (40 TMR 413) 85 USPQ 257. Since 
section 6 is essentially declaratory of the disclaimer practice existing prior 
to the 1946 Act, we think decisions decided prior to the Act and not in- 
consistent with the qualifications in the latter part of section 6 are still 
authoritative. 


The purpose of a disclaimer is to show that the applicant is not making 
claim to the exclusive appropriation of such matter except in the precise 
relation and association in which it appeared in the drawing and descrip- 
tion. Beckwith v. Commissioner, supra. 


Although appellant’s mark as a whole is not ‘‘merely descriptive,’’ 
and henee is registrable, appellant is not entitled to register the same unless 
descriptive and unregistrable subject matter contained therein is dis- 
claimed. Moreover, the Commissioner of Patents has the right to enforce 
his requirement for disclaimer by a refusal to register the mark in the 
event that the requirement is not met. In re American Cyanamid, etc., 
supra. We think this is clearly in accord with the mandate of section 6 of 


the 1946 Act. 


In view of the foregoing, it follows that if the notation FASTIE, which 
appellant has declined to disclaim, is descriptive of its goods within the 
prohibition of section 2 (e) (1), the commissioner did not err in condi- 
tionally refusing registration. Cyanamid case, supra. We turn therefore 
to consideration of appellant’s contention that the mark is not objection- 
ably descriptive. 


Appellant contends before this court that FASTIE is not objec- 
tionably descriptive because it is only by proceeding through a series of 
thoughts and words that one can deduce any relationship or descriptiveness 
between the notation FASTIE and the machine or the fasteners to which 
it is applied, or to the function of the machine. In effect, appellant argues 
that FASTIE is merely suggestive and not descriptive. 


The language of section 2 (e) of the 1946 Act differs slightly from that 
of the corresponding part of section 5 of the Trade Mark Act of 1905. This 
court has decided, however, that although there are slight changes, the pro- 
hibitions against descriptive marks under the new Act are the same as 
under the 1905 Act. Andrew J. McPartland, Inc. v. Montgomery Ward & 
Co., Inc., 35 C.C.P.A. (Patents) 802, 164 F.2d 603, 76 USPQ 97, (38 TMR 
60), wherein the differences between the acts, and the effect thereof, were 
discussed at length. 
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Marks which are merely descriptive of the goods upon which they are 
used, or the quality or character of the goods falls within the prohibitions 
of section 2 (e) of the new act, McPartland v. Montgomery Ward, supra. 
Of course marks that are merely suggestive are registrable. In re St. Paul 
Hydraulic Hoist Co., ete., 37 C.C.P.A. (Patents) 751, 177 F.2d 214, 83 
USPQ 315. 


Trade marks which are descriptive of the use or function of the goods 
may be descriptive within the meaning of section 2 (e), and hence un- 
registrable, because they describe the character or quality of the goods. 
Hygienic Products Co. v. Huntington Laboratories, Inc., 31 C.C.P.A. (Pat- 
ents) 773, 139 F.2d 508, 60 USPQ 205, (34 TMR 50). 


We are of the opinion that FASTIE is merely a phonetic spelling of 
‘“fast tie’’ and that it connotes that which unites or joins quickly ‘‘tie’’ 
being used according to its broad meaning. Thus, for the reasons advanced 
in the above-quoted excerpt from the commissioner’s opinion, we think the 
notation is descriptive of the function and character of the goods to which 
it is applied. That notation itself is therefore unregistrable. 


Prior decisions are generally of relatively little value in deciding trade 
mark cases such as this. In re Locke Stove Company, 33 C.C.P.A. (Patents) 
934, 154 F.2d 200, 69 USPQ 108. However, we think our holdings in the 
Locke Stove case and McPartland v. Montgomery Ward, supra, particularly 
apposite and persuasive. In the former case, we held the mark ‘‘Warm- 
Ever’’ applied to water heaters was merely descriptive of the character of 
the goods and unregistrable. In the latter case, we held the mark KWIX- 
TART for use on electric storage batteries is merely the phonetic spelling 
of ‘‘quick start’’ and not entitled to registration because it was descriptive 
of the character of the goods on which it was used. 


In view of the foregoing, the decision of the commissioner refusing 
registration of appellant’s mark in the absence of disclaimer is affirmed. 


IN RE HILLERICH & BRADSBY CO. 
Appeal No. 5968—C. C. P. A.—April 15, 1953 


TRADE-MARK AcT oF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


Applicant failed to prove oval alone for baseball bats had acquired secondary 
meaning where oval was always used to circumscribe well known word marks and 
evidence proved public recognized applicant’s bats by word marks and not by oval. 


Appeal from the Commissioner of Patents. 


Application by Hillerich & Bradsby Co. Serial No. 499,230 filed 
March 29, 1946 under Act of 1905, filed February 18, 1949 under sec- 
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tion 2(f) of Act of 1946. Applicant appeals from decision denying regis- 
tration. Affirmed. 


Case below reported at 42 T. M. R. 269. 


Arthur F. Robert of Louisville, Kentucky and J. H. Kilcoyne of Washing- 
ton, D. C. for applicant-appellant. 


E. L. Reynolds and J. Schimmel for Commissioner of Patents. 


Before Garrett, Chief Judge and O’CoNNELL, JOHNSON, WoRLEY and CoLE, 
Associate Judges. 


Coz, Judge. 


Placing reliance upon the provisions of section 2(f) of the Trade- 
Mark Act of 1946! (15 U. S. C. 1052), the appellant sought trade-mark 
registration (on the Principal Register) of a geometrical configuration, 
an oval line, for use on baseball, softball, and miniature bats. 


In proceedings before the Patent Office, the applicant established 
that it is the largest manufacturer-distributor of bats in the United 
States, furnishing approximately 95% of all major league bats and more 
than 90% of all organized baseball bats, and furthermore, that its larg- 
est competitor is relatively small. In 1893, the applicant adopted and 
commenced to use the trade-mark LOUISVILLE SLUGGER on baseball bats, 
registering that mark in 1894. The oval shaped impression now in ques- 
tion was first used in 1893, but was restricted, at first, to use on base- 
ball bats bearing the LOUISVILLE SLUGGER mark. In this instance, the oval 
was used to encircle the aforesaid word mark, and in 1906 a trade- 
mark registration was issued to applicant covering this usage. The 
applicant thereafter registered other trade-marks in connection with 
baseball and like bats, the oval here again being included as a part there- 
of, i. e., to enclose the work mark as well as other printed matter. 


The oval has never, and is not now, being used apart from the word 
marks, but in all instances, except those later to be discussed, is found 
to enclose within it the word trade-marks of the applicant. 


The specimens of record filed with the present application, repre- 
senting marks actually used in commerce, show the oval design encircling 
a registered trade-mark. Somewhat illustrative is the drawing which 
discloses the mark LOUISVILLE SLUGGER, the firm name of the applicant, 
the words, ‘‘Made in U. S. A.’’ and ‘‘Louisville, Ky.,’’ all encircled by 
the oval impression. 


It is not claimed that the oval is inherently distinctive, but dis- 


1. Except as expressly excluded in paragraphs (a), (z), (¢), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by. the applicant 
which has become distinctive of the applicant’s goods in commerce. * 




















ES ORR pt gr 


| 
i 
i 


Vol. 43 T. M. R. IN RE HILLERICH & BRADSBY 969 


tinctiveness in and of itself is claimed to be established on the basis of 
proof submitted, principally by the testimony of numerous witnesses in 
a prior opposition proceeding (of record herein) and relied upon by the 
applicant. The issue presented in this appeal is not identical to the 
issue presented in the incorporated record. Here, we are dealing ex- 
clusively with the effort to secure a trade-mark for the oval as such. In 
the opposition proceeding, the applicant applied for a mark, oval in 
shape, but with the accompanying words. The opposition thereto pre- 
sented by the applicant herein featured its long use of an oval with such 
well known word marks as LOUISVILLE SLUGGER, POWERIZED, CRACKER 
JACK, LEADER, CHAMPION, SEMI PRO, KING OF THE FIELD, SAFE HIT, and 
others, either inside or alongside the oval. It is clear from a reading 
of the notice of opposition that any thought of listing the naked oval 
as an established mark, and subsequently addressing the testimony to 
that as a fact, was secondary to the controlling and almost only claim, 
i. e., the use of the oval with words as stated. It is significant also that 
the applicant’s mark in that proceeding embodied words in combination 
with an oval, as distinguished from an oval alone. 


In the instant record, there are two affidavits of employees of the 
applicant company supplementing certain of the proof in the record to 
which we have referred. The issue presented for our consideration herein 
is whether or not the proof submitted supports the allegation that the oval 
impression, in itself, is reeognized by the bat conscious public as a dis- 
tinetive trade-mark indicating origin in the applicant, Hillerich & Bradsby 
Company. 


The assistant commissioner, in affirming the decision of the examiner 
denying registration to the involved mark, made the following pertinent 
observations [42 TMR 269]: 


In no ease, so far as the exhibits show, has the oval been used 
apart from other matter with which it is used on the various bats 
manufactured by the applicant. In each instance the oval is shown 
as used for the framing of matter used to identify the origin of the 
goods, and in every instance the printed matter is so coordinated 
with the oval in configuration and over-all design that to separate 
any one part of the entire mark from another, especially the oval 
framing, and hold that such part is the applicant’s trade-mark 
would amount to mutilation of the mark as used. The oval, unless 
used alone or otherwise prominently displayed so as to stand out 
distinctively so that it may be recognized by purchasers as a trade- 
mark, as distinguished from mere framing for the mark as a whole, 
would ordinarily have no trade-mark significance. Applicant has 
not so used the oval as its trade-mark on the basis of the testimony 
and specimens submitted, nor has it been shown to my satisfaction 
that the oval, as used by the applicant, has acquired trade-mark 
significance. 
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Concededly, buyers never see applicant’s bats with only the oval 
thereon. Consequently, it is clear that usage of the oval perse has never 
been attempted as an origin-designating medium. The oval, not being in- 
herently distinctive, must acquire that quality through such usage and 
association as will establish in the minds of the buying public that the 
oval on a bat clearly indicates a bat manufactured by the applicant. 
Proof indicative of the fact that the oval has enjoyed long and extensive 
usage in connection with other registered word trade-marks does not 
fulfill that burden, but on the contrary would appear to make the appli- 
eant’s task more difficult. 


The applicant believes that the mark has become distinctive, i. e., 
the oval alone, and that the testimony offered in the incorporated record 
overwhelmingly supports this conclusion. The examiner however, in 
appraising the evidence, said: 


* * * the applicant has attempted to assume this burden [of prov- 
ing distinctiveness] by making of record the transcript of a rather 
voluminous opposition proceeding, and by inclusion of certain affi- 
davits from the officers of the applicant company. Such persons as 
are found in either category of the record are definitely ‘‘interested 
parties’’ and ‘‘specialists,’’ and their opinions cannot be said to be 
indicative of any of the attributed ‘‘trade-mark meanings’’ given 
by the selected parties to the use of the oval design framing the 
word-marks of the applicant. 


In furtherance of this view, the assistant commissioner said [42 TMR 
269]: 

The testimony offered in this case by various dealers in appli- 
cant’s goods, and others as well, amounts to nothing more than state- 
ments of opinions in regard to what those buying bats might con- 
sider as the applicant’s trade-mark. In most instances such replies 
of the witnesses are in response to leading questions asked of 
them. Such testimony is considered unconvincing in that it fails to 
establish that purchasers, as distinguished from dealers, actually 
recognize the oval apart from other matter appearing therewith * * * 


We have examined the incorporated record with care. Twenty-eight 
witnesses testified by deposition. This number included six employees of 
the applicant, the remainder being men having a substantial connection 
with the baseball world, such as book publishers, players, coaches, 
sporting goods manufacturers and representatives thereof, buyers, dis- 
tributors, and dealers in sporting equipment. Ample experience in their 
respective positions is recognized and their opinions may be said to be 
representative of their respective counterparts in an adequate cross- 
section of the nation. 


The applicant states that the primary purpose of taking the deposi- 
tions of its own employees was to establish long usage of the mark and 
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extensive advertising emphasis on the oval. While the record does not 
contain any actual exhibits of such advertising, the testimony of these 
witnesses indicates that the oval was widely featured in eertain displays. 
Attention was draw to the oval as the LOUISVILLE SLUGGER OVAL, HILLERICH 
AND BRADSBY OVAL, FAMOUS OVAL, etc. 


Witness Hillerich, Executive Vice President of applicant, testified in 
part, as follows: 


Q. Now in your advertising do you make any attempt to empha- 
size the oval trade mark? 


A. We have always tried to emphasize the oval with the LOUISVILLE 
SLUGGER; we show our brand as we place it on the bat. 


Q. Now what form does your emphasis on the oval take? 


A. Our emphasis on the oval is primarily on the LOUISVILLE SLUGGER 
trade mark within the oval, the Hillerich & Bradsby Co. trade mark, 
and other names, and also just the plain oval. 


An analysis of the testimony bearing on applicant’s advertising in- 
dicates, quite obviously, that a concerted effort has been made to familiar- 
ize the public with the significance of the oval, but it is well to note that 
principal emphasis is afforded to the oval in connection with the LOUISVILLE 
SLUGGER bat, i.e., the LOUISVILLE SLUGGER OVAL. The degree of success that 
the advertising has achieved in this respect is, of course, difficult of accurate 
appraisement, but witness Beard, a sporting goods distributor, testified in 
part, as follows: 


Q. Are you familiar with the trade mark LOUISVILLE SLUGGER? 
A. Yes, sir. 
Q. What would you say as to the trade mark, if it has fame? 


A. I would say that 95 to 98 per cent of the public calls for Louts- 
VILLE SLUGGERS. 


Q. Would you say that the LOUISVILLE SLUGGER is the most famous 
bat in the United States today? 


A. That is right. 


As previously noted, primary emphasis in advertising the oval is in 
connection with LOUISVILLE SLUGGER bats. In stating that 95 to 98 per cent 
of the public ask for LOUISVILLE SLUGGER bats, applicant’s witness, Beard, 
indicates that little, if any, reference is made to the LOUISVILLE SLUGGER 
OvAL bat by the purchaser. Further, such testimony tends to establish that 
applicant’s advertising efforts in connection with the oval have largely 
been in vain, particularly insofar as educating the mind of the buying pub- 
lie to associate the oval alone with the bats of the applicant company is 
concerned. In this respect, the solicitor stated: 
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* * * Surely if 95 to 98 per cent of the public ignore the oval design 
completely in asking for appellant’s goods and call for them by the 
name in the oval, it is manifest that the oval has not acquired trade 
mark significance and cannot be distinctive of applicant’s goods. * * * 


Counsel for applicant featured in his brief, and also during oral 
argument, excerpts of evidence submitted by witnesses Chambers, Burg- 
hardt, and Braunstein as contradicting these findings and conclusions. We 
cannot accept this view-point. The evidence thus offered does not impress 
us as being anywhere close to that appraisal. The answers given, as was 
stated by the assistant commissioner, were in response to extremely leading 
questions, due evidently to the fact that counsel for the objecting party 
was not present and did not participate in the proceedings, and the testi- 
mony thus adduced is not at all convincing that their reference to the oval 
was not intended to include words associated therewith. We cannot permit 
the statements by the few witnesses to which we have referred to control 
the meaning and purpose of the entire record, feeling as we do that the 
overwhelming weight of all the evidence presented supports the contrary 
view. 


We note also that applicant manufactures bats for certain independ- 
ent concerns and ‘‘permits’’ the latter to use the oval design in precisely 
the same manner that applicant employs the oval, i.e., to enclose word 
marks of said independent companies. That the applicant would sanction 
such a practice, alleging as it does that the oval is distinctive of its bats, 
is clearly a circumstance detracting from the validity of its contention 
herein. The applicant claims, however, that its independent customers 
feel that in view of the unexcelled reputation of bats manufactured by 
Hillerich & Bradsby Company, the oval thereon will materially aid in the 
sale of the product to the buying public. This, of course, presupposes 
that the publie is fully acquainted with the significance of the oval alone 
as indicative of origin in the applicant. The fallacy of such a supposition 
finds appropriate expression in the solicitor’s brief, as follows: 


* * * appellant has no right in the marks J. C. HIGGINS, JAMES W. BRINE, 
HONUS WAGNER and COAST TO COAST STORES, each enclosed in an oval 
design, these marks being used for identical goods. Apparently, these 
independent parties have used the oval design with the full approval 
and sanction of appellant. The use of this design by others is like- 
wise indicative of the fact that the oval cannot indicate origin of the 
goods in appellant. From statements in the record it would appear 
that bats sold by Sears, Roebuck & Co. bear the mark J. Cc. HIGGINS. 
Customers of that huge merchandising concern seeing goods adver- 
tised in the catalogue * * * under the name J. c. HIGGINS would hardly 
associate such goods with appellant, merely because the name is en- 
closed in an oval as shown by the submitted specimen (R. 5). The 
purchasing public has been taught or educated to associate certain 
names with Sears, Roebuck & Co. and whether the bats sold under the 
J. C. HIGGINS name were made by appellant and the oval placed thereon 
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by it would be something the purchasing public would have little like- 
lihood of knowing. The same considerations apply to the other marks, 
though probably in lesser degree because of the difference in size and 
scope of the owners of those marks * * * 


In conclusion, it is our considered opinion that the evidence fails to 
establish that the bat-buying public attaches the claimed trade mark 
meaning to the oval as used on applicant’s product, and we therefore 
deem it unnecessary to proceed further with a discussion of other grounds 
assigned by the tribunals below in rejecting the application on appeal. 


For the reasons hereinbefore stated, the decision of the assistant com- 
missioner is affirmed. 


GREAT STUFF PRODUCTS, INC. v. Q-TIPS INC. 
No. 29431—Commissioner of Patents—May 7, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Q-SOAP for infants’ soap (soap disclaimed) is confusingly similar to 
DOUBLE Q for hand cleaner including powdered soap. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


In an opposition proceeding it is improper to consider the prior use by 
applicant of a mark different from the one sought to be registered. 


Opposition proceeding by Great Stuff Products, Inc. v. Q-Tips Inc., 
Serial No. 567,713 filed October 27, 1948. Applicant appeals from decision 
sustaining opposition. Affirmed. 


Carlsen & Hazle, of Minneapolis, Minn., for opposer-appellee. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y. for 
applicant-appellant. 


Freperico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to the registration of its mark. 


The mark disclosed in the application involved consists essentially of 
Q-SOAP, applied to soap for infants. The word ‘‘Soap’’ has been dis- 
claimed apart from the mark as shown. Use since July 16, 1948 is asserted 
in the application. 


The opposition is based upon allegations of prior use and ownership 
of the mark DOUBLE Q, as shown in opposer’s registration No. 506,871 
(issued February 22, 1949, application filed August 11, 1947), applied 
to soap. 
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A joint stipulation of facts has been filed by the parties in lieu of 
testimony. 


According to the stipulation opposer (and its predecessor) has continu- 
ously used the trade mark DOUBLE-Q in connection with the sale of a 
hand cleaner including powdered soap, since 1930, and various facts con- 
cerning opposer’s business have also been stipulated. 


Applicant (through a predecessor) has continuously used Q-TIPS as 
a trade mark for cotton-tipped swabs or applicators, since 1926. This mark 
was registered in 1934 (No. 309,256) for ‘‘swabs consisting of sanitary 
absorbent cotton, attached to the end of a small piece of wood.’’ In 1948 
it added soap, tale and oil to its line of toilet accessories for infants and 
adopted the mark shown in its application for the soap. The marks adopted 
for the tale and oil are not specified in the stipulation, other than that they 
include the letter ‘‘Q’’. 


Applicant’s position is that it is the owner of the prior trade mark 
Q-TIPS for cotton-tipped applicators, that ‘‘its use of its trade mark ‘Q’ 
in connection with soap is but an extension of its prior trade mark ‘Q’ 
to another related item in the same field,’’ and that ‘‘the trade mark here 
sought to be registered is essentially the same as applicant’s prior registra- 
tion.’’ However, applicant’s prior trade mark is Q-TIPS and not ‘‘Q”’ 
and it cannot be considered as substantially the same as the mark now 
sought to be registered (incidentally see Q Tips, Inc. v. Johnson & Johnson, 
95 USPQ 258; 43 TMR 64). It is not proper to consider the prior use by 
applicant of a mark different from the one sought to be registered, see 
Eastman Kodak Co. v. Faraday Electric Corp., 78 USPQ 132; 38 TMR 933; 
Tinnerman Products, Inc. v. Speed Products Co., 70 USPQ 39; Societe 
Anonyme Mido v. Meyer & Studeli Societe Anonyme, 67 USPQ 300; 35 
TMR 376; EZ. I. du Pont de Nemours & Co. v. Celanese Corp of America, 
62 USPQ 93; 34 TMR 270; Chopak Textile Co., Inc. v. Fairy Silk Mills, 97 
USPQ 235; 43 TMR 770; Raymond Laboratories Inc. v. Helena Ruben- 
stein, Inc., 90 USPQ 316; 41 TMR 1020. Accordingly applicant’s prior 
use of Q-TIPS for swabs or applicators has no bearing on this case. 


The examiner held that there would be a likelihood of confusion in the 
use of Q-SOAP in view of the prior use of DOUBLE-Q for soap. 


With respect to the marks themselves, the word ‘‘Soap’’ contained in 
applicant’s mark is the generic name for the goods with which it is used 
and is obviously without trade mark significance in this connection. Op- 
poser’s product is a soap which would naturally be referred to as 
DOUBLE Q soap and it is believed that there would obviously be likelihood 
of confusion as to origin in the use of Q-"SOAP and DOUBLE Q soap. 


As to the goods, the examiner held that although differing specifically 
in certain respects both are soap products intended for personal use, and 
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that they are deemed to be even more closely related in character than the 
hand cleaner and dry cleaning soap, and the shampoo and soap compound, 
laundry soap and soap for the textile trade, which were respectively held to 
possess the same descriptive properties in the cases of Langfield v. Great 
Stuff Products Co., Inc., 61 USPQ 505; 34 TMR 270, and The National 
Milling & Chemical Co. v. The National Mineral Co., 71 USPQ 167, cited 
by the opposer. The examiner also stated that many users of hand cleaners 
of the character sold by opposer would also be purchasers of infants’ soap 
and that such purchasers might reasonably suppose that such good if sold 
under the same or similar marks emanated from a common source notwith- 
standing the specific difference between them. While applicant has taken 
issue with the examiner’s conclusions, particularly with respect to the rela- 
tionship of the goods involved, applicant has not shown that the examiner’s 
decision is in error. 


The decision of the examiner is affirmed. 


HARRIS-SEYBOLD COMPANY v. SIMONDS 
WORDEN WHITE COMPANY 


Oppos. No. 29441, Canc. No. 5589—Commissioner of Patents— 
May 12, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Composite mark comprising a monogram of ‘‘SWW Co’’ inside a hexagonal 
border with ‘‘Precision’’ written thereunder in script for knives used in paper 
cutting machines is not confusingly similar to composite mark comprising 
SEYBOLD with ‘‘Precision Knife’’ superimposed thereon, for identical goods. 

That a descriptive word cannot be the dominant part of a trade-mark is 
generally true where the descriptive word is of the same general size and shape as 
the remainder of the mark, but not where it is so prominently displayed that it 
immediately draws an observer’s eyes and it outweighs the significance of the 
rest of the mark. 


REGISTRATION PROCEDURE—EX ParTE REJECTION 
Composite mark comprising a monogram of ‘‘SWW Co’’ inside a hexagonal 
border with ‘‘Precision’’ written thereunder for knives is rejected ex parte 
because ‘‘Precision’’ is descriptive of knives and it dominates the mark. 


Opposition proceeding by AHarris-Seybold Company v. Simonds 
Worden White Company, Serial No. 572,460 filed January 19, 1949. Op- 
poser appeals from decision dismissing opposition. Affirmed, but applica- 
tion rejected ex parte. 


Cancellation proceeding by Harris-Seybold Co. v. Simonds Worden 
White Co., Registration No. 424,047 issued September 17, 1946. Petitioner 
appeals from decision dismissing petition. Affirmed. 
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Hudson, Boughton, Williams, David & Hoffmann, of Cleveland, Ohio for 
opposer-appellant, petitioner-appellant. 


Clarence A. O’Brien and Harvey B. Jacobson, both of Washington, D. C. 
for applicant-appellee, respondent-appellee. 


McCann, Examiner in Chief. 


These are appeals in the above identified opposition and cancellation 
proceedings from the decision of the Examiner of Interferences dismissing 
the notice of opposition brought by Harris-Seybold Company to the regis- 
tration by Simonds Worden White Company of a composite mark, includ- 
ing a monogram consisting of the letters SWW Co inside a hexagonal 
border and the word PRECISION thereunder written in script in relatively 
larger letters and in more extended form, on the Principal Register of the 
Act of 1946, as a trade mark applied to knives for use in paper-cutting 
machines ; and from the decision of the Examiner of Interferences dimissing 
the petition for cancellation brought by Harris-Seybold Company to cancel 
the registration of Simonds Worden White Co., No. 424,047, for substan- 
tially the same mark as applied to the same goods which was registered 
September 17, 1946, under the Act of 1920. 


The opposer-petitioner’s cause of action in both proceedings is based 
upon allegations of prior use and ownership of a composite mark consisting 
of the surname SEYBOLD in rather large letters, with the notation PRE- 
CISION KNIFE superimposed thereon in relatively small letters. The 
statutory basis for the opposition proceedings is that clause of section 2(d) 
of the Act of 1946 which relates to the likelihood of confusion or mistake or 
deception of purchasers. The statutory basis for the cancellation proceed- 
ings is the second sentence of section 24 of the Act of 1946. Inasmuch as 
the parties are the same, and the subject matter is the same, the opposition 
and cancellation proceedings were consolidated and both were submitted 
together on the same record. Both parties have filed briefs and were repre- 
sented at the oral hearing and only the opposer-petitioner has filed 
testimony. 


The examiner points out that the record clearly shows that the opposer- 
petitioner is the prior user and since the goods of the parties are identical, 
the only issue to be determined in these proceedings is whether or not the 
marks are confusingly similar. 


With respect to the opposition proceedings the examiner held that the 
word PRECISION constitutes a relatively subordinate part of each of the 
composite marks involved. The examiner was of the opinion that the marks 
are dominated respectively by the surname, SEYBOLD and the monogram 
SWW Co, which the examiner stated are obviously dissimilar in every ma- 
terial respect. The examiner held there would be no likelihood of confusion 
from the contemporaneous use of the marks on the goods in question. 
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With respect to the petition for cancellation and in reply to petitioner’s 
argument that the respondent did not have exclusive use of the mark 
thereof during the year next preceding the filing of its application thereof, 
as required under the Act of 1920, the examiner stated that it has not been 
made to appear that the opposer or anyone else was using a mark con- 
fusingly similar to that of the registration, and since this ground of attack 
was not raised in the petition for cancellation, the examiner held that the 
opposer had no right to be heard thereon. In reply to a request for recon- 
sideration the Examiner of Interferences pointed out that the pleadings 1, 
2 and 3 in the petition for cancellation merely related to respondent’s use 
of word PRECISION and contained no allegation that the respondent did 
not have exclusive use of its mark as a whole during the one-year period in 
question. The Examiner of Interferences further stated that in any event, 
since the respective marks of the parties were not deemed to be confusingly 
similar, the question of the propriety of the issuance of respondent’s regis- 
tration was of no concern to the petitioner. 


I am unable to agree with the examiner’s holding that the word PRE- 
CISION constitutes a relatively subordinate part of each of the composite 
marks involved. In registration No. 424,047, the word PRECISION is 
clearly more conspicuous than the monogram and as shown on the drawing, 
the word PRECISION occupies a length two and a quarter times greater 
than the length of the monogram. In the application the word PRECISION 
is obviously still more conspicuous since the word PRECISION is written 
in letters substantially of the same height as those used in the monogram 
and covers a length which is three and one-half times the length of the 
monogram. It is only in the specimens and exhibits filed by opposer-peti- 
tioner that the word PRECISION occupies a clearly subordinate role as 
applied to knives for use in paper-cutting machines. There is no doubt in 
my opinion that the word PRECISION comprises a dominant part of each 
of respondent’s marks, especially that of the application. 


Respondent contends that since PRECISION is descriptive it can 
never be the dominant part of a trade mark. Respondent’s argument is 
generally true in those cases where the descriptive word is of the same 
general size and shape as the remainder of the mark, but it has no applica- 
tion in eases like the present where the descriptive word is so prominently 
displayed that an observer’s eyes are immediately drawn to it and it out- 
weighs the significance of the rest of the mark. Furthermore since re- 
spondent’s registration is under the Act of 1920, the question of its deserip- 
tiveness does not arise, and the only question to be decided is whether or 
not petitioner’s mark and respondent’s registration so nearly resemble each 
other as to be likely to cause confusion or mistake or deceive purchasers. 


Petitioner’s mark is clearly dominated by the name SEYBOLD with 
the words PRECISION KNIFE occupying a very subordinate role; 
whereas in respondent’s registration the word PRECISION is at least equal, 










978 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


if not superior, in prominence to the monogram. The monogram is in itself 
distinctively different from petitioner’s name SEYBOLD, and I agree with 
the examiner that these marks are sufficiently different that there would 
be no reasonable likelihood of confusion or mistake or deception of pur- 
chasers. The examiner’s decision dismissing the petition for cancellation 
is affirmed. 


With respect to the opposition proceedings the differences between 
opposer’s and applicant’s mark are even more pronounced, and there would 
be still less likelihood of confusion due to the clearly dominant part of the 
word PRECISION. The decision of the examiner dismissing the notice of 
opposition is thought to be proper and is affirmed. However, as noted above, 
the word PRECISION is descriptive and clearly dominates applicant’s 
mark and the application is so rejected ex parte. Applicant is not entitled 
to registration of his mark on the Principal Register of the Act of 1946 
unless it applies for and can qualify under section 2(f) thereof. 


The decision of the Examiner of Interferences dismissing the notice of 
opposition and the petition for cancellation is affirmed, and applicant is 
adjudged not entitled to registration of its mark. 


LOCATELLI, INC. v. LUCATELLI PACKING COMPANY 
No. 28995—Commissioner of Patents—May 12, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


LUCATELLI for edible oils and coffee is confusingly similar to LOCATELLI 
for cheeses. 


REGISTRATION PROCEDURE—OPPOSITION— DEFENSE 
Where application is filed after twenty years use by applicant, opposer who 
used substantially identical mark on related goods for past fifty years is not 
barred by laches from opposing registration even if applicant could successfully 
raise laches in a suit for trade-mark infringement. 


TRADE-MarRK Act oF 1946—REGISTRABILITY—SEOCONDARY MEANING MARKS 


Application alleging five years continuous and exclusive use of trade-mark 
will not be accepted where part of period of use was in violation of Federal law 
for sale of adulterated, misbranded and short measured products. 


Opposition proceeding by Locatelli, Inc. v. Lucatelli Packing Company, 
Serial No. 553,726 filed April 2, 1948. Applicant appeals from decision sus- 
taining opposition. Affirmed. 


John Imirie, of Washington, D. C. for opposer-appellee. 
Joseph Montgomery, of New York, N. Y. for applicant-appellant. 
Frperico, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
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of Interferences sustaining the opposition to registration. The examiner 
also rejected the application ex parte, that is, independently of the opposi- 
tion, and the applicant has likewise appealed from this action. 


The application involved seeks to register the name LUCATELLI 
under the general provisions of the Trade Mark Act of 1946, as a trade 
mark for ‘‘edible oils, namely, olive oil; peanut oil; and a blend of corn oil, 
cotton seed oil and olive oil; and coffee.’’ The application was filed April 
2, 1948, and alleges that the mark was first used in 1926. 


The notice of opposition is based upon a claim of ownership of the 
name LOCATELLI as a trade mark used on olive oil and cheese, and on 
eight trade mark registrations. Registration 312,927, for the name LOCA- 
TELLI as a trade mark for cheese was issued May 15, 1934 (under the 
ten year proviso of the Act of 1905), six of the other registrations are 
also for cheese and need not be mentioned, and the eighth registration, 
339,030, issued September 22, 1936, is for a design with the name LOCA- 
TELLI, used as a trade mark for tomato paste. The notice of opposition 
also asserts that applicant’s mark is a substantial appropriation of the 
family name of the founders of opposer’s business and of its corporate 
name. In effect it is maintained that the mark sought to be registered so 
resembles opposer’s used and registered mark, and opposer’s trade name, 
as to be likely when applied to the goods of the applicant to cause confusion 
or mistake or to deceive purchasers, in the language of Section 2(d) of 
the Trade Mark Act of 1946. 


Opposer is a New York corporation in the wholesale Italian grocery 
business in New York City. Its stock is owned by a partnership MATTIA 
LOCATELLI doing business in Italy. The parent firm, a family business, 
has been in business for some time and the New York branch was apparently 
started nearly fifty years ago and has been well and favorably known in the 
trade as an importer of Italian grocery products, particularly cheese. 


Applicant is a partnership doing business under two names, New 
Jersey Packing Co. and Lucatelli Packing Co. There is no one, and never 
has been anyone, named Lucatelli connected with applicant. The explana- 
tion given for the adoption of this name is that the partners once obtained 
some olive oil from a small producer named Michele Lucatelli. Opposer 
accuses applicant of seizing the name Lucatelli because it happened to be 
so close to the name of a well-known and long-established firm. 


As far as the names are concerned no question is raised as to their being 
substantially identical, and they are so treated. 


With respect to the goods, the record shows that the opposer did not 
use its name as a trade mark applied to olive oil until after the filing date of 
the application involved, except for a temporary use of no consequence, and 
opposer cannot rely on use of the mark on olive oil. 
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However, the opposer has continuously used the name LOCATELLI, 
in connection with the sale of cheese, since many years prior to any use 
claimed by the applicant. Hence the principal question to be determined 
in this proceeding is whether or not the goods for which the opposer has 
established priority and those of the applicant are so related that their 
simultaneous sale under the marks in question would be likely to cause con- 
fusion or mistake as to source or origin. 


The respective goods, cheese on the part of the opposer, and the olive 
oil and substitutes of the applicant, are grocery items of the character or- 
dinarily sold in the same stores to the same class of purchasers, and, as 
appears from the testimony, cheese and olive oil may be used conjointly in 
the preparation of Italian dishes, and the trade of both parties is in Italian 
grocery items. Under these circumstances the relationship between these 
goods is such that their contemporaneous sale under the substantially iden- 
tical marks here involved would be likely to cause confusion or mistake or 
deception of purchasers as to the source or origin thereof. As examples of 
different grocery items held to be goods of the same descriptive properties, 
in the corresponding language of the old statute, and registration of a mark 
used on one refused in view of use of the mark on the other, see W. B. 
Roddenberry Co. v. Kalich, 158 F.2d 289, 72 USPQ 138 (37 TMR 73) (fresh 
vegetables; syrup, pickles, peanut butter), Jacob Forst Packing Co., Inc. v. 
Antrim & Sons, 118 F.2d 576, 49 USPQ 64 (86 TMR 170), (meat products; 
coffee, tea, spices), DiSanto v. Guarneri, 1927 C.D. 124, 17 F.2d 677, 57 
App. D. C. 89 (tomato paste; olive oil), R. C. Williams & Co., Inc. v. 
Gordon, 76 USPQ 67 (38 TMR 241), (macaroni, spaghetti, canned fruits 
and vegetables), Ross Packing Co. v. Pacific Olive Co., 74 USPQ 68 (olives, 
olive oil, peppers, pickles; dried fruits), Great Atlantic and Pacific Tea 
Co. v. Wason Bros. Co., 70 USPQ 545 (36 TMR 319), (food extracts and 
flavors; canned fruits), Dwinell-Wright Co. v. Gundlach, 121 F.2d 639, 50 
USPQ 141 (31 TMR 272), (ice cream; tea and coffee), Tetley & Co. Inc. v. 
Bay State Fishing Co., 82 F.2d 299, 29 USPQ 34 (26 TMR 217), (canned 
fish; tea), Revere Sugar Refinery v. Salvato, 48 F.2d 400, 8 USPQ 547 
(meat products, condiments, ete. ; sugar), Cheek-Neal Coffee Co. v. Hal Dick 
Mfg. Co., 40 F.2d 106, 5 USPQ 55 (21 TMR 192), (horse-radish, olive 
spread, ete. ; coffee and tea). 


Applicant urges that by using the name as a trade mark for olive oil 
for a short period, and then ceasing this use, opposer abandoned the mark 
for olive oil and the first to use it thereafter became the valid owner thereof. 
This might be true if opposer had no other business in related items and 
was not engaged in the grocery business under its name, which is not the 
case here. 


The application also lists coffee as one of the goods on which the mark 
is used. Applicant did not use the mark on coffee until long after its first 
use on olive oil, and after opposer had used its name as a trade mark on 
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other products besides cheese. The record also indicates that the mark was 
no longer being used on coffee shortly after the filing of the application. 
The inclusion of coffee in the application for registration does not affect 
the result that the applicant is not entitled to registration. 


The main contention of the applicant is that the opposer had knowledge 
of its use of the mark on olive oil in 1928 and that the opposer’s delay of 
more than twenty years in taking any action against the applicant, during 
which time applicant built up its business, constitutes such laches and ac- 
quiescence as to now bar opposer from any right to object to the registration 
of the mark by the applicant. 


The examiner held that the defense of laches and acquiscence is not 
applicable in this proceeding, and that, assuming it to be applicable, the 
applicant was not entitled to prevail on the record presented. With respect 
to the applicability of the defense in an opposition proceeding the examiner 
stated that the right to use a mark and the right to register it are not en- 
tirely inseparable rights and it is the applicant’s right of registration of the 
mark LUCATELLI which is here in issue, rather than the right to the use 
thereof. Hence, even if it be assumed that the opposer had no objection 
to the applicant’s use of the mark LUCATELLI, this does not mean that 
the opposer also had no objection to the applicant’s registering it; and, 
since the opposer could take no action as to the applicant’s right to register 
the mark until after applicant had applied for registration and after the 
publication thereof, as provided by Section 13 of the Trade Mark Act of 
1946 (and similar provisions in the prior act) the defenses of laches and 
acquiescence are deemed not to be applicable herein. Applicant waited over 
twenty years in seeking a Federal trade mark registration and can hardly be 
heard to complain that the opposer waited an equal period to object to 
such a trade mark registration. Moreover, if it be assumed that applicant 
could successfully raise the equitable defense of laches and acquiescence in 
a suit for trade mark infringement, it would not necessarily follow that 
applicant would be entitled to a Federal trade mark registration which is 
based on or recognizes the exclusive right to use the mark throughout the 
entire United States and the right to prevent others from registering 
or using the same or a similar mark on the same or related goods. 


The examiner further refused registration on the ground that the mark 
is primarily merely a surname and is not subject to registration on the 
Principal Register under the general provisions of the trade mark act. 
Applicant does not deny this, but contends that registration should be al- 
lowed under Section 2(f) by reason of its exclusive and continuous use of 
the mark for over five years prior to the filing of the application. 


However, the application does not seek registration under Section 2(f), 
which is necessary before Section 2(f) can be considered (Trade Mark Rule 
8.1), and if it were seeking registration under Section 2(f) on the basis of 
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exclusive and continuous use for five years next preceding the date of filing 
of the application, such use would not be accepted as authorizing registra- 
tion in view of the fact that for part of the period the use was in violation 
of Federal law, the record showing a conviction for the sale in interstate 
commerce of adulterated, misbranded, and short-measure products. 


The decision of the examiner is affirmed. 





EX PARTE ROBERT HALL CLOTHES, INC. 


Commissioner of Patents—May 27, 1953 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—SLOGANS 
WHY PAY FOR OVERHEAD WHEN YOU CAN’T WEAR IT used for men’s, women’s 
and children’s clothing is a slogan used to advertise applicant’s goods and is not 
registrable on the Principal Register. 
Slogans may be registered on the Supplemental Register if they denote appli- 
cant as the origin of the goods. 
TRADE-MarRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
WHY PAY FOR OVERHEAD WHEN YOU CAN’T WEAR IT for men’s, women’s and 
children’s clothing is descriptive. 


Appeal from the Examiner of Trade-Marks. 


Application by Robert Hall Clothes, Inc., Serial No. 530,768 filed 
August 7, 1947. Applicant appeals from decision denying registration. 
Affirmed. 


John P. McGann of New York, N. Y. for Applicant-appellant. 
Freperico, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to register 
an alleged trade mark on the Principal Register of the Trade Mark Act of 
1946. 

The mark sought to be registered consists of the phrase WHY PAY FOR 
OVERHEAD WHEN YOU CAN’T WEAR IT used for ‘‘coats, vests, trousers, 


knickerbockers, top coats, jackets and overcoats, for men, youths and boys, 
and dresses, coats, suits, jackets, and skirts for ladies, misses, and girls.’’ 


The rejection is based on the ground that the phrase is a slogan which 
is not registrable on the Principal Register and that it is merely used for 
the purpose of informative advertising rather than as a trade mark to 
indicate origin of applicant’s goods to the exclusion of others. The ex- 
aminer further stated that under the Trade Mark Act of 1946 a slogan 
which is capable of distinguishing an applicant’s goods might be registrable 
on the Supplemental Register only, and cannot be registered on the Prin- 
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cipal Register either with or without reliance on Section 2(f). Applicant’s 
appeal brings up the broad question for review. 


ROBERT HALL in applicant’s corporate name is fanciful and not the 
name of a particular living individual. This name ROBERT HALL is used by 
applicant as its trade mark and has been registered on the Principal 
Register, No. 523,355, April 4, 1950, and No. 571,688, March 10, 1953, for 
men’s and women’s suits and coats. 


That the phrase sought to be registered is in fact a trade or com- 
mercial slogan I do not believe can be doubted. That there is such a class 
of things as trade or commercial slogans is clear. Such slogans are in- 
eluded in the definition of the word slogan in the dictionary, for example, 
Webster’s New International Dictionary defines a slogan as ‘‘A brief 
striking phrase adopted or invented for use in advertising a product, 
an institution, a community, an industry, or the like.’’ They are discussed 
in books on advertising and similar publications (see Advertising Proced- 
ure, by Otto Kleppner, fourth edition, 1950, chapter 8, and Encyclopedia 
of Advertising, by Irvin Graham, 1952, pages 479-481), and collections of 
trade and commercial slogans are published in book form (American 
Slogans, 1949, by William Sunners, 345 pages) as well as in several period- 
icals (the Bulletin of the United States Trade-Mark Association and 
Printer’s Ink maintain lists of slogans and publish additions to the lists 
from time to time, see the issues of Printer’s Ink for July 18, 1952, page 
66 and January 19, 1951, page 50, for recent lists in that publication). 
The slogans so recognized ordinarily are statements intended or designed 
to influence purchase of a particular product, or dealing with a particular 
firm. They give information concerning the product or firm, sometimes 
directly and sometimes by necessary or intended implication, are commonly 
laudatory and exaggerated and frequently utilize various literary devices 
and linguistic artifices. Such statements are usually used in conjunction 
with the trade mark of the product or the trade name of the firm, and in 
a sense are advertising matter, advertising the trade marked product or 
the firm and its products. 


There also seems to be a common understanding that slogans are 
something different from trade marks and are not registrable as trade 
marks, for example, the definition of slogan in the unabridged dictionary 
referred to above continues with the information that ‘‘Such a slogan is 
not registrable as a trade mark in most countries * * * .’’ The announce- 
ments used by the United States Trade-Mark Association in introducing 
their collection of slogans published in its Bulletin stated ‘‘In spite of 
the fact that the trade slogan is fast increasing in use and importance as 
an adjunct to advertising and selling, the laws of most countries ignore its 
existence, as distinguished from its better known associate, the trade mark; 
*** Asa rule, the slogan is not registrable as a trade mark, * * * .”’ 
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(Bulletin of the United States Trade-Mark Association, August 1932, vol. 
27, page 221). 


Slogans and similar expressions have been refused registration both 
under the present trade-mark act and under prior acts, see for example: 
Ex parte Duvernoy & Sons, Inc., 96 USPQ 174, (43 TMR 296), con- 
SISTENTLY SUPERIOR, Act of 1946, Principal Register); Ex parte I. Lewis 
Cigar Manufacturing Company, 95 USPQ 225, (48 TMR 927), (THE 
CIGAR SUPREME, Act of 1946, Supplemental Register); Ex parte I. Lewis 
Cigar Manufacturing Company, 95 USPQ 224, (42 TMR 927), (BEsT AND 
BIGGEST CIGAR, Act of 1946, Supplemental Register); Ex parte San Fran- 
cisco Brewing Corp., 92 USPQ 286, (42 TMR 359), (A TRULY FINE PALE 
BEER, Act of 1946, Supplemental Register) ; Ex parte The B. F. Goodrich 
Company, 91 USPQ 293, (42 TMR 79), 92 USPQ 148, (42 TMR 267), 
(BEST IN THE LONG RUN, Act of 1946, Supplemental Register). Ex parte 
Horn & Hardart Baking Co., 88 USPQ 27, (41 TMR 191), (THE PUBLIC 
APPRECIATES QUALITY, Act of 1946, Supplemental Register); Ex parte 
Garrison (Paula, Inc., assignee, substituted), 87 USPQ 252, (42 TMR 
1123), (SLEEPING IS A SERIOUS BUSINESS, Act of 1905); Ex parte Chicago 
Roller Skate Company, 86 USPQ 176, (40 TMR 736), (FoR HEALTH’S 
SAKE * ROLLER SKATE, Act of 1946, Principal Register) ; Ex parte Stauffer 
Chemical Company, 86 USPQ 169, (40 TMR 730), (THE SULPHUR THAT 
FuMEs, Act of 1946, Supplemental Register) ; Ex parte Bayuk Cigars, Inc., 
83 USPQ 537, (40 TMR 75), (rr’s RIPE ToBAcco, Act of 1946, Supplemental 
Register) ; Compania ‘‘Ron Bacardi’’, 8.A. v. Ronrico Corporation, 83 
USPQ 473, (40 TMR 60), (BEST RUM BAR NONE, Act of 1920); Ex parte 
Gianellom, 82 USPQ 73, (389 TMR 756), (TASTE THE TASTE, Act of 1946, 
Principal Register); Ex parte William Skinner & Sons, 82 USPQ 315, 
(39 TMR 866), (LoOK FOR THE NAME IN THE SELVAGE, Act of 1946, Prin- 
cipal Register); Ex parte Booth Bottling Company, Inc., 80 USPQ 78, 
(39 TMR 179), (5 FULL GLASS IN EVERY BOTTLE, Act of 1946, Principal 
Register) ; Ex parte Van Raalte Company, Inc., 73 USPQ 490, (837 TMR 
591), (BECAUSE YOU LOVE NICE THINGS, Act of 1905); Ex parte Kram, 64 
USPQ 308, (35 TMR 64), FoR PURE ENJOYMENT, Act of 1920; Burmel 
Handkerchief Corporation v. Cluett, Peabody & Co., Inc., 53 USPQ 369, (32 
TMR 308), (HANDKERCHIEFS OF THE YEAR, Act of 1905). 


Applicant’s slogan appears to me to be merely the ordinary kind of 
advertising slogan used to promote its business, and nothing else. While 
the specimen submitted with the application consists merely of a card on 
which the slogan is printed, I do not believe that that is all that applicant 
uses on its clothes. In the registrations of its trade mark ROBERT HALL 
referred to, the ordinary garment labels bearing this mark appear as 
specimens in one case, and small cards reading A ROBERT HALL Garment 
appear as specimens in the other case. Applicant states that the slogan has 
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been extensively advertised in connection with its firm name both on the 
radio and by other means. A specimen of such advertising has been sub- 
mitted. This consists of a large sheet across the top of which appears in 
large letters ROBERT HALL CLOTHES and at the bottom of the sheet ROBERT 
HALL, also in large letters. The lower half of the sheet has illustrations of 
several garments and text concerning them. The upper half of the sheet 
below the large first line contains the picture of a man pointing his finger 
at the reader and uttering the phrase WHY PAY FOR OVERHEAD WHEN YOU 
CAN’T WEAR IT? If any indication of a trade mark could be made out of 
such an advertisement it would be only of the mark RoBERT HALL, the slogan 
appearing on this advertising being nothing but a piece of advertising copy. 


Such a typical advertising slogan as applicant’s, used in conjunction 
with the firm name or the trade mark of the goods to advertise the firm 
or the trade marked goods, is not considered registrable on the Principal 
Register. Although broadening the field of trade marks which can be 
registered on the Principal Register, the Trade Mark Act of 1946 made 
no substantial change with respect to the meaning of the term trade mark 
insofar as trade marks used on goods are concerned, Burgess Battery Co. 
v. Marzall, 92 USPQ 90, (42 TMR 237) affirmed, 96 USPQ 293; Ex parte 
Minnesota Mining & Mfg. Co., 92 USPQ 74, (42 TMR 164). Perhaps 
recognizing a need for some form of registration for slogans, the Act 
provided for the registration of slogans on the Supplemental Register. 
(But registration of slogans on the Supplemental Register is even refused 
in some instances, as shown by the decisions cited above and applicant is 
not seeking registration on the Supplemental Register. ) 


The omission of any reference to slogans in connection with the trade 
marks for goods registrable on the Principal Register, and the specific in- 
clusion of slogans in connection with marks registrable on the Supplemental 
Register, would seem to indicate an intention to confine the registration 
of slogans used on goods to the Supplemental Register. 


From another aspect, the slogan is not considered registrable on the 
Principal Register since it is merely an ordinary statement of a fact which 
ean be considered as being descriptive and hence unregistrable by reason 
of Section 2(e). The descriptiveness consists in that the purpose of the 
phrase is to inform the public, or to lead the public to believe, that in 
purchasing garments from applicant they do not pay for overhead or that 
applicant’s prices are lower. This is obvious when the phrase is considered 
in connection with the message which applicant intends to convey to the 
publie by its advertisements or otherwise, namely BUY ROBERT HALL CLOTHES 
or BUY YOUR CLOTHES FROM ROBERT HALL CLOTHES, INC. A statement which 
gives information concerning the product, which would include information 
concerning the price, or information concerning the firm selling the prod- 
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uct, must be considered as being descriptive and unregistrable for this 
reason. 


Applicant places great stress upon the decision of the District Court 
in American Enka Corporation v. Marzall, 92 USPQ 111, (42 TMR 106). 
However, no opinion was written in that case and the facts were such that 
it is not considered to constitute a precedent. The actual mark sought 
to be registered was a composite mark containing material properly trade 
marked and also additional material including in small letters the slogan 
involved in that case (Registration No. 565,161, October 14, 1952, and 
see also 562,526 and 562,536, August 5, 1952). This fact as well as the 
fact that the applicant had obtained a similar registration in 1932 was what 
disposed the court to allow the particular application involved. Composite 
marks consisting of registrable matter together with unregistrable matter 
are commonly registered and under the Trade Mark Act of 1905 were 
frequently registered without disclaimer of unregistrable matter. (An. 
article in Dun’s Review for June 1940, page 24, advises the user of a 
slogan that ‘‘If the phrase can be combined with his trade mark in a dis- 
tinetive design, he may register it in the Trade Mark Bureau of the Patent 
Office.’’) If the mark sought to be registered here consisted of applicant’s 
trade mark ROBERT HALL in large letters, the slogan in small letters, and 
other matter including a design, and if applicant also had a registration 
for such a combination under the Act of 1905, the situation would be the 
same as that involved in American Enka Corporation v. Marzall. 


The decision of the examiner is affirmed. 


EX PARTE AMERICAN GAS FURNACE CO. 
Commissioner of Patents—May 29, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


ns for fish tail burner heads for use in heating machines is confusingly simi- 
lar to N. S. co. for gas and oil burners, stoves, forges and lanterns. 

In determining confusing similarity of marks, Patent Office ignores such words 
as company, incorporated and limited and abbreviations thereof because they do 
not serve to identify any particular corporation; such words cannot be the dom- 
inant part of a trade-mark. 


TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarkKs— 
Goops or SAME CLASS 
Where registrant’s mark is applied to gas burners, gas-burner mixers and port- 
able forges and the registrations do not indicate that registrant’s goods are not 
used in identical field as applicant’s goods, the goods are sufficiently similar so 
that a purchaser might logically assume that they had the same origin if they bore 
similar trade-marks; hence, applicant’s mark refused registration. 
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Application by American Gas Furnace Co., Serial No. 593,962 filed 
March 15, 1950. Applicant appeals from decision refusing registration. 
Affirmed. 


Harold F. Scribner of Plainfield, New Jersey for applicant-appellant. 


McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
NS as a trade-mark on the Principal Register under the Act of 1946 for 
‘*fish tail burner heads for use in heating machines.’’ The examiner’s 
refusal is based upon a holding of likelihood of confusion between appli- 
cant’s mark and registrations No. 119,753 and No. 141,185, issued to The 
National Supply Company, for the mark Nn.s.co. as applied to ‘‘gas and 
oil burners, coal heating-stoves, Welsbach mantles and burners, gas-burner 
mixers, portable forges, and oil-lanterns.”’ 


The examiner states that applicant’s goods are essentially gas burners 
used primarily in the industrial field. The examiner points out that among 
other goods the registrant’s mark is applied to gas burners, gas-burner 
mixers and portable forges, and that there is nothing apparent in the 
registrations to indicate that the goods are not used in the industrial field. 
It is the examiner’s opinion that the goods of the applicant and the regis- 
trant, if not identical, are sufficiently similar so that bearing similar trade- 
marks a purchaser might logically assume that they had the same origin. 


As pointed out by the examiner the question to decide is not likelihood 
of confusion of the goods themselves, but the likelihood of confusion as to 
the origin of the goods. It seems to me that the goods set forth in the reg- 
istrations are sufficiently similar or analogous to those set forth in the 
application so that the use of confusingly similar marks on these goods 
would be very likely to cause confusion as to the origin of the goods. 


With respect to the marks themselves the examiner held that appli- 
cant’s mark ns and the registrant’s N.S.co. are so close that they would 
engender likelihood of confusion. The examiner states that the word co. 
is universally recognized as an abbreviation for the word ‘‘company’’ and 
as such the word co. as a portion of a mark can have little if any trade- 
mark significance. 


Applicant points out that the prior registrations comprise the letters 
N.S.cO. punctuated to signify and to note only one fact, namely, that it is 
the abbreviated way for writing The National Supply Company’s name, 
and that when one sees that mark he naturally sees The National Supply 
Company and should one use it orally or by phone, he would say The 
National Supply Company, or possibly ‘‘Nesco.’’ Applicant also contends 
that all of the four letters are of equal stature and should be given equal 
importance and significance. 
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The question of the intent of the registrant in adopting the initials 
N.S.co. as the trade-mark is irrelevant, since the registrations speak for 
themselves, and the right to their exclusive use is derived from the fact 
that they were adopted and used as trade-marks and depends in no way 
upon the fact that they also happen to be the initials of the concern that 
adopted and used them. As indicated by the examiner, it has been the uni- 
form practice to ignore such words as . 


sé 


company, inecorporated,’’ and 
‘‘limited’’ in corporate names, on the theory that they do not serve to 
identify any particular corporation. See White Cap Co. v. Allied Stores 
Corporation, 503 O. G. 870, 41 USPQ 554 [29 TMR 408], and cases cited 
therein. In other words, the word ‘‘company”’ and its abbreviation ‘‘Co.’’ 
eannot be the dominant part of a trade-mark. This being so, it remains 
to be determined whether there is any substantial difference between the 
remainder of registrant’s mark, that is, N.s. and the applicant’s mark Ns 
without the periods. In Vitamin Corporation of America v. American 
Home Products Corporation, 35 C. C. P. A. 952, 166 F.2d 203, 76 USPQ 
611 [88 TMR 457], it was held that a trade-mark consisting of the letters 
vca was confusingly similar to a mark consisting of the letters 1.v.c. In 
Mutual Citrus Products Co., Inc. v. Pacific Citrus Products Co., 74 USPQ 
240 [37 TMR 698], 602 O. G. 684, the letters pcp and m.c.P. were held to be 
confusingly similar. In Ex parte Sperti, Inc., 69 USPQ 441 [36 TMR 175], 
SRF printed in script was held to be confusingly similar to s-K-F in block 
letters. In these cases the court gave no consideration to the fact that in 
one of the marks there was a period or dash after each letter. In view of 
these decisions there is no doubt in my mind that the letters Ns and N:s. 
are practically identical in trade-mark significance. 


After a careful consideration of applicant’s argument I agree with 
the examiner that there would be a distinct likelihood of confusion, as to 
the origin of the goods, if applicant’s mark and the mark of registration 
No. 141,185, or the mark of registration No. 119,753 were applied to the 
stated goods. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE ENGLANDER COMPANY, INC. 
Commissioner of Patents—May 29, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—LAUDATORY MARKS 
AMERICA’S MOST LUXURIOUS MATTRESS for mattresses and box springs is an 


ordinary and obvious laudatory expression and is not registrable on either the 
Principal or Supplemental Register. 
Appeal from the Examiner of Trade-Marks. 


Carlson, Pitzner, Hubbard & Wolfe of Chicago for applicant-appellant. 
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Frperico, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register an alleged trade-mark on the Principal Register under 
the Act of 1946. 


The mark sought to be registered is the phrase AMERICA’S MOST LUX- 
URIOUS MATTRESS used for mattresses and box springs. The basis for refus- 
ing registration is that the phrase is merely an informative or laudatory 
phrase which would be so recognized by the purchaser and that the mark 
is not capable of identify applicant’s goods and distinguishing them from 
those of others, and is not in fact a trade-mark registrable on the Prin- 
cipal Register. 


The specimens submitted with the application show a cloth label con- 
taining the word ENGLANDER in large letters below which appears, in two 
lines, the phrase sought to be registered here. Applicant has obtained a 
registration of the word ENGLANDER as a trade-mark for mattresses, box 
springs and other related goods, registration No. 519,220 issued December 
27, 1949. The situation is merely one of an attempt to register as a trade- 
mark on the Principal Register a slogan which is used in connection with 
the trade-mark of the goods. 


Applicant states in its brief that the mark for which registration is 


sought ‘‘is a composite of four words ingeniously knit into a unitary mark 
which connotes uniqueness in composition that clearly distinguishes it from 
the commonplace. In a sense, the mark has a peculiar or unique personality 
of its own. This inherent quality naturally sets it apart from any type 
of descriptive or informative characterization likely to be applied to the 
product on which the mark is used by the applicant.’’ I doubt very much 
that a literary critic, or any other critic, would agree with applicant’s 
encomiums of its slogan. The phrase appears to be nothing but an ordinary 
laudatory expression of a commonplace type, and of the type held not to be 
registrable even on the Supplemental Register (see, for example, Ex 
parte I. Lewis Cigar Manufacturing Company, 95 USPQ 224 and 95 
USPQ 225 [42 TMR 927], in which registrations were refused of BEST AND 
BIGGEST CIGAR and THE CIGAR SUPREME). The word ‘‘luxurious’’ in appli- 
eant’s phrase is commonly used as synonymous with ‘‘sumptuous’’ (see 
Webster’s New International Dictionary, definition of sumptuous), and is 
defined in one dictionary as ‘‘Constituting or contributing to luxury ; splen- 
did, rich, comfortable, ete.’’ (Webster’s New World Dictionary of the 
American Language, 1951, vol. 1, page 872), and the phrase as a whole is 
nothing but an ordinary and obvious laudatory expression. The Court of 
Customs and Patent Appeals in refusing registration of the phrase HAND- 
KERCHIEFS OF THE YEAR in Burmel Handkerchief Corporation v. Cluett, 
Peabody & Co., Inc., 29 C. C. P. A. 1024, 127 F.2d 318, 53 USPQ 369, 372 
[32 TMR 308], said: 
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‘In the final analysis such expressions as we are discussing with 
relation to objects of trade are a ‘puffing of wares’ and are intended to 
eall attention to the superiority of the advertised goods. Such expres- 
sions are a condensed form of describing in detail the outstanding 
character or quality of the objects to which they are applied. So with 
the expression HANDKERCHIEFS OF THE YEAR. It merely in condensed 
fashion describes handkerchiefs having every characteristic as to mate- 
rial, quality and style that the best handkerchiefs should possess. 


‘*We think that the notation sought to be registered is descriptive 
of the character or quality of handkerchiefs. We are further of 
opinion that the notation inherently cannot function as a trade-mark. 
Such a common expression which ean indicate nothing but high quality 
surely would not be indicative of origin to the purchasing public.’’ 


These remarks apply with even greater force here. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE JACOBSON & SONS, INC. 
Commissioner of Patents—May 29, 1953 


TRADE-MarRK AcT oF 1946—CoNnsTRUCTION—SECTION 2(d) 
A registration on the Supplemental Register can be used as a basis for refusal 
of a registration to another, as can a registration under the Acts of 1881, 1905, 
1920 and 1946 (Principal Register) ; such registrations may be used as a reference 
by the Patent Office. 
REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
Decision on appeal is suspended until cancellation proceeding is terminated 
where cancellation proceeding may dispose of all remaining issues in appeal. 


Appeal from the Examiner of Trade-Marks. 


Application by Jacobson & Sons, Ine., Serial No. 540,999 filed 
November 13, 1947. Applicant appeals from decision refusing registration. 
Affirmed, suspended and remanded. 


Jacob T. Basseches and Paula T. Basseches of New York, N. Y. for 
applicant-appellant. 


Freperico, Examiner in Chief. 


This is an appeal from the refusal of the Examiner of Trade Marks 
to register applicant’s mark on the Principal Register under Section 2(f) 
of the Trade Mark Act of 1946. 


Registration was refused by the examiner in view of a registration to 
another of a similar mark on the Supplemental Register. Applicant asserts 
in effect that a registration on the Supplemental Register is not available 















CU adh a8 ARE 



















































Vol. 43 T. M. RB. 





EX PARTE JACOBSON & SONS 991 





under Section 2(d) of the Trade Mark Act as a basis on which to refuse 
registration to another of a trade mark on the Principal Register. Ap- 
plicant has filed a cancellation proceeding seeking to cancel the reference 
registration and in its brief states that should it be held that the reference 
registration can be used ‘‘to invoke Section 2(d) of the Act of 1946, that 
the decision on this appeal be suspended, pending the outcome of the can- 
cellation proceeding.’’ 


The first question to be decided in this appeal is whether a registra- 
tion on the Supplemental Register can be used under Section 2(d) as a 
basis for refusal of a registration to another. It is not considered neces- 
sary to analyze or comment on applicant’s statements concerning the nature 
of registrations on the Supplemental Register. Section 2(d) of the Trade 
Mark Act of 1946 provides that a registration of a trade mark on the 
Principal Register is to be refused if it ‘‘consists of or comprises a mark 
which so resembles a mark registered in the Patent Office * * * as to be 
likely, when applied to the goods of the applicant, to cause confusion or 
mistake or to deceive purchasers.’’ This section is the basis upon which a 
registration is refused in view of a registration of the same or similar marks 
to another. The statute uses the words, ‘‘a mark registered in the Patent 
Office,’’ in specifying the reference. Section 45 of the Trade Mark Act 
contains the definition, ‘‘The term ‘registered mark’ means a mark regis- 
tered in the United States Patent Office under this Act or under the Act 
of March 3, 1881, or the Act of February 20, 1905, or the Act of March 
19, 1920. The phrase ‘marks registered in the Patent Office’ means 
registered marks.’’ Hence, by the language of the statute the phrase, ‘‘A 
mark registered in the Patent Office,’’ appearing in Section 2(d) includes 
marks registered on the Supplemental Register under the Act of 1946 as 
well as marks registered under the Act of 1920, and these registered marks 
may be used as the basis of refusal of registrations to others.* 





1. This plain meaning of the statute is also the meaning intended as shown by 
the legislative history of the Act. The question of whether Act of 1920 registrations 
and Supplemental Register registrations should be used as references was presented and 
discussed during the course of hearings on the bills which led to the trade-mark act. 

In the first bill of the series which resulted in the Trade-Mark Act of 1946 (H. R. 
9041, 75th Congress, introduced January 19, 1938) the particular phrase in Section 2(d) 
which now reads, ‘‘a mark registered in the Patent Office,’’ read, ‘‘a trade-mark pre- 
viously registered by another.’’ 

In the hearings held on this bill (Hearings before the Committee on Patents, Sub- 
committee on Trade-Marks, House of Representatives, 75th Congress, on H. R. 9041, 
March 15-18, 1938), one witness raised the question as to whether ‘‘registered’’ in the 
quoted phrase included registrations under the Act of 1905 or the Act of 1920 (page 
95), and another witness said, ‘‘This is a question of policy, whether ‘registered’ 
should mean registered under this act, the principal register, registered under the sup- 
plemental register, or registered under the existing acts of 1905 and 1920. My own view 
would be that it ought to embrace them all.’’ On the next page (page 96) the first 
witness referred to proposed the addition of a definition of the word ‘‘registered’’ to 
the effect that the word ‘‘registered,’’ ‘‘will mean registered under the principal or 
supplemental register or under the 1905 or the 1920 law.’’ 

This suggestion was not taken up for in the next bill (H. R. 4744, 76th Congress, 
introduced May 3, 1939), the phrase in question was restricted to, ‘‘a trade-mark 
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Applicant’s request to suspend decision on the appeal is granted 
since the cancellation proceeding is nearing conclusion and the result of 
the cancellation proceeding may dispose of all the remaining issues in this 
appeal. The application is remanded to the Examiner of Trade Marks with 
instructions to take no action therein until the termination of the cancel- 
lation proceeding (Cancellation No. 5931) and thereupon to take what- 
ever action may be justified in view of the outcome of the cancellation pro- 
ceeding, including returning the application for decision on appeal if the 
outcome of the cancellation proceeding leaves any issues to be decided in 
this appeal. 


EX PARTE MARSHALL, MEADOWS & STEWART, INC. 


Commissioner of Patents—May 29, 1953 


TRADE-MaRK Act oF 1946—REGISTRABILITY—IN GENERAL 


CASUAL CLASSICS for shoes is capable of functioning as a trade-mark because 
CASUAL and CLASSIC as used in the shoe industry are mutually contradictory. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


Where application is made under section 2(f) of the Act of 1946, whether the 
mark is descriptive is immaterial unless it has become so generic that the public 
recognizes it and uses it as the name of the goods. 


previously registered by another under the Act of February 20, 1905, as amended, or 
upon the principal register provided by this Act.’’ 


With this reading a Supplemental Register registration could not be used. During 
the hearings on this bill (Hearings before the Committee on Patents, Subcommittee on 
Trade-Marks, House of Representatives, 76th Congress, on H. R. 4744, March 28-30, 
1939), the same question was raised again. One witness (page 32) stated, ‘‘Section d 
it seems to me is unfortunate, probably by accident. As I read it this section says that 
a mark which is similar to a similar mark previously registered by another under the 
Act of February 20, 1905, as amended, or upon the principal register provided by this 
act, may not be registered, but this will allow registration of a mark which has already 
been registered to another under the Act of 1920. It will allow registration under the 
principal register of a mark which has already been registered by another under the 
second registration [supplemental register?]’’ and suggested changes in the wording to 
the effect that if a mark ‘‘is on any register it cannot be registered to another.’’ An- 
other witness (page 35) suggests an amendment so that the phrase in question would 
read, ‘‘a trade-mark previously registered under the Act of February 20, 1905, as 
amended, or upon the principal or supplemental register provided by this Act.’’ As a 
result of this hearing a revised substitute bill was introduced (H. R. 6618, 76th Con- 
gress, introduced June 1, 1939). The phrase in question was amended to read, ‘‘a mark 
previously registered by another,’’ and other changes made in the paragraph with 
respect to matters not relevant here. The broadening of the phrase from ‘‘a trade- 
mark previously registered by another under the Act of February 20, 1905, as amended, 
or upon the principal register provided by this Act,’’ to ‘‘a mark previously registered 
by another,’’ of course had the effect of making all registrations, of whatever kind, 
available as a basis of refusing a registration to another. 


In the next Congress the word ‘‘previously,’’ appearing in the phrase as last re- 
vised was omitted and the words ‘‘in the Patent Office’’ were added so that the phrase 
read ‘‘a mark registered in the Patent Office,’’ and at the same time the definition in 
Section 45 was added, but there was no discussion during hearings on several bills in 
this Congress. No further changes were made in later bills. It seems conclusive that 
the intention was that any registered mark could be used as a reference to refuse reg- 
istration to an applicant, 
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Appeal from the Examiner of Trade-Marks. 


Application by Marshall, Meadows & Stewart, Inc., Serial No. 550,535 
filed February 25, 1948. Applicant appeals from decision refusing regis- 
tration. Reversed. 


Theodore E. Simonton of Cazenovia, New York for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
under section 2(f) of the Act of 1946 the notation CASUAL CLASSICS as a 
trade-mark for shoes. 


The refusal was based on the ground that the notation is incapable of 
distinguishing applicant’s goods in commerce. In support of this ground 
of refusal the examiner contends that the average purchaser would have 
no difficulty at all in interpreting the notation CASUAL CLASSICS as meaning 
that applicant sells casual type shoes which it deems to be classics in the 
footwear field. 


Applicant contends that the words casuAL and CLASsIc as used in the 
shoe trade refer to distinct types of shoes, that is, a casual shoe is one in- 
tended for informal wear, whereas a classic shoe is one of high and 
relatively stable style, intended for formal wear and, hence in the strict 
shoe-industry sense, these words are mutually contradictory. 


Applicant calls attention to several affidavits filed by store owners and 
shoe manufacturers which purport to show that applicant’s mark CASUAL 
cLaAssics has become established in the shoe industry and means a brand of 
shoes made only by applicant. Applicant also calls attention to an affidavit 
filed by one Hodgen M. Love, Advertising Director of ‘‘ Footwear News’’ 
which was formerly published as the footwear section of ‘‘ Women’s Wear 
Daily’’ and is now published as a separate weekly trade journal. This 
affidavit states that the trade-marks CASUAL CLASSICS and MISS PIRATE of 
applicant appeared in a full-page advertisement of ‘‘Women’s Wear 
Daily’’ for Friday, October 24, 1941, and that applicant has advertised its 
mark CASUAL CLASSICS in these publications from time to time ever since 
and has recently advertised this brand in every issue of ‘‘ Footwear News.”’ 
The affidavit also includes a copy of the advertising index for ‘‘ Footwear 
News’’ for January 26, 1946, which gives in tabulated form the number of 
lines used in advertising over 400 branded shoes in daily newspapers in 
cities of 100,000, or over, from July 22 to December 29, 1945, and a similar 
index for the issue of ‘‘ Footwear News’’ dated Friday, July 22, 1949. In 
the first index CASUAL CLASSICS used 13,853 lines, and in the second index 
17,156 lines, and in both of these indexes CASUAL CLASSICS was in the first 
25% of the brands listed. Affiant also states that during the intervening 
period covered by this index casuUAL CLassics has maintained substantially 
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the same position therein. These affidavits appear to establish that at least 
in the trade the words CASUAL CLASSICS are used to identify a brand of 
shoes. 


As this application is pending under the provisions of section 2(f) of 
the Act of 1946, the question of whether or not the notation CASUAL 
CLASSICS is descriptive is not material unless it has become so generic that 
the public recognizes it and uses it as the name of the goods. I do not 
think that the record establishes this to be so in the instant case. 


After careful consideration of the examiner’s position, I agree with 
applicant that the average purchasers would probably consider the words 
CASUAL CLASSICS somewhat contradictory and as such would not refer to 


casual shoes generally, but only to casual shoes manufactured by appli- 
cant. 


The decision of the Examiner of Trade-Marks is reversed. 


LIST OF OTHER TRADE-MARK ARTICLES 
AND LEGAL NOTES 
Articles 
Mahoney, Tom. 


Symbols that sell; the Story behind the Trademarks that identify the Products 
you buy. (American Legion Magazine, January 1953, 4 pages; condensed in: 
Science Digest, v. 34, no. 3, September 1953, pp. 14-18). (A limited supply of re- 
prints of the article published in the American Legion Magazine is available at the 
USTMA offices). 


Trade Rules and Trade Conferences: The FTC and Business Attack Deceptive 
Practices, Unfair Competition, and Antitrust Violations. (Yale Law Journal, v. 
62, no. 6, May 1953, pp. 912-953). 


Legal Notes 


Schwegmann Bros. v. Calvert Distillers Corp. 
Restraint of Trade—Fair Trade Acts—Constitutionality. (North Carolina Law 
Review, v. 31, no. 4, June 1953, pp. 509-512). 


Unfair Competition—Export Trade Act—Unfair Method of Competition under 
Section Four. (North Carolina Law Review, v. 31, no. 4, June 1953, pp. 512-517). 
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COMMITTEES oF THE UNITED STATES TRADE-MARK ASSOCIATION 


International 
Committee 


Lawyers 
Advisory 
Committee 


Membership 
Committee 


State 
Trade-Mark 
Committee 


Trade-Mark 
Management 
Manual 
Committee 


F. X. Clair, Chairman Esso Standard Oil Co. 
Wm. E. Anderson Soans, Glaister @ Anderson 
Rudolph Callmann Greene, Pineles, Callmann & Durr 
Walter J. Derenberg Alexander, Maltitz, Derenberg & Daniels 
G. A. Gillette, Jr Eastman Kodak Com we 
erk 
Harry Goldsmith Ciba States Limited 
Gilbert F. Hauke Hauke & Hardesty 
Walter E. Hopper, Jr California Texas Oil Co., Ltd. 
Arthur E. Johnston Colgate-Palmolive-Peet Co. 
Stephen P. Ladas Langner, Parry, Card & Langner 
Frederick Moeller Lehn @& Fink Products Corp. 
Volney F. Morin Technicolor Motion Picture Corp. 
John Dashiell Myers 
Arthur Nathanson Munn, Liddy, Nathanson & March 
Louis L. Pettit Singer Manufacturing Company 
Edward D. Phinney International Telephone & Telegraph Corp. 
Edmund Dill Scotti Wm. Wallace White @ Scotti 
Bernard J. Thole Socony-Vacuum Oil Co., Inc. 
Horst von Maltitz Alexander, Maltitz, Derenberg & Daniels 
Samuel L. Welt Hoffmann-La Roche Inc. 
J. H. Wilson The Procter @ Gamble Company 
John A. Wortmann Radio Corporation of America 


Leslie D. Taggart, Chairman Watson, Johnson, Leavenworth & Blair 
John Rex Allen Schroeder, Merriam, Hofgren & Brady 
A. Arnold Brand Theiss, Olson @ Mecklenburger 
Victor D. Broman Union Carbide & Carbon Corp. 
Francis C. Browne Jewett, Mead, Browne & Schuyler 
John B. Cunningham Davis, Hoxie @ Faithfull 
Philip T. Dalsimer Kane, Dalsimer & Kane 
Walter J. Derenberg Alexander, Maltitz, Derenberg @ Daniels 
John A. Dienner, Jr. Brown, Jackson, Boettcher & Dienner 
Joseph Gravely Gravely, Lieder, Woodruff & Dees 
James Hume Wilkinson, Huxley, Byron @ Hume 
W. D. Keith Cooper, Byrne, Dunham, Keith & Dearborn 
Sylvester J. Liddy Munn, Liddy, Nathanson & March 
George Link, J McKercher & Link 
Julius R. Lunsford, Jr The Coca-Cola Company 
A. C. MacMahon The Borden Company 
M. P. McDermitt United States Steel Co. 

Mock & Blum 
James N. Naylor Naylor & Lassagne 
Beverly W. Pattishall Rogers and Woodson 
John D. Pope, III Koenig & Pope 
Stewart W. Richards Beer, Richards, Lane, Haller & Buttenwieser 
Norman St. Landau Johnson and Johnson 
Albert R. Teare Bates, Teare & McBean 
Stewart L. Whitman Nims, Martin, Halliday, Whitman & Williamson 
Robert B. Whittredge Fish, Richardson & Neave 
Percy E. Williamson Nims, Martin, Halliday, Whitman & Williamson 


Duncan C. Taylor, Chairman Eberhard Faber Pencil Company 
Joe E. Daniels, Co-Chairman Alexander, Maltitz, Derenberg & Daniels 


Mrs. Lenore B. Stoughton, Chairman Rogers, Hoge @ Hills 
George C. Arvedson Automobile Manufacturers Association 
Charles P. Bauer Union Bag & Paper Corporation 
Donald Brooks The Texas Company 
National Biscuit Company 

Franklin M. Depew Standard Brands Incorporated 
James C. Dunne Sterling Drug, Inc. 
John L. Esterhai Philco Corporation 
T. G. Gillespie Koppers Company, Inc. 
Wilkinson, Huxley, Byron @ Hume 
Bruce Homer Sherwin-Williams Co. 
Sylvester J. Liddy Munn, Liddy, Nathanson & March 
Arthur A. M Munn, Liddy, Nathanson & March 
George S. McMillan Bristol-Myers Company 
Melvin E. Mensor California Packing Corporation 
Joseph Sharp Wise, Corlett @ Canfield 
ohn W. Sherman, Jr American Oil Company 

Lorentz & Stamler 


Stewart W. Richards, Chairman Beer, Richards, Lane, Haller @ Buttenwieser 


a L. Esterhai Philco Corporation 
Johnson and Johnson 

The Quaker Oats Company 

I sh osc iis a aielin: 4 ebaeew a6 abel E. I. du Pont de Nemours @& Co., Inc. 
Edgar S. Bayol The Coca-Cola Company 





